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CONTROL—THE SINE QUA NON OF A VALID 
TRADEMARK LICENSET 


By F. Vern Lahart* 


A trademark may be many things:’ It is often worth mil- 
lions but valued at only one dollar.’ It may be a silent salesman 
battling for recognition in the market place,* or a weapon in the 
struggle of competition.* It is a badge of genuineness,’ an indi- 
eation of origin,® a guarantor of a certain quality,’ a commercial 
signature,*® a protector of good will.° 

A trademark, under our system of law, is the property of its 
first user on goods sold in commerce. It is intimately and irre- 
trievably associated with the sale or transfer of goods, and any 
attempt to deal with it or transfer it disassociated from such 
business is futile and unenforceable. There is no such thing, under 
our law, as the “naked” ownership of a mark apart from a business. 
Rights in a mark do not even exist unless and until the mark 
has been used on the goods, and such rights exist only so long 
as the mark is so used. Failure to use a mark may constitute 
abandonment of it and make it available to any one else who 
commences to use it. 

It is clear that the first user of a mark is its owner. However, 
it is not his to do with entirely as he chooses. As with every 
right, be it moral, political, or otherwise, there is a corresponding 


t 18.—LICENSES. 

* Associate in the firm of Brown, Jackson, Boettcher & Dienner; member of the 
Ilinois Bar. 

1. Section 45 of the Lanham Act (15 U.S.C. 1127) defines a trademark as “any 
word, name, symbol, or device or any combination thereof adopted and used by a manu- 
facturer or merchant to identify his goods and distinguish them from those manufactured 
or sold by others.” 

2. It is a common practice for corporations to list the value of their trademarks in 
balance sheets as one dollar despite the fact that the marks actually may be worth 
millions. 

3. TRADEMARK MANAGEMENT—A GUIDE FOR BUSINESSMEN, 1955, U.S. Trademark 
Assoc., p. 4. 

4, CALLMANN, UNFAIR COMPETITION AND TRADEMARKS, 2nd Edition, 1950, p. 974. 

NIMS, UNFAIR COMPETITION AND TRADEMARKS, 4th Edition, 1947, p. 516. 

Hanover Star Milling v. Metcalf, 240 U.S. 403, 412, 6 TMR 149 (1915). 

Coca-Cola Co. v. Bennett, 238 F. 513, 517, 7 TMR 159 (1916, CCA 8). 

+ ae Drug Co. v. Theo. Rectanus Co., 248 U.S. 90, 97, 9 TMR 1 (1918). 
+» p. 97. 
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duty. As to his rights, every owner of a trademark has the ex- 
elusive right to use that mark on or in connection with certain 
goods. This right is the cornerstone of the philosophy underlying 
our trademark law. It is so ingrained in American business prac- 
tice and the understanding of the public that it is accepted with 
unwavering certitude. Nobody questions the fundamental prin- 
ciple of exclusivity; common sense and fair play are accepted as 
requiring it. Accordingly, the courts have held that the public 
is entitled to assume that the user of a mark is the owner of the 
mark, or is controlled by the owner, and that goods bearing the 
mark are the genuine product of the owner of the mark. 

Now, as to the corresponding duties of the owner of the 
mark: The public has rightfully come to rely on the fact that 
the exclusive owner of the mark is the exclusive user, and vice 
versa. It goes without saying that if someone is recognized as 
the exclusive owner of a mark, the mark will be recognized as 
identifying that person, and distinguishing his goods from those 
of others. And, herein lies the duty. Since the public is expected, 
and even encouraged, to rely on the trademark as a “badge of 
genuineness” of the product to which it is applied, the owner of 


the mark must make certain that the public is not defrauded. 
The failure to do so may result in the loss of his exclusivity, and 
in a holding that his claim of ownership is ‘‘naked” and no longer 
covered by the coveted cloak. This was pointed out in Mid-West 
Fur Producers Assoc. v. Muiation Mink Breeders Assoc., 127 F. 
Supp. 217, 45 TMR 54, 58 (1955, D.C. W.D. Wis.), wherein the 
Court said (at page 229): 


“The Mutation Mink Breeders Association, defendant herein, 
‘cannot properly or legally claim exclusive trademark rights 
in the use of the names SILVERBLU, ROYAL PASTEL, OF TOPAZ as 
applied to mink pelts or garments for each of the reasons 
that: ... 

“Said defendant has over a substantial period of time 
consented to the use of such names by many who were legal 
strangers to it, and has and is, in effect, offering to license 
and licensing anyone to use said names upon the payment 
to said defendant of a stipulated royalty or fee. Such a 
practice is an unlawful and improper use of a trademark or 
claimed trademark, and amounts to an abandonment of any 
trademark rights that might otherwise exist in any names 
so used, and creates an estoppel against the assertion of trade- 
mark rights.” 
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The law has recognized for the most part that the owner of 
a mark may use it in almost any manner that he wishes and on 
any quality of goods that he selects. He may manufacture the 
goods himself, or he may have them manufactured for him.” 
Similarly, he is not bound to use the mark on goods of any specific 
quality; indeed, he may even vary the quality. In the ordinary 
course of business it would be expected that a trademark owner 
would endeavor to increase the quality of his trademarked product; 
but he need not do so. He may decrease it. It would thus seem 
that a trademark owner may do whatever he pleases with his 
mark since he is its sole proprietor." However, as promiscuous 
as a trademark owner may be concerning his own use of a mark, 
he is not at liberty to permit a third party to do likewise—without 
seriously impairing, or even vitiating, the validity of the mark. 

In the Lea case plaintiff had acquired a valuable and fa- 
vorable reputation for sewing machines having his NaTIonAL mark. 
He did not manufacture the machines but used great care in their 
selection before affixing his mark to them. Subsequently, he gave 
defendant a license to use the mark on machines which it manu- 
factured and sold, in exchange for the mere payment of royalty 
without any covenants concerning quality or the like. Lea did 
not inspect, select, or approve the machines sold by defendant 
under the mark. The Court pointed out that the mark, as used 
by Lea, gave an assurance to purchasers that the goods met with 
his stamp of approval. 

“The assurance that was given to purchasers when the plain- 
tiff sold to them was intended to be continued, but, as to 
machines sold under the license, such an assurance would be 
a falsehood... It was a license to use a stamp, disassociated 
and stripped of truth and of its former significance, for the 
purpose of falsely inducing purchasers to believe that what it 
meant when used by plaintiff it meant used by the defendant.” 
(Page 733)** 











10. Lea v. New Home Sewing Machine Co., 139 F. 732 (1905, C.C.E.D.N.Y.). Lea 
carefully selected machines manufactured by a variety of different third parties, applied 
his NATIONAL mark to the selected machines, and acquired a highly valuable mark and 
good will. 

11. Restrictions relative to use of the mark descriptively, generically, in violation 
of antitrust laws, etc., are not bere considered. Similarly, restrictions relative to an 
assignee’s use of a mark so as not to misrepresent the source of goods (Sec. 14 ec Lanham 
Act) are not here considered. 

12. Lea v. New Home Sewing Machine Co., supra. 

13. There is no way of knowing for certain from the decision whether Lea used 
“oreat care” in the selection of a licensee who would maintain his recognized standards 
of high quality. It will be seen that in some instances, later discussed (pp. 22-29), 
extreme care in selection of a licensee is virtually enough to validate the license. How- 
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No one would question the fact that Lea indiscriminately 
and within a wide range could vary the quality of sewing machines 
that he sold under his mark; however, an entirely different burden 
was thrust upon him when he gave a third party the “right” to use 
the mark. At that moment he had a new obligation to the public, 
which was not previously manifested—namely, to see to it that 
the public interest was protected.” 

Under our Anglo-American law of trademarks wherein com- 
mon law rights are acquired by use of the mark, good will is an 
important and integral part of a trademark. Good will is the 
“expectation of continued public patronage’ and is inextricably 
tied-up with a recognition of the mark by the public and an iden- 
tification of it with the goods. It is clear that the good will can- 
not be sold or transferred apart from the mark or the business 
symbolized by the mark... for, each is dependent upon the other.’ 
It thus becomes equally clear that the public, who is to recognize 
the mark as identifying a satisfactory or unsatisfactory product, 
has an interest in the mark and the good will. 

The reason that this interest is not fully recognized when 
the owner is the sole user of the mark is that it is assumed that 
he will not knowingly so vary his goods as to ruin his good will. 
It is virtually self-regulating. Hence the public interest may be 
considered to be sufficiently safeguarded by the owner’s self- 
interest. However, when the owner sets out to bargain with an- 
other for the right to use the mark, it is not at all clear that the 
public interest is represented at the bargaining table. It is herein, 
therefore, that the need for control over the licensee’s use of the 
mark is seen. 

The Federal District Court for the Eastern District of 
Arkansas recognized these principles in one of the early cases 
involving a licensed mark. 


“In determining the issues in this case it is important to 
keep in mind the well-established principles of law that the 


ever, even if Lea had exercised this precaution it is doubtful whether in 1905 the law 
was sufficiently developed and the Courts sufficiently sophisticated in trademark licenses, 
to have approved the license on this fact alone. It should be noted that Lea “had not, 
and never had, anything to do with the machines so offered and sold by Defendant.” 
Even after careful selection of a licensee, a minimum of control or surveillance would 
seem desirable, if not necessary. 

14. He had other previous continuing obligations to the public, but this obligation 
concerning the quality of the machine becomes manifest for the first time when the 
mark is licensed. 

15. BLACK’S LAW DICTIONARY, 3rd Ed., West Publishing Co., 1933. 

16. MacMahan Pharmacal Co. v. Denver Chemical Mfg. Co., 113 Fed. 468, 475 
(1901, C.C.A. 8). 





Vol. 50 T. M.R. SINE QUA NON OF VALID TRADEMARK LICENSE 107 


protection given by the law to trademarks has a two-fold 
object: To protect the owner in his property and to protect 
the public from being deceived by reason of a misleading 
claim that the article bearing the trademark is the article 
manufactured by the owner of the trademark, when in fact, 
it is not, but a substitute.” 


The owner of a trademark is normally anxious to have the 
publie look with favor upon his trademarked goods so that the 
public will look for his “mark of quality” the next time that they 
purchase similar goods. He holds out his mark to the public as an 
implied guarantee that the next time they purchase goods bearing 
his mark, those goods will be of the same quality as the former 
goods. The public reciprocates and henceforth tends to assume 
that goods bearing that mark will be of the same quality as the 
former goods which bore the mark. The mark is thus recognized 
as the guarantee of such quality. In one of the Coca-Cola cases, 
it was held that the owner of the mark must have “control over 
the integrity of its trademark, which is its guarantee that the 
beverage is as represented.””* 


What Is Control? 


Control is that which guarantees that a mark used by a li- 
censee identifies goods as being manufactured in accordance with 
certain standards of the licensor-owner of the mark. Control is 
the guarantor of genuineness. 

Control must be maintained by the licensor over the nature 
and quality of the goods in connection with which the licensee 
uses the mark.*® Control merely over the nature of the goods is 
not sufficient since “nature” merely means “kind” of goods. A 
license to use the trademark Baxter for an intravenous glucose 
solution was held invalid where the only control (if even that 
control was exercised) was over the nature of the goods since 
there could obviously be many goods of that nature (glucose 
solution) that were not of any particular quality.” 

Control is not made up of any particular elements, nor does 
it have any special form. It is not necessary that the license 


17. Coca-Cola Co. v. J. G. Butler & Sons, 229 Fed. 224, 229-30, 6 TMR 206 (1916). 

18. Coca-Cola Co. v. Bennett, supra, at page 516, 7 TMR 159. 

19. American Junior Aircraft Co. v. Coz Mfg. Co., 107 USPQ 260, 46 TMR 62 
(1955, D.C.S.D. Cal.) ; cf. fn. 23 infra. 

20. Baxter Laboratories, Inc. vy. Don Baxter, Inc., 87 USPQ 122, 40 TMR 1092 
(1950, Com’r). 
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provisions generally or the control provisions specifically, be in 
writing. Control must be actual and not passive in order that 
the public may be guaranteed that the goods bearing the mark are 
of a certain nature and quality. In the sunBEAm bread case the 
trial court said: 


“ .. the question is, is there control in fact, not whether the 
agreement specifies control. In other words, you don’t have 
to write it in as a condition of the agreement as long as the 
agreement is in the framework of membership in a coopera- 
tive such as QBA with the pledge that QBA members take 
with the membership agreement that they sign and with the 
unbroken practices which they follow. 

“T think that those controls are adequate to protect QBA’s 
assertion that Mr. Huber is using its collective mark and 
wrapper and campaign. 

¥* * * *% * 

“T think that the quality controls exercised by QBA are 
adequate and that they conform with the requirements of 
the statute, that there was acquiescence in them, and that 
I conclude as a matter of law that the license need not 
itself specify the quality controls if they actually exist.’ 


Conversely, just as the provisions concerning control need not 


be specifically set forth in a license agreement, it is not sufficient 


merely to provide for control in a written agreement. In the Pure 
Oil case,” application was filed to register BE SURE WITH PURE as 
a service mark for services rendered to automotive vehicles. Use 
was by subsidiaries, franchised dealers, and independent dealers 
who were claimed to be “related companies.’** The Assistant 
Commissioner required that the applicant submit evidence to show 
that the use of the mark by such companies was actually controlled 


by the applicant. 








21. Huber Baking Co. v. Stroehmann Bros., 110 USPQ 349, 352, 46 TMR 1214 
(1956, D.C.S.D.N.Y.) ; this case was reversed on appeal on other grounds (116 USPQ 348, 
48 TMR 711 (1958, C.A. 2)). 

22. Ex parte Pure Oil Co., 99 USPQ 19, 44 TMR 306 (1953, Com’r). 

23. Section 45 of the Lanham Act states that “the term ‘related company’ means 
any person who legitimately controls or is controlled by the registrant or applicant for 
registration in respect to the nature and quality of the goods or services in connection 
with which the mark is used.” This section is amplified by Section 5 which provides that 
use by a related company “shall inure to the benefit of the registrant or applicant for 
registration, and such use shall not affect the validity of such mark or of its registration, 
provided such mark is not used in such manner as to deceive the public.” 
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“The papers filed nowhere indicate the type or method of 
control, nor do they indicate the extent to which control is 
exercised over the use by franchise dealers and independent 
dealers. [Note, she does not question control over subsidi- 
aries.]| In the Trademark Act of 1946 Congress undeniably 
intended to recognize existing commercial practices whereby 
a trademark owner permits others to use his mark on goods 
produced under his direction and control. The statement is 
similarly true of service marks. If the American concept of 
the law of trademarks is to be preserved, however, it is my 
opinion that control must be something more than ‘“‘paper 
control” or ‘‘gentlemen’s agreements,” and when others are 
permitted to use the mark, the Patent Office files should clearly 
reflect facts which justify a finding that such use inures to 
the benefit of applicant.”** 


The agreement between the parties is not controlling in these 
matters. The licensor and licensee may agree between them that 
such and such is a valid and binding contract, and the licensee 
may even make regular royalty payments. However, no agreement 
or mere payment of royalty is sufficient to create a valid license.” 

While the contract between the parties may be such that the 
“licensor” can enjoin the “licensee” from the use of the mark after 
the termination of the license, the use of the mark by the “licensee” 
during the duration of the contract will not inure to the benefit 
of the licensor, regardless of what the parties may agree, unless 
there is control in fact. In fact, in the absence of the exercise of 
a proper degree of control by the licensor, the use of the mark 
by the licensee will inure to the licensee’s own benefit—and not to 
the licensor’s benefit. In such a situation, after the termination 
or an abrogation of the license, the licensor may fail in an action 
to enjoin a former licensee from the use of the mark.” 


The Licensor—Not the Licensee—Must Be the Controlling Party 


In the MOTHER PARKER bread case,” plaintiff granted defend- 
ant an exclusive license to use the mark on bread (and subse- 
quently doughnuts) in the New Bedford area which defendant 
serviced. It was pointed out that “the defendant apparently was 





24. Ex parte Pure Oil Co., supra, at page 20, 44 TMR 306. 

25. MacMahan Pharmacal Co. v. Denver Chem. Mfg., supra; see also Midwest Fur 
Producers Assoc. v. Mutation Mink Assoc., supra. 

26. Broeg v. Duchaine, 69 USPQ 627, 36 TMR 207 (1946, Mass. Sup. Jud. Ct.). 
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at liberty to affix the trademark to any bread or doughnuts that 
he chose.” ** The court held that in the defendant’s area he was 
the owner of the mark. In so holding the court observed that 
“ .. the chief function of a trademark is to identify the origin 
or ownership of the article to which it is affixed or, at least, to 
indicate that it emanates from the same, though possibly anony- 
mous, source as other goods that have already given customer 
satisfaction.” ** Quite obviously use of the mark by defendant on 
goods of his own selection identified his goods; however, if plaintiff 
had controlled the goods on which defendant used the mark, de- 
fendant’s use of the mark would have inured, to the plaintiff’s 
benefit and the good will would belong to plaintiff. 

An interesting situation was presented in the OLDE TOWNE 
LAMPLIGHTER beer matter.*® In that case Prichard, the defendant 
in suit, originated and designed a certain beer label. Pending 
consummation of plans to open a brewery in Lexington, Ken- 
tucky, he entered into a partnership which was intended as a 
stepping stone towards the planned Lexington business. This 
partnership distributed beer under the oLD TOWNE LAMPLIGHTER 
label south of the Ohio River. It was understood the label and 
trademark were to remain Prichard’s property—and not that of 
the partnership. The beer sold by the partnership was brewed 
by Consumers Brewing Company, the plaintiff; and Prichard and 
the partnership permitted Consumers to use the label north of 
the Ohio River. The action arose when the partnership was dis- 
solved, and Prichard told Consumers to discontinue use of the 
mark. Consumers brought suit, claiming that it was the brewer, 
bottler and user of the label, and therefore the owner thereof. 

Consumers claimed that Prichard’s permitting the partner- 
ship to use the mark constituted a “naked” license and abandon- 
ment of any rights in this mark and label. In sustaining Prichard’s 
rights to the trademark south of the Ohio, the Court made note 
of this fact, saying (page 521, 33 TMR at 380): 


“Tt should be pointed out that we are not here concerned with 
the claim to a trademark by a person who is not associated 
with the business in which such mark is used. The recognition 
of ownership of the label in Prichard was inextricably bound 





27. Id. at page 628, 36 TMR 209. 

28. Id. at page 628. 

29. E. F. Prichard Co, v. Consumers Brewing Co., 136 F. (2d) 512, 58 USPQ 362, 
33 TMR 370 (1943, C.A. 6); cert. den. 321 U.S. 763, 60 USPQ 598. 
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up with his interest in an operating business which adopted 
and used the label. The mark, so adopted and subsequently 
used, was appurtenant to the business conducted by him as 
a partner.” 


The Court also made note of the fact that Prichard had not 
been associated with any business operating north of the Ohio 
so that the permission he gave Consumers to use the trademark 
north of the Ohio was a naked license and void, resulting in an 
abandonment by Prichard of any rights to the trademark in that 
area. 

This case presented a peculiar situation which serves as a 
good illustration of the need for control. Consumers brewed the 
beer which both it and Prichard sold under the mark. As noted, 
the Court said that Prichard owned the mark in the territory in 
which he used the mark, but Consumers was the owner in the area 
in which it had used the mark. This was in spite of the fact that 
the beer sold by both of the parties was the same—thereby giving 
the public uniform quality—and in spite of the agreement that the 
ownership of the mark north of the Ohio River was to remain in 
Prichard. 

It is thus seen that there was no need for Prichard to control 
Consumer’s brewing of the beer on which Prichard would use the 
mark since he was the owner of the mark and could use it on any 
goods he selected. But, not so as to the goods on which his licensee 
used the mark. If Prichard had given Consumers certain standards 
for the beer which Consumers was brewing for Prichard, and if he 
had licensed Consumers to use the mark in its area on beer of 
like standard and he had seen to it that Consumer complied with 
his standards, he would have been the owner of the mark both 
north and south of the Ohio River.*° 

It is interesting to observe that a party is not at liberty to use 
another’s mark even if the goods on which the mark is used truly 





30. The case of Vermont Maple Syrup Co. v. Johnson Maple Syrup Co., 272 Fed. 
478, 11 TMR 257 (1921, D.C. Vt.), is cited as frequent authority for the proposition that 
a licensor may acquire rights in a territory for its mark where the only user of the mark 
in that territory is a licensee. The Court said at pages 479, 480: “A trademark cannot 
travel to markets where it has no article to wear the badge and no trader to supply the 
article. Hanover Star Milling Co. v. Metcalfe, 240 U.S. 416, 6 TMR 149, but this rule 
does not mean that the person who first uses the trademark of another as his licensee 
in new territory thereby becomes the absolute owner of it in that territory, where a 
person may introduce his trademark and create a demand for his variety of goods in 
new territory by licensees. His mark thus travels to markets where there is an article 
to wear the badge and a trader to supply the article.” 
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conform to the owner’s strictest controls.** In one of the Coca-Cola 
eases* the defendant purchased plaintiff’s genuine syrup and used 
it in the manufacture of a beverage. The beverage which defend- 
ant bottled and sold under the coca-coLA mark was apparently 
made in exactly the same way that plaintiff had licensed others to 
manufacture the beverage. Nevertheless, even if, arguendo, de- 
fendant exercised exactly the same safeguards and controls over 
its licensees, and if defendant only used genuine coca-coLa syrup, 
defendant could not apply the coca-cota mark to the finished prod- 
uct. The Court unequivocally held that plaintiff must be able to 
“.. control the integrity of its trademark, which is its guaranty 
It is the licensor’s 


99 33 


that the beverage is as represented... 
responsibility to maintain control. Although he may delegate that 


responsibility, as will be discussed later, the responsibility is his, 
and no one else’s. This is one of the reasons, aside from the con- 
tractual aspects, that former licensees cannot continue to use the 
licensor’s mark on goods identical to those previously manufac- 
tured under license,** except as discussed in situations similar to 
the MOTHER PARKER bread case.*° 





The repackaging and resale of trademarked goods permitted in Prestonettes, 
‘oty, 264 U.S. 359 (1924), presented a different problem. 
Coca-Cola Co. v. Bennett, supra. 

33. Id. at page 515. 

34. Societe Anonyme Du Filtre v. Pasteur Chamberland Co., 8 TMR 298 (1918, 
D.C.S.D. Ohio). 

35. A fascinating question is presented when the Coca-Cola v. Bennett case and 
Pasteur Chamberland ease are considered in the light of the Forstmann ease. (Forst- 
mann Woolen Co. v. Mays, 89 F. Supp. 964, 40 TMR 433 (1950, D.C.E.D.N.Y.).) 

In the Pasteur Chamberland case, defendant was a former licensee of plaintiff, 
manufacturing and selling trademarked filters in this country. The basie filter com- 
ponent originally was purchased from plaintiff. Subsequently defendant commenced 
use of a different filter component; however, at the time of the trial defendant reverted 
to purchasing plaintiff’s genuine filter component on the open market and thereby 
contended that it was entitled to use plaintiff’s trademark. The Court awarded plaintiff 
an injunction and an accounting. 

In the Forstmann case defendant purchased genuine FORSTMANN woolens from the 
government surplus and used the cloth in the manufacture of clothing. He applied a 
label to the clothing, and advertised the clothing, stating that it was 100% FORSTMANN 
woolen. Despite the fact that plaintiff clearly established that defendant’s clothing 
bearing such labels was inferior in workmanship and general quality to clothing on which 
plaintiff permitted its customers to use the FORSTMANN label, the court held that 
defendant was entitled to continue his practice—but not to indicate that the goods 
were manufactured by Forstmann. Query: Should Bennett be permitted to sell his 
beverage with a notation: “Made with genuine COCA-COLA syrup”? Or, should Pasteur 
be permitted to advertise that its goods contained the genuine PASTEUR-CHAMBERLAND 
filter. The problem is one of unfair competition and, it is submitted, is not readily 
answerable. Although Pasteur might be successful in showing that this truthful state- 
ment was not likely to confuse or deceive or mislead, it would seem that Bennett would 
have a more difficult task in making such a showing in view of the nature of the product, 
i.e, for human consumption. The Supreme Court’s decision in Prestonettes, Inc. V. 
Coty, supra, which permitted the repackaging and resale of trademarked goods, would 
have a strong bearing on the outcome of any such case. 
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It is apparent that the mere existence of control is not, in 
itself, sufficient. The control must be by the licensor or his agent. 
In the case of Ma Parte Jongleux & Lundquist, Inc.,°° Reid Murdoch 
(RM), a well-known purveyor of foods, including pickles, estab- 
lished a pickle laboratory and established various standards of 
quality, ete. RM sold the mark which had been applied to the 
pickles to J & L; but, for some reason which is not apparent, 
RM maintained control over the quality of the pickles, and J & L 
did not test the pickles that were produced by RM or under its 
supervision, and sold under the mark. Thereafter J & L sought 
to register the mark and claimed that RM was a “related” 
company. 

In denying the claims that a related company relationship 
existed between applicant and Reid Murdoch, the Assistant Com- 
missioner said (at page 81, 44 TMR at 842): 


“There is nothing to indicate that the applicant tested or an- 
alyzed any of the pickles processed by Helwig & Leitch, or 
that Reid Murdoch was acting under the supervision and 
control of applicant. 


and (at page 82, 44 TMR at 842): 


cory 


here is nothing in the record to indicate that applicant has 
ever tested or analyzed any of the pickles processed by Mt. 
Olive Pickle Co., Inc., or that the quality control exercised by 
Reid Murdoch was under applicant’s supervision and control.” 

“It is clear beyond question that the pickles which are 
processed and sold in the corrugated slices are processed in 
accordance with the specifications and standards of Reid 
Murdoch, a division of Consolidated Grocers Corp., which 
sells the pickles; and that the nature and quality of the pickles 
cut into corrugated slices on applicant’s machine are controlled 
by Reid Murdoch and not by applicant.” 


In the Baxter case*’ applicant argued that there was no need 
for it to test its licensee’s products for sterility, pyrogenic quali- 
ties, and chemical constituents since these factors were governed 
by the Federal Food and Drug Administration. In rejecting this 
argument the Assistant Commissioner said :** 








6. 101 USPQ 77, 44 TMR 835 (1954 Com’r). 
7. Baxter Laboratories, Inc. v. Don Baxter, Inc., supra. 
8. Id. at page 125, 40 TMR at 1096. 


9 
vw 
9 
) 
9 
vw 
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“... the argument that no control is necessary in view of Gov- 
ernment regulations is not deemed relevant; Government reg- 
ulations prescribe minima and the Trade Mark Act makes no 
distinction between cases where control of -quality may be 
necessary and cases where, for one reason or another, control 
of quality may be unnecessary.” 


An oft-quoted case relative to the licensing of trademarks is 
Everett O. Fisk & Co. v. Fisk Teachers’ Agency.*® This case illus- 
trates the general principle that control by the licensee is not 
adequate control—the control must be by the licensor. In that case 
plaintiff had a successful business established for securing place- 
ment of teachers. It embarked upon a program of permitting 
numerous individuals throughout the country to use the name 
FISK TEACHERS AGENCY in connection with the operation of local 
employment agencies. As a part of the agreement plaintiff fur- 
nished various office stationery, forms, advertisements, ete. and 
included the licensee’s name and address in national advertising 
which plaintiff sent out. The local agency owned whatever prop- 
erty was used in the business and had complete control over the 
conduct of the business. Defendant was an assignee of a licensee 
of plaintiff, and paid the prescribed royalty until its contract ex- 
pired. Thereafter defendant was reorganized and continued to use 
the Fisk name in the business. The Court pointed out:* 


“The evidence shows that the use of plaintiff’s trade-name 
by the many local offices, under the sanction of contracts 
made by the plaintiff assuming to license the use of the trade- 
name, has caused the name to lose its distinctiveness as the 
trade-name of plaintiff. The service rendered to teachers and 
officers of schools has for many years represented generally 
to such persons and to the public, not the efforts, the experi- 
ence, or the responsibility of plaintiff, but of the persons con- 
ducting these local offices.” 


The Court indicated that plaintiff had abandoned its mark, 
and said that abandonment was a question of intent which could 
be inferred from the circumstances :* 


“The intention of the plaintiff has been plainly manifested 
by the formal contracts and its acquiescence in the perform- 


39. 3 F. (2d) 7, 15 TMR 147 (1924, CCA 8). 
40. Id. at page 9, 15 TMR at 151. 
41. Id. at page 9, 15 TMR at 152. 
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ance of these contracts, whereby, for a monetary considera- 
tion, it has for a long time allowed its trade-name to represent 
to the public the business of others. After thus misleading 
the public, it is not in a position to ask the aid of a court of 
equity to protect the reputation of that name as an indication 
of the plaintiff’s services.” 


In striking contrast with the last-mentioned case were the 
facts in the Arthur Murray case.** In that case plaintiff licensed 
dance studios to use its mark. However it exercised control in 
the following manner: 


1. Licensor agreed to furnish “such data and informa- 
tion which relates to the dancing business including .. . the 
text and art work of all advertisements .. . methods of inter- 
viewing prospective pupils, methods of teaching dance steps 
and all sales procedures which Licensors . . . develop or use 
in connection with the operation of any dance school or dance 
advisory service... .” 

2. Licensee was to have “exclusive use of the name 
ARTHUR MURRAY Within the territorial limits of the contract.” 

3. Licensee was “to use all reasonable efforts to see that 


the methods of teaching and the steps taught are in accordance 
with the methods and steps promulgated by the Licensors.” 


4. Licensee agreed not to employ “dancing instructors 
other than those who had attended a teachers’ training class 
or course and to see to it thai the instructors and supervisors 
employed would have an adequate knowledge of all the latest 
dancing steps and the ‘Arthur Murray Method’ of teaching 
them.” 


5. Licensee further agreed to “maintain the highest pos- 
sible standard of behavior among his employees.” 


The Court said that it was plain that this was not a naked 
license, and was not prima facie invalid. The defendant pointed 
out that the licensor had no control over the internal management 
of defendant and was unable to control defendant’s operation of 
the licensed studio. However, the Court dismissed this argument 
as involving “numerous factors with which the licensor has no 
concern.” Thus, the control must be over the nature and quality 


42. Arthur Murray Inc. v. Horst, 110 F. Supp. 678, 43 TMR 501 (1953, D.C.D. 
Mass. ). 
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of the goods or services identified and distinguished by the mark. 
Since the aRTHUR MURRAY mark identified services relative to danc- 
ing instruction, the control properly was over the dance instruc- 
tions. Such items as finances, leases, business organization, had 
no bearing on the service mark, and were rightfully of no concern 
to the licensor. 

A similar licensing program is mentioned in the Stauffer case, 
which case involved a jurisdictional issue. In that case, Stauffer 
had developed a special apparatus and method for giving thera- 
peutie treatments of passive exercise. Stauffer gave these treat- 
ments and licensed others to operate places of business under the 
STAUFFER mark, where such treatments would be rendered under 
plaintiff’s supervision and control. Plaintiff trained the operators 
of the licensed places of business in the method of rendering the 
treatments, and plaintiff also provided the necessary special ap- 
paratus.** Such controls would certainly seem sufficient to guar- 
antee genuineness and uniformity of the services rendered. 

Although the licensor must be the controlling party, the li- 
censor may validly delegate to a third party the duty to see to it 
that the licensee adheres to certain standards. In Crown Fabrics 
Corp. v. American Viscose Corp.** the licensee was permitted to 
use the crown marks in connection with fabrics which it produced 
from yarn purchased from the licensor. However, the license pro- 
vided that the goods must be approved by the Better Fabrics Test- 
ing Bureau, Ine. In addition, licensor retained the sole control “. . . 
over the purchasing, wording, form and using of all labels, stickers, 
tags, or other kinds of identification, ete.” The agreement was 
eancelable on one day’s notice by either party. The Court upheld 
the license and the licensor’s claim to the licensed marks. 


Careful Selection of Licensee 


It is generally accepted, as mentioned, that the licensee’s con- 
trol is not sufficient—it must be the licensor’s control. However, 
where it can be shown that the licensor has used extreme care in 
the selection of his licensee, there has been a tendency to consider 
such action as a definite step towards adequate control. In one of 
the FRUIT OF THE LOOM cases,* it was pointed out that plaintiff had 


Stauffer v. Exley, 184 F. (2d) 962, 40 TMR 960 (1950, C.A. 9). 
145 F. (2d) 246, 34 TMR 376 (1944, CCPA). 
B B & L Knight v. W. L. Milner Co., 283 F. 816, 13 TMR 8 (1922, D.C.N.D. 
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a valuable trademark for cotton piece goods, and had used the 
mark on such goods for over seventy years. Plaintiff did not 
manufacture clothing, but did permit various third parties to use 
the mark on clothing. Plaintiff selected only reliable manufac- 
turers of high standing to use its mark on clothing, on the con- 
dition that such manufacturers join with plaintiff in guaranteeing 
not only the quality of the goods, but the workmanship, design, 
and reliability of the finished article. Such users of the mark 
were obligated to refund the purchase price of the clothing if the 
ultimate user, for any reason, was dissatisfied with the article. 
The validity of the license was not questioned, other than as a 
restraint of trade, and the court merely assumed without comment 
that the controls exercised by plaintiff were sufficient to warrant 
recognition of the license as valid. 

The “careful selection of a licensee” principle has its greatest 
use when the licensor licenses the mark for use on goods in con- 
nection with which the licensor has never used the mark. In many 
of these instances, the licensor has no knowledge or experience in 
the field for which the mark is licensed, and looks to the licensee 
to supply such knowledge and experience. This is a problem of 
frequent consideration for marks that have achieved a strong con- 
sumer appeal as a result of unusual circumstances. As, for ex- 
ample, marks arising from the entertainment field. Thus we have 
witnessed the extensive use of DAVY CROCKETT, WYATT EARP, CAPTAIN 
KANGAROO, and MICKEY MOUSE. It is a source of constant amaze- 
ment, and of envy by other manufacturers that the application of 
such a mark to a product will automatically create demand for 
that product.* 

The commercial facts-of-life in such situations are that any 
product bearing the mark will sell. Accordingly, the mark has a 
very real potential value as applied to such goods—whether or 
not wYATT EARP, for example, has ever been used by its owner in 
connection with balloons, soda pop, or what have you. 

The law permits the owner of the mark to license the use of 
that mark for a variety of unrelated goods. But, nevertheless, 
the sales attractiveness of the mark does not permit carelessness 
in its use, or licensing.*’ 








46. Wyatt Earp Enterprises Inc. v. Sackman, Inc., 116 USPQ 122, 48 TMR 596 
(1958, D.C.S.D.N.Y.). 

47. It is interesting to recall that in the DAVY CROCKETT situation there were two 
unrelated “owners” of the mark that were extensively licensing its use—namely, 
Schwartz in Baltimore who claimed ownership of an old registration, for hats, and 
Walt Disney who popularized the mark by his motion picture and song. However, 
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In one of the Lone Ranger cases** it was pointed out that 
plaintiff authorized third parties to use the mark in connection 
with various wares: 


“In every case where licenses have been granted the Plain- 
tiff has exercised strict and continuous supervision so that its 
aims and objectives of promoting law, good morals, and safety 
may not be interfered with, and so that the high standard of 
quality and excellence of its product may be maintained.” 
(Page 192, 38 TMR at 893.) 


x x: a * 


“The only time the Plaintiff authorizes the appearance of 
a person aS THE LONE RANGER at places outside the city 
of Detroit, is on occasions of great importance, and then only 
under Plaintiff’s direct supervision and control, the agreement 
permitting the second party to advertise in a limited way.” 
(Page 193, 38 TMR at 894.) 


) 


The Roy Rogers case* involved the interpretation of a con- 
tract in which Rogers had reserved the right to use his name, 
voice, or likeness for advertising, commercial purposes. The Court 
of Appeals held that this did not preclude Republic from selling 
Rogers’ movies for use on commercially sponsored television pro- 
grams. However, of interest here is the fact that the Court ob- 
served that Rogers “. . . has gone to great lengths and taken 
considerable pains in the matter of controlling the products with 
which his name was connected.” °° 

An illustration of the “careful selection of the licensee” prin- 
ciple is the Howard Johnson case. This case involved an action 
to require defendant to desist from the use of the HowaRD JOHNSON 
name. Mrs. Rust, defendant’s predecessor, was informally given 
the right to use the HowaRD JOHNSON name at a restaurant in 
Falmouth, Massachusetts. Mrs. Rust apparently had operated a 
full-fledged Howarp JoHNSoN franchised restaurant in Medford. 








“within a few months after the release of Walt Disney’s motion picture production 
of ‘Davy Crockett,’ hundreds of applications were filed by as many applicants to 
register DAVY CROCKETT.” Ex parte Crockett Seafood, Inc., 114 USPQ 508, 48 TMR 97 
(1957, Com’r). Although many actions were filed for infringement of the mark, there 
has been no reported decision and consequently the courts did not have the opportunity 
to pass on the validity of the licenses. 

48. Lone Ranger, Inc. v. Currey, 79 F. Supp. 190, 38 TMR 891 (1948, D.C.M.D. 
Pa.). 

49. Roy Rogers vy. Republic Productions Inc., 41 TMR 1073 (1951, D.C.D. Cal.) ; 
reversed, 101 USPQ 475; cert. den. 103 USPQ 425. 

50. 41 TMR 1073, 1077. 

51. Howard D. Johnson Co. v. Robbins Light Inc., 91 USPQ 276, 42 TMR 57 
(1951, Mass. Sup. Jud. Ct.). 





Vol. 50 T. M.R. SINE QUA NON OF VALID TRADEMARK LICENSE 119 


In 1938 she contacted Howard Johnson and advised that she had 
just bought a restaurant in Falmouth to be operated by her mother 
and father. It was a summer-type location and she merely wanted 
to sell ice cream and other related products. She did not want a 
full-fledged HowarD JoHNsoN franchise. Plaintiff gave her per- 
mission to use the HOWARD JOHNSON name and even supplied her 
with a sign, and it was agreed that Mrs. Rust would buy all of 
her dairy products from plaintiff. Howard Johnson, President of 
plaintiff, testified that he gave this oral permission to Mrs. Rust 
since he knew her to be trustworthy and capable by reason of her 
successful operation of the Medford restaurant. He told her that 
she could use the HowaRD JOHNSON name in Falmouth until such 
time as it would conflict with any operations that he might insti- 
tute in that area. This action was instituted because in 1949 
plaintiff set-up a restaurant within a half a mile of Mrs. Rust’s 
successor, the defendant. Defendant had taken over in 1947— 
nine years after Mrs. Rust started the summer operation in Fal- 
mouth. The plaintiff gave notice to Mrs. Rust in 1949 of its 
intention to set-up the new restaurant and at that time refused 
to sell its products to defendant. 

The entire case turned on the question of whether or not the 
grant to Mrs. Rust was terminable at will. Plaintiff contended 
that defendant acquired no rights, as Mrs. Rust’s suecessor, to use 
the HOWARD JOHNSON name. The Court agreed. The Court did not 
mention in its opinion whether or not plaintiff exercised any con- 
trol over Mrs. Rust’s use of the HowaRD JOHNSON name in the 
Falmouth restaurant, although it appears certain that she did 
purchase the ice cream and dairy products from plaintiff. 

The court did not refer to the problems and duties inherent 
in any trademark license. It would seem that even though it might 
have been clear that plaintiff did not intend to grant Mrs. Rust 
an unlimited license, plaintiff might have lost its rights to the 
mark in that area for failure to control the use of the mark. The 
confidence that plaintiff may have had in Mrs. Rust would not 
explain defendant’s unlicensed, uninhibited and presumably per- 
mitted use of the mark for two years (from 1947 to 1949), until 
plaintiff set up a competing business in the area. Nevertheless, 
the Court ignored the fact that plaintiff had a duty to know its 
licensee.” 


52. Illini Dairy Queen v. McCullough’s Dairy Queen, 115 USPQ 18, 20 and 21, 
48 TMR 197 (1957, Com’r). 
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Another example of this principle is the KENwoop clothing 
°S Defendant was the owner of the KENwoop mark for high 
quality woolen cloth which it manufactured. It did not manufac- 
ture clothing but entered into an informal type of agreement 
whereby plaintiff would buy defendant’s cloth, use it in the manu- 
facture of suits, and apply the mark to the finished goods. After 
six months defendant sought to cancel the agreement and plaintiff 
instituted this action to enjoin defendant from canceling and 
thereby to retain for itself the right to use the mark. Defendant 
was found entitled to cancel the agreement. Although the Court 
did not refer to the question of control in its lengthy decision, 
this case is frequently considered as a “careful selection of li- 
censee” case since it was clear from the decision that the finished 
goods on which plaintiff used the mark were expensive (and pre- 
sumably of high quality). 

It gives pause for consideration that neither in the HowarRD 
JOHNSON case nor in the KENWoop ¢ase did the courts specifically 
refer to control. (However, it must be acknowledged that both 
‘ases were treated by the courts as fundamentally contract issues.) 
The fact that Mrs. Rust may have sold genuine HowaRD JOHNSON 
ice cream, and that Freeman used genuine KENWoop cloth, should 
not relieve the owners of the marks from exercising at least a 
minimum of control over use of the mark—despite the fact that 
the respective licensees were carefully selected. Although one 
cannot make a silk purse out of a sow’s ear, conversely, it is 
absurd to hold that the mere use of silk by a “selected” licensee 
will guarantee that the finished product will be of any certain 
standard, much less fit for a queen. 

It is believed that the need for control may vary, and the 
extent of control may also vary, depending upon the nature of 
the goods and the care used in the selection of a licensee. Indeed, 
the careful selection of a licensee may relieve, in part, the need 
for control. However, neither the nature of the goods nor the 
selection of a licensee is a valid substitute for control. 

In the ease of Circus Foods, Inc. v. Frank Herfort Canning 
Co.** Mrs. Leeds, after dismissing the opposition, said: 


ease. 


‘Registration is refused on the additional ground that the 
record shows that Circus Foods has permitted another (Sar- 








53. H. Freeman §& Son v. Huyck § Son, 7 F. Supp. 971, 24 TMR 282 (1934, D.C. 
N.D.N.Y.). 
54. 110 USPQ 501, 504, 46 TMR 1567, 1571 (1956, Com’r). 
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geant’s Concentrates Inc.) to use the word circus on frozen 
citrus juice and concentrates processed by such user, label 
such products with its own labels, and sell, promote and ad- 
vertise such products under its own name without any control 
whatsoever by Circus Foods over the quality of the products 
sold under the mark. Such actions by Cireus Foods are highly 
likely to add further confusion and mistake of the public.” 


Notwithstanding the HowaRD JOHNSON and KENWOOD cases, if 
Circus Foods processed the concentrates and sold them in bulk 
form to the licensee for packaging, this would not relieve Circus 
Foods of the obligation to exercise at least a minimum control 
over the packaging—for, there is many a slip twixt eup and lip— 
when goods are for human consumption.*° 


Parent—Subsidiary and Similar Relationships 


There is little doubt that the majority owner of a company 
ean control that company if he wants to do so. In many companies 
wherein the ownership is widely distributed, control may be effected 
with substantially less than majority ownership of the outstanding 


shares. However, the ability to control certainly does not ipso 
facto mean that control is exereised. It is recognized that under 
most circumstances a holder of a controlling interest in a company 
normally is going to exercise at least minimum controls in order 
to protect his interest. However, what the “reasonable man” might 
do is not the issue when it comes to use of a mark by a third party. 
Care must be taken to see to it that the public is not defrauded. 


A diseussion on this point might best start with a considera- 
tion of the U. S. Steel Case.** In that case the applicant was solely 
a stock holding company, and applicant sought to register a mark 
used by its subsidiaries. Applicant was neither a manufacturing 
nor a selling corporation. It did not “use” the mark but merely 
owned a majority interest of the outstanding stock of the users 
of the mark. Assistant Commissioner Frazer said at page 146: 

“It is, of course fundamental in the law of trademarks 
that property rights therein are created exclusively through 
their use in commerce by the proprietor.” 


* * * ¥ 








ef. fn. 31 and 35. 
Ex parte United States Steel Corp., 23 USPQ 145, 24 TMR 598 (1934, Com’r). 
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“Applying these rules to the situation here disclosed, it 
becomes at once apparent that applicant can claim no owner- 
ship in the trademark which it seeks to register, unless by 
virtue of its alleged ownership of the assets and goodwill of 
the subsidiary corporations employing the mark in trade; and 
this of course depends upon the effect to be given its owner- 
ship of the majority or all of the stock interest of said sub- 
sidiaries. On this point counsel has cited no authorities, but 
have rested their case on the bald assertion that ownership 
of the stock constitutes complete ownership of the corpora- 
tions and all that is theirs. 

I am clearly of the opinion that this contention is un- 
sound.” 


Mr. Frazer then went on to point out that if the stock of 
the corporation were held by 100 persons, the use of the mark 
by the corporation would not inure to the benefit of those hun- 
dred persons. Similarly, if the stock of those hundred persons 
were owned by one person, he reasoned that the use by the cor- 
poration would not inure to the benefit of that one person. Mr. 
Frazer then said at page 147 (24 TMR 598): 


“T am thus convinced that applicant’s ownership of part 
or all of the capital stock of these corporations does not vest 
in it any property rights whatsoever in the trademark used 
by the latter. Each of them is a separate legal entity regard- 
less of who owns its stock; and the mark it employs, through 
use in commerce, becomes its property and not that of its 
stockholders. It necessarily follows that applicant has no 
right to register the mark, such right being by statute re- 
stricted to the owner thereof.” 


It is thus seen that the Patent Office’s view of the matter was 
that unless the applicant actually was “‘the owner—that is, actual 
user—of the mark, it could not register the mark—despite the fact 
that its majority owned subsidiaries were using the mark. The 
fact that the applicant “owned and controlled” such subsidiaries 
did not affect the matter in the least. 

The foregoing case, probably more than any other single mat- 
ter, prompted the insertion of the “related company” provisions 
in the Trademark Act of 1946.°° Under the present Act the result 
of the U. S. Steel case would have been different since it was clear 


57. cf. fn. 23 for quotations from Sec. 5 and 45 of the Act. 
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that the applicant actually controlled the subsidiaries and thereby 
would be entitled to the benefits of Sections 5 and 45 of the Act. 
Assistant Commissioner Leeds recently said: 


“Section 5 of the statute did not, and was not intended 
to, change the decisional law concerning use as established in 
such cases as B. B. & R. Knight, Inc. v. W. L. Milner & Co., 
283 F. 816 (13 TMR 8) (N.D. Ohio, 1922); Coca-Cola Co. v. 
Bennett, 238 F. 513 (7 TMR 159) (C.A. 8, 1916); and Keebler 
Weyl Baking Co. v. J. S. Ivins’ Son, Inc., 23 USPQ 21 (24 
TMR 161) (E.D. Pa., 1934). It did, and was intended to, 
change the decisional law concerning registration as estab- 
lished in Ex Parte United States Steel Corporation, 23 USPQ 
145 (24 TMR 598) (Com’r, 1934). It did not, and was not in- 
tended to, change, the concept of trademarks, nor was it 
intended to establish a system of unlimited “licensing” or 
“franchising” of trademarks comparable to patents. See House 
Hearings on HR 9041, 75 Cong., 3d Sess. (1938), pp. 134-1387; 
House Hearings on HR 4744, 76th Cong., Ist Sess. (1939), 
pp. 57-60; Senate Hearings on HR 82, 78th Cong., 1st Sess. 
(1944), pp. 27, 92-98, 147-151.” 


Common ownership of the owner and of the user of the mark 
is sometimes considered as a strong indication that control is 
actually exercised. In the Finchley case an Illinois corporation 
was affiliated with the plaintiff, a New York Corporation, in that 
they had some common officers and directors and some of plain- 
tiff’s officers had considerable financial investments in the Illinois 
corporation. The inter-corporate relationships fully evidenced 
control and consent of use of the mark. The Court observed at 
pages 96 and 97 (28 TMR at pages 407 and 408): 


“But little need be said in discussing the ‘lack of clean 
hands’ argument advanced for defendants, because it appears 
that the plaintiff licenses the use of the trademark FINCHLEY 
to a manufacturer of men’s hats, as to which the testimony 
indicates that certain standards of quality must be maintained. 
How the defendant can be affected by such a circumstance is 
not made to appear; nor is it thought that any fraud upon 
the public is thereby involved. If a trademark were not valu- 
able, no one would seek a license to employ it, and the plain- 
tiff’s testimony is that these hats are manufactured after the 


58. Ez parte C. B. Donald Co., 117 USPQ 485, 487, 48 TMR 1028 (1958 Com’r) ; 
affirmed 122 USPQ 401, 49 TMR 768; petition for rehearing denied 122 USPQ 535. 
59. Finchley, Inc. v. George Hess Co., 24 F. Supp. 94, 28 TMR 404 (1938, D.C.E.D. 
N.Y.). 
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quality has been passed on by the plaintiff, as well as the 
models and styles, and it is apparent that the same hats which 
are sold in plaintiff’s stores under its trademark are sold in 
other places by the manufacturer under the same trademark, 
pursuant to a license agreement. 

The second charge of fraudulent conduct is that the 
plaintiff’s advertising is misleading, in that the connection 
with the Chicago retail store is not accurately stated. The 
business relations between the two establishments are not at 
issue in this case, but nothing in the testimony suggests a 
reason why the affiliation between them should be regarded 
as other than a legitimate and business-like arrangement, 
entirely inadequate to afford sanctuary to these defendants.” 


It should be noted that there is no indication of any parent- 
subsidiary relationship in the Finchley case, or of any formal 
license agreement between plaintiff and the Illinois corporation. 

The recent Clover Farm ease® lends further support to this 
rule. In that case application was filed to register CLOVER FARM 
stores and design for insurance services. The applicant was en- 
gaged in rendering advisory and consultant services and furnish- 


ing advertising services in connection with operation of food stores 
affliated with applicant known as CLOVER FARM STORES. Applicant 
was not authorized either by its charter or by State law to engage 
in insurance underwriting. However, applicant arranged negotia- 
tions with an insurance company on favorable terms, since the 
stores operating in accordance with applicant’s programs consti- 
tuted a select class of insurance risks. The underwriting was done 
through the insurance company by a mutual group known as Clover 
Farms Mutual Underwriters and 3 stockholders of applicant con- 
stituted 3 of the 7 directors of Clover Farm Mutual Underwriters. 
These stockholders by virtue of their directorship were also duly 
elected directors of the insurance company. 
Relative to the insurance services Mrs. Leeds held that: 
“... the mark also identifies and distinguishes the insurance 
underwriting services ... sinee it appears that the services 
of ... (the insurance company) ... are sufficiently controlled 
and directed by applicant—through common officers and 
through common safety programs of applicant’s affiliated food 
stores, all of which are directed by applicant. It appears that 
the mark presented for registration serves numerous iden- 
tifying and distinguishing functions . . . (among which) it 





60. Ex parte Clover Farm Stores, 118 USPQ 110, 111, 48 TMR 1419 (1958, Com’r). 
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identifies the fire insurance services supervised by applicant 
and performed under a plan negotiated by applicant on be- 
half of its affiliated wholesalers and stores.” 


In considering the effect of common ownership in trademark 
license situations, it should be kept in mind that the fact that a 
person is the “principal” and “controlling” shareholder and is an 
officer of a corporation, and that he controls the goods on which 
the corporation uses the mark, does not make him the owner of 
the mark and the corporation his related company.” 

In the Pure Oil case, as pointed out above,” the Assistant 
Commissioner required the applicant to submit evidence tending 
to show the manner in which it controlled its franchised dealers 
and independent dealers, but she did not make any such require- 
ment as to the subsidiaries of applicant that also used the mark. 
Apparently she felt that in that instance the parent-subsidiary 
relationship not only indicated control, but that such control was 
sufficient to warrant the holding of the existence of a related 
company relationship. (No facts were stated for this feeling). 
This is dramatie witness to the change from the U. S. Steel case 


in 1934 that Section 5 wrought on the question of registrability. 


In the Browne-Vininer case® involving the trademark MumMM 
for wine, the French Société assigned the mark to Browne-Vintner 
who assigned it to the New York Société, the present owner of 
the mark, who gave Browne-Vintner an exclusive license to import 
and sell champagnes under the Mumm marks. The New York 
Société did not import or sell champagne, but had complete au- 
thority and responsibility to determine the quality of the cham- 
pagne to be imported, the advertising of it by Browne-Vintners, 
and the disposition of complaints. The court pointed out that the 
New York Société was a wholly owned and completely controlled 
subsidiary of the French Société. Furthermore, the same officers 
conducted both corporations. The Court in pointing out that both 
of these corporations, as well as the exclusive licensee, had suf- 
ficient interest to maintain an action for infringement, said at 
page 489 (48 TMR at 37): 





61. Smith v. Coahoma Chemical Co., 121 USPQ 215, 49 TMR 1317 (1959, CCPA) 
see also Ex parte Alexander, 114 USPQ 547, 48 TMR 113 (1957, Com’r). 

62. Cf. quotation on page 109. 

63. Browne-Vintners Co. v. National Distillers Corp., 114 USPQ 483, 48 TMR 28 
(1957, D.C.S.D.N.Y.). 
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“Indeed the former appears to be, for all’practical purposes, 
merely an American office or department of the latter. It is, 
in any event, a related company under Sec. 45 of the Lanham 
Act. And under See. 5 of that Act either Société may register 
the marks and either may use them without affecting their 
validity or the validity of the registrations provided the public 
is not deceived thereby.” 


In addition to the foregoing examples of ownership and con- 
trol, the OLDE TOWNE LAMPLIGHTER case™ shows that the use of a 
mark by a partnership may inure to the benefit of one of the sole 
partners. 

An unusual variation to the customary parent-subsidiary use 
of a mark is shown in the Keebler Weyl case involving the cLuB 
CRACKER mark for soda crackers.® In this case plaintiff, the owner 
of the mark, was one of seven wholly owned subsidiaries of United 
Biscuit Company of America, a holding company. With plaintiff’s 
consent some of the seven other subsidiaries produced similar 
crackers under the trademark cLUB cRACKER and packaged them 
in cartons bearing a design similar to plaintiff’s design but bearing 
the respective subsidiary’s name. Not only did plaintiff consent 
to this use but it sent one of its employees to the other factories 
to show them how to manufacture the product. The Court said at 
page 214 (24 TMR at 167): 


“,.a trademark is not a right in gross and cannot be assigned 
independently of the business . . . The question is whether 
the assignments have destroyed the association in the public 
mind between the plaintiff’s goods and the name, upon which 
the trademark right depends.” 


* * * * * 


“The use of a trademark does not any longer necessarily 
import that articles on which it is used are manufactured by 
the user but it may be enough that they are manufactured for 
him, that he controls their production or even that they pass 
through his hands in the course of trade and that he gives 
to them the benefit of his reputation and name or business 
style. Nelson v. J. H. Winshield & Co., 203 Mass. 75. An 
article need not be actually manufactured by the owner of 
the trademark it being enough that it is manufactured under 


64. E. F. Prichard Co. v. Consumers Brewing Co., supra. 
65. Keebler Weyl Baking Co. v. J. 8. Ivins’ Son, 7 F. Supp. 211, 24 TMR 161 
(1934, D.C.E.D. Pa.). 
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his supervision and according to his directions thus serving 
both the right of the owner and the right of the public. 
Coca-Cola Company v. State (Tex. Civ. App.) 225 S. W. 791. 

I see no imposition upon the public, no abandonment, and 
no other element which impairs a trademark when the cor- 
poration which owns it, which in turn is owned by a general 
control, permits other corporations under the same general 
controls to use the mark upon an identical product which 
they produce in accordance with the owner’s directions and 
instructions.” 


Quite obviously, the fact that the owner of the mark and the 
users thereof were all subsidiaries of a parent company which 
controlled them, was not critical. This was merely a second string 
to the bow because the owner of the mark actually exercised con- 
trol over the users. It would be an entirely different problem if 
there was no actual control by the owner, and the only control 
that was present was by the parent over each of the subsidiaries. 
Query: Would the control by the parent over each of the sub- 
sidiaries, in the absence of control by the “owner” of the mark, 
be sufficient to sustain such use as a licensed use? If we proceed 
on the theory that every corporation is a separate entity and 
there is no direct inter-corporate relationship as between the sub- 
sidiaries, it would seem difficult to sustain such use. The problem 
differently stated might be: Is a subsidiary corporation that is 
controlled by a parent corporation “related” to another subsidiary 
corporation of the parent, under the terms of Section 45 of the Act? 


License of Trademark Incident to Grant of a Patent License 


A trademark is occasionally licensed incident to the grant of 
a patent license, and in doing so particular care must be taken 
lest the trademark be lost in the shuffle. 


Two old cases® present an interesting basis for thought in 
such a license. In both of these cases the licensee was to manu- 
facture the goods in accordance with certain specifications or 
standards, those being the structure of the patent or application. 





66. No effort is here made to consider the complexities of such a license and the 
possible deleterious effects of creating in the minds of the public that the mark is 
actually the name of the patented article. Single Mfg. Co. v. June Mfg. Co. (1896), 
163 U.S. 169. 

67. Adam v. Folger, 120 Fed. 260 (1903, C.C.A. 7), and Hoffman v. Kuppenheimer, 
183 Fed. 597 (1910, D.C.N.D. Ill.). 
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In the Adam case the licensee adopted a new structure and, over 
a year after the licensor found out about it, the licensor canceled 
the license; in the interim the licensee had used the mark on the 
new structure. In both the Adam and the Kuppenheimer case the 
court held that if the patent license was terminated, the license 
to use the trademark was also terminated and the licensee must 
desist from such use. In both of these cases the court, either 
erroneously or otherwise, said that trademark indicated that the 
goods were manufactured in accordance with the patent, rather 
than the skill or workmanship of the maker. The courts just 
assumed that if the goods were to be manufactured in accordance 
with the patent, the license was valid. Obviously if such were the 
law, then the exclusivity or trademark monopoly would expire with 
the patent when the public would be free to make goods under 
the patent. 

It seems apparent that the mere fact that a licensee may 
manufacture strictly in accordance with the patent or application, 
is only an assurance that the goods are of a certain nature—not 
that they are of a certain quality. 


Controls and Standards for Licensee’s Use of Mark 


The “bottling” cases* provide one of the best examples of 
full “sea-going” license situations that have weathered many 
storms. The Bennett case illustrates many of the controls taken 
by the makers of coca-coua. In that case the licensor set the stand- 
ards for the product which was to be bottled; all plants were sub- 
jected to a system of inspection and supervision, to ensure a 
sanitary and wholesome product; inspectors, required to make 
reports, took samples of the product both before and after the 
syrup had been mixed with the carbonated water; the inspectors 
were equipped with gas test gauges, hydrometers and other in- 
struments, to enable them to determine whether or not the product 
was being bottled in accordance with instructions; other instru- 
ments were used to test each machine, to determine whether the 
machine was throwing the proper amount of syrup into each bottle; 
the samples taken were chemically examined, and any necessary 
changes were prescribed; when necessary, a chemical expert and 





68. Brosious v. Pepsi-Cola Co., 155 F. 2d 99, 36 TMR 147 (1946, C.A. 3); Coca- 
Cola Co. v. Bennett, supra; Coca-Cola Co. v. J. G. Butler & Sons, supra; Coca-Cola Co. 
v. Coca Cola Co., 269 F. 2d 796, 11 TMR 134 (1920, D.C. Del.) ; Crown Beverage Corp. 
v. Nehi, 83 USPQ 143, 39 TMR 939 (1949, N.Y. Sup. Ct.). 
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a member of an advisory board made personal investigations; 
the water was chemically tested; the sanitation of the plant was 
inspected; the amount of carbonic acid gas used was checked; 
cooling plants were prescribed; ete. Similar standards apparently 
are followed by others in the industry. 

The Manischewitz case® provides another excellent example 
of controls over the licensee’s use of the mark. 


“Among others, some of these conditions were: The license 
was restricted to the continent of North America for a lim- 
ited period of time; Plaintiff was to designate a Rabbi or 
Rabbis to supervise all the processes at Food Canners’ ex- 
pense; the selling price was to be in accordance with all regu- 
lations in effect and in line with competitive prices; all food 
products were to be of the first quality and substantially like 
samples submitted to the plaintiff; at Food Canners’ expense, 
plaintiff could designate inspectors to make reports on the 
preparation and ingredients used in preparing the food prod- 
ucts; advertisement and labels for such products were to be 
approved by plaintiff; rights under the agreement were not 
assignable without plaintiff’s consent; agreement to terminate 
immediately upon Food Canner’s bankruptey or assignments 
of its assets for benefit of creditors; under certain terms, the 
agreement could be extended for a period of four years; and 
the terms of the agreement were to be construed under the 
laws of the State of New York.” 


The standards established by the licensee in some instances 
might loosely be characterized as a part of ‘‘Know-how”. This 
is seen most frequently in those instances wherein the licensor 
goes into the plant of the licensee and shows the licensee how 
to make the product at the same time establishing his standards 
as to the nature and quality of the goods. In the cLUB CRACKER 
case”, the licensor’s employees went into the licensee’s factories 
to show them how to manufacture the product. It is evident that 
each of these licensees was a capable bakery and undoubtedly 
eould follow any recipe given them. However, since two people 
following the same recipe normally will not have finished bakery 
products of the same texture, and although the products may 
generally be of the same quality, they will not be uniform as to 
the finer aspects of quality, it was necessary for the licensor to 





69. Manischewitz Food Prod. v. Rosenberg, 39 TMR 231 (1949, D.C.E.D. Pa.). 
70. Keebler Weyl Baking Co. v. J. 8. Ivins’ Son, supra. 
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go right into the licensees’ factories to impart the secrets of know 
how. In this way uniform quality would be assured. 

Arthur Murray accomplished the same purpose by requiring 
that all of the dance instructors be trained in the Arthur Murray 
method.” In the Stauffer case the licensees’ operators were ac- 
tually trained by the licensor and the licensor provided the special 
apparatus.” Fisk, on the other hand, did not establish any stand- 
ards and merely endeavored to control superficial matters that 
were not germane from a trademark standpoint—and in doing 
so lost his trademark.” 


Another common method used to set the standards is to give 
the licensee a specimen of the licensor’s product which is sold 
under the mark by the licensor. The licensee is then advised that 
the product on which he uses the mark is to be at least equal in 
quality to licensor’s specimen product. 


Probably the most common standards are those which relate 
to what we might call “formulation.” The licensor is told that 
the ingredients or components of the finished product must be of 
a certain specific quality or character.” 


The cELANESE” and the sunxkist” cases are favorite authorities 
in the field of trademark licensing. Although neither of these cases 
discussed the specific standards of the licensor or the controls exer- 
cised by him, the cases are pertinent to the present discussion. 
The former case involved an action by DuPont for cancellation of 
registration of CELANESE as trademark, defendant had licensed its 
mark to American Aniline Products, Inc. This was a “non-exclusive 
non-transferable and personal license” to use the trademark on 
specific dye-stuffs. The Court noted at page 486 (38 TMR at 668) : 


“It further appears from the license agreement that it was 
agreed that the trademark should be employed by American 
Aniline Products, Ine. ‘to designate only such dye stuffs which 
shall in quality be up to such standard as may be fixed or 
approved by the party of the first part and that for the pur- 
pose of ascertaining the quality of said dye stuffs,’ appellee 
(defendant) ‘shall through such agents or representatives 


71. Arthur Murray Inc. v. Horst, supra. 

72. Stauffer v. Exley, supra. 

73. Everett O. Fisk & Co. v. Fisk Teacher’s Agency, supra. 

74. Smith v. Dental Products Co., 140 F. 2d 140, 34 TMR 78 (1944, C.A. 7). 

75. DuPont de Nemours g Co. v. Celanese Corp., 167 F. 2d 484, 38 TMR 666 
(1948, CCPA). 

76. California Fruit Growers Exchange v. Sunkist Drinks, 3 F. Supp. 496 (1933, 
DGS.D. N.X.). 
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as it may designate, have the right to inspect and test from 
time to time, such dye stuffs before they are offered for sale’; 
that American Aniline Products, Ine., might publish in eir- 
culars or other advertising in connection with the sale of dye 
stuffs ‘to the effect that such dye stuffs are designed (sic) 
by’ the trademark ceLaNegseE until such time as the right granted 
herein has not been terminated’. . .” 


The Court held that defendant had established a satisfactory 
standard and had retained in itself right of control. The Court 
said at page 489 (38 TMR at 672): 


“It is well settled that the owner of a trademark may license 
its use to another and others so long as such agreements are 
not merely naked license agreements.” (Cases cited) 


This case came before the Court of Customs and Patent Ap- 
peals on an appeal in a cancellation proceeding. The Examiner 
of Interferences granted defendant’s motion to dismiss plaintiff’s 
petition to cancel, and the Commissioner of Patents affirmed. 
Inasmuch as the case was merely considered on the products of 
defendant’s motion to dismiss the petition, there were no proofs 
offered, at least so far as the record shows, that the control of 
which the Court spoke so highly was ever exercised. It was 
admitted in several places that American Aniline, defendant’s 
licensee, had improvidently used the mark in advertising. How- 
ever, the record leaves it to speculation as to whether or not 
the licensee had in fact restricted use of the mark to goods 
which met the standards of the licensor. 

In the sunxkist case plaintiff “adopted as a trademark the 
word suNkKIstT in marketing citrus fruits throughout the country, 
and established rigorous standards of quality for all sold under 
that brand.” About 17 million dollars had been spent in adver- 
tising and sales had been approximately 100 million dollars 
annually. In consequence, this became “one of the best known 
trademarks in this country, and in the public mind stands for 
citrus fruits of uniformly high quality, though of the California 
variety.” (page 496). Defendant used the trademark suNKIsT 
on carbonated drinks, some of them which were citrus flavored 
sodas. No question of the validity of plaintiff’s licensing program 
is discussed apart from the mere comment that “The fact that 
plaintiff has permitted another concern to market an orange drink 
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under the word sunkist in another territory and under strict su- 
pervision and regulation is immaterial.” (page 497). Defendant 
was enjoined from using SUNKIST in a manner which might cause 
confusion with plaintiff’s products. 

Product improvement frequently requires that the licensor 
vary the standards in order to keep up with or ahead of the market. 
This may be provided for in the license agreement by specifying 
that the licensee will alter to such other standards as the licensor 
may from time to time establish.” 

As previously mentioned, the fact that the government has 
certain regulations governing various products is no substitute 
for the standards and controls required of the licensor.” 

Furthermore, the fact that the licensor’s standards may be 
unreasonable and unnecessary, and the further fact that the 
licensee can make goods of like quality by deviating from the 
licensor’s standards, does not relieve the licensee of the obliga- 
tion, to adhere to such standards.” 


Inspection and Maintenance of Control 


The mere establishment of standards for the licensee to follow 
obviously is not sufficient. In order for a license agreement to 
be valid and binding, there must be active exercise of control to 
make certain that the licensee’s goods conform to the standards. 
Without actual control the mark will not be a guarantor of any 
certain quality and the public will be defrauded. Accordingly, 
without actual control there cannot be a valid trademark license. 

There are probably as many different methods for exercising 
control as there are licensors. Some of these methods have already 
been mentioned. In the ceLANrse case DuPont had “the right to 
inspect and test” the dyestuffs; Manischewitz designated Rabbis 
“to supervise all the processes,” also inspectors were designated 
to make reports; the FRUIT OF THE LOOM licensees had to join in 
the licensor’s guarantee; the parent-subsidiary and other owner- 
ship relationships maintain control by common officers and per- 
sonnel, ete.; the bottling licensors constantly inspect and test the 
licensee’s products; Crown Fabrics maintained control by re- 
quiring that the licensees purchase fabric from the licensor and 


7. Smith v. Dental Products Co., supra. 
8. Baxter Laboratories, Inc. vy. Don Baxter Inc., supra. 
79. Bancroft § Sons Co. v. Shelley Knitting Mills, 119 USPQ 463, 49 TMR 412 
(1958, D.C.E.D. Pa.). 
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by requiring that the finished product be approved by an inde- 
pendent testing bureau; and in the sunBEAm bread case, Quality 
Bakers of America (QBA) made its licensees take a pledge to 
follow certain practices, and in addition, QBA actually sent in- 
spectors into the licensees’ bakeries. 

The following “conclusion” of the Seventh Cireuit Court of 
Appeals in the Smith case is worth comment: 


“It is sufficient to observe that the trademarks, even in the last 
agreement, are referred to as those of the Plaintiff and that 
he retained well near absolute control over the manner of 
advertising, manufacture and sale of the products involved, 
as well as the manner in which his name and his mark might 
be used in connection therewith. Furthermore, there is proof 
to the effect that Plaintiff, as was his right under the agree- 
ments, spent a considerable amount of time at defendant’s 
plant, at least until the year 1930. On some occasions, he was 
there regularly for a week or a month at a time. While the 
record is somewhat deficient in describing the services actually 
performed by him, it is reasonable to conclude that he was 
exercising his rights as provided for in the agreements, in 
connection with the manufacture and sale of Dental products 
made according to his formulas and sold under his name and 
trademarks.” (emphasis supplied)*° 


In view of the fact that Smith retained well near absolute 
control over the manufacture of the products, the Court was prob- 
ably correct in concluding that it was “‘reasonable to conclude” that 
Smith actually exercised control. However, since control is a fun- 
damental element to the case-in-chief in a contested case, the con- 
elusion in the Smith case should rarely be made by a Court where 
the record is “somewhat deficient” on the critical aspect of actual 
control. 

An extremely elementary point was a deciding factor in the 
reversal of an opposition in one of the Dairy Queen eases." If the 
owner of the mark does not know the names of his licensees, and 
the dates that such licenses were granted, he certainly “has not 
exercised such control over the nature and quality of the goods 
sold by others under the mark as is necessary to the preservation 
of (his) rights.” 
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Conclusion 


It is fundamental that the foremost reason for control of a 
licensee’s use of a trademark is to protect the public from being 
deceived as to the quality and genuiness of goods bearing the mark. 
Consequently, just as the methods of control will vary with licenses, 
so too will the extent of control required vary, depending upon the 
particular goods for which the mark is licensed. A brief listing 
of some of the goods that were covered by cases herein discussed 
will help illustrate the point: bread, dyestuffs, soft drinks, ice 
cream, clothing, dance instructions, dental products, and intra- 
venous glucose solutions. The protection of the public from de- 
ception and fraud, as well as the general welfare of the community, 
obviously requires that the control over the quality of drugs or 
foods must be greater than the control over dyestuffs, dance in- 
structions, ete. 

There is no magic formula to determine what is adequate con- 
trol in a given situation, and there probably never will be any 
such formula. Furthermore, the fact that many licensors (in an 
effort to maintain and develop the good will symbolized by 
their marks) may exercise far more control than is required, 
undoubtedly will have a tendency to raise the basic control require- 
ments if others in the industry adopt such controls as a matter- 
of-course. Nevertheless, the Court will always be the arbiter as 
to the extent of control that is necessary in any particular situation. 

Suffice it to say: If proper control is exercised over the nature 
and quality of the goods on which the licensee uses the mark, the 
use of the mark and the good will developed thereby and attached 
thereto will inure to the benefit of the licensor. In the absence 
of such control, the rights developed by the licensee will belong 
to the licensee. Without adequate control, the licensor has nothing. 
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TRADE REGULATION: LEGAL PROTECTION OF 
COMMERCIAL DESIGNT* 


By Donald G. Casser** 


Within the general area of legal protection afforded industrial 
and intellectual property, the scope and efficacy of the laws relating 
to industrial or commercial product design remains an unsettled 
problem area. There is a considerable body of opinion to the effect 
that the existing legal structure does not adequately protect the 
commercial designer against unlicensed imitation or copying of his 
designs. At present, commercial designers have several possible 
sources of legal protection for their designs: common law rights 
based upon the tort law of unfair competition, the design patent 
statute, the copyright statute, and to a limited extent, the trade- 
mark statute. It is the purpose of this comment to examine each 
of the legal sources of design protection with the emphasis on 
marking out their limitations and, in addition, to submit a method 
of analysis for the assessment of present and future design pro- 
tection legislation. 


Present Legal Protection 
Common Law 


Under the rubric “unfair competition” the common law im- 
poses tort liability upon a broad range of trade practices and thus 
sets certain limits on business competition. As applied to the 
imitation of product design, the common law starts with the 
premise that one is privileged to copy the design of his competi- 
tor’s product, subject to two limitations set out below. In other 
words, imitation of design, without more, is not tortious conduct 
under the common law view and one may freely appropriate de- 
sign elements originated by another in the absence of any statutory 
protection of the design.’ As stated in a recent case: 


t 7.21—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF. 

12.— COPYRIGHTS. 

13.—PATENTS. 

Reprinted by permission from Wisconsin Law Review Vol. 1959, No. 4. 

Member of the Board of Editors of the Wisconsin Law Review. 

See e.g., Derenberg, Copyright No-Man’s Land: Fringe Rights in Literary and 
Artistic Property, 35 J. PAT. OFF. SOC’Y 627, 690, 770 (1953); Michaelson, The Nature of 
the Protection of Artistic and Industrial Designs, 9 MIAMI L. Q. 148 (1955); Charlow, 
Descent into the Market Place—A Survey of the Subject Matter of Copyright, 8 HASTINGS 
L.J. 146 (1957) ; Bowen, Design Patents and Modern Industrial Designs, 37 J. PAT. OFF. 
soc’y 744 (1955) ; Whitman, Preventing Design Piracy: A Copyright Law for Industrial 
Designs, 41 a.B.A.J. 242 (1955) ; Weikart, Design Piracy, 19 IND. L.J. 235 (1944). 

2. Cheney Bros. v. Doris Silk Corp., 35 F.2d 279, 19 TMR 491 (2d Cir. 1929) (fabric 
design) ; Keystone Type Foundry v. Portland Pub. Co., 186 Fed. 690, 1 TMR 106 (1st Cir. 
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For the common law favors competition; and it is of the 
essence of competition that competitors copy and undersell 
the product of an originator. The competitors do not lose their 
favored common-law position merely because some one chooses 
to call them “free riders.” To have protection from such 
competition, the originator must possess some sort of mo- 
nopoly.* 


One of the exceptions to this general rule of privileged design 
imitation is the situation where the design copier seeks to pass off 
his product as being the goods of the design originator. Thus, 
where the effect of the design imitation is to mislead purchasers 
into believing they are buying the goods of the originator,’ or 
where the imitation is marketed without sufficient markings to 
indicate the actual source,’ such conduct may be enjoined as un- 
fair competition. Similarly, where the imitator advertises in a 
manner calculated to pass off his products as those of the orig- 
inator® or where he induces his customers to pass off the product 
as that of the originator’s,’ the common law will grant relief. 
It should be noted from these passing-off cases that it is not the 
act of appropriating another’s design that results in liability, but 
rather the manner with which the design imitation is used to 
compete with the original—.e., the law here is not recognizing 
a protectable interest in the design in favor of its originator, but 
instead seeks to impose certain limitations upon the use of the 
copied design by the imitator. 

The second exception to the general common law rule of free 
imitation is the so-called secondary meaning doctrine. Under this 
doctrine, where the design has developed a market reputation to 
the extent that purchasers have come to associate the design as 
indicating a particular manufacturer as the source of the goods, 





1911) (printing type) ; Crescent Tool Co, vy. Kilborn §& Bishop Co., 247 Fed. 299, 8 TMR 
177 (2d Cir. 1917) (wrench); Columbus Plastic Products, Inc. v. Rona Plastic Corp., 
111 F. Supp. 623 (S.D.N.Y. 1953) (kitchen cannisters); Swank, Inc. v. Anson, Inc., 
196 F.2d 330, 42 TMR 541 (1st Cir. 1952) (men’s jewelry) ; Chas. D. Briddell, Inc. v. 
Alglobe Trading Corp., 194 F.2d 416, 42 TMR 207 (2d Cir. 1952) (steak knife design) ; 
American Enameled Products Co. v. Illinois Perceclain Enamel Co., 123 F.2d 631 (7th 
Cir. 1941) (bathroom fixtures). 

3. Chas. D. Briddell, Inc. vy. Alglobe Trading Corp., 194 F.2d 416, 418, 42 TMR 
207 (2d Cir. 1952). 

4. Caron Corp. v. V. Vivaudou, Inc., 4 F.2d 995, 15 TMR 335 (2d Cir. 1925) ; 
W. F. Burns Co. vy. Automatic Recording Safe Co., 241 Fed. 472, 7 TMR 426 (7th Cir. 
1916). 

5. Brinkman v. Laurette Mfg. Co., 21 F.2d 607, 18 TMR 327 (D.N.J. 1927); 
Bayley § Sons, Inc. v. Braunstein Bros. Co., 246 Fed. 314, 8 TMR 67 (S.D.N.Y. 1917) ; 
Globe-Wernicke Co. v. Brown & Besly, 121 Fed. 90 (7th Cir. 1902). 

6. Swanson Mfg. Co. v. Feinberg-Henry Mfg. Co., 147 F.2d 500 (2d Cir. 1945). 

7. Upjohn Co. v. Schwartz, 246 F.2d 254, 47 TMR 1230 (2d Cir. 1957); Dizi-Cola 
Laboratories, Inc. v. Coca-Cola Co., 117 F.2d 352, 31 TMR 39 (4th Cir. 1941). 
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he may be able to exclude others from appropriating that design 
or at least require clear marking of the imitation to denote its 
actual source. The doctrine is limited in its application, however, 
through the distinction between functional and nonfunctional fea- 
tures. Thus, a court will grant relief on the basis of secondary 
meaning only for the imitation of those features which it considers 
to be nonfunctional.* When it can be shown that the features are 
functional, free imitation is again the general rule.’ 

The measure of the originator’s rights will necessarily depend 
upon the definition given to functional features. The older cases 
usually defined the term as “features which pertain to the ar- 
ticle,” *® or which were necessary for proper functioning of the 
article. Modern cases have not limited the definition to this utili- 
tarian sense, but have broadened the concept to include almost 
any feature which may induce purchase of the article, including 
design or ornamentation."* The designer is caught on the horns of 
a dilemma under the present broad definition of functional fea- 
tures: the same commercial success which would be necessary to 
develop secondary meaning so as to give him some limited protec- 
tion may also lead a court to classify the design as functional and 
thus permit free imitation. 

The nature of the article itself will largely determine what is 
or is not a functional feature. In James Heddon’s Sons v. Millsite 
Steel & Wire Works, Inc.,* where defendant’s imitation of a 
fishing lure originally designed by plaintiff was held not to con- 
stitute unfair competition, the court stated: 

When specifically applied to the manufacture of artificial fish- 

ing bait, shape, size and color may be altogether functional.” 





8. Haeger Potteries, Inc. v. Gilner Potteries, 123 F. Supp. 261 (S8.D. Cal. 1954) ; 
Ross-Whitney Corp. v. Smith Kline & French Laboratories, 207 F.2d 190, 44 TMR 274 
(9th Cir. 1953); Virginia Art Goods Studios, Inc. v. Goldberg § Seltzer, Inc., 76 F.2d 
122 (2d Cir. 1935); Rymer v. Anchor Stove § Range Co., 70 F.2d 386, 24 TMR 269 
(6th Cir. 1934). A group of early cases held that it was not necessary to establish 
secondary meaning to prevent imitation of nonfunctional features, but the rule has not 
been followed by the later cases. See Rushmore v. Manhattan Screw § Stamping Works, 
163 Fed. 939 (2d Cir. 1908); Yale §& Towne Mfg. Co. v. Alder, 154 Fed. 37 (2d Cir. 
1907); Rushmore v. Badger Brass Mfg. Co., 198 Fed. 379, 2 TMR 489 (2d Cir. 1912). 

9. Steem-Electric Corp. v. Herzfeld-Phillipson Co., 118 F.2d 122, 31 TMR 85 (7th 
Cir. 1940); Electric Auto-Lite Co. v. P. & D. Mfq. Co., 78 F.2d 700, 25 TMR 485 (2d 
Cir. 1935); Le Mur Co. v. W. G. Shelton Co., 32 F.2d 79 (8th Cir. 1929); Maytag Co. 
v. Meadows Mfg. Co., 35 F.2d 403, 20 TMR 408 (7th Cir. 1929); Pope Automatic 
Merchandising Co. v. McCrum-Howell Co., 191 Fed. 979, 2 TMR 109 (7th Cir. 1911) ; 
Marvel Co. vy. Pearl, 133 Fed. 160 (2d Cir. 1904). 

10. Globe-Wernicke Co. v. Fred Macey Co., 119 Fed. 696, 704 (6th Cir. 1902). 

11. J. C. Penney Co. v. H. D. Lee Mercantile Co., 120 F.2d 949 (8th Cir. 1941) 
is illustrative of this meaning of functional features. 

12. 128 F.2d 6, 32 TMR 410 (6th Cir. 1942). 

13. Id. at 13. Query: Is functional defined here in relation to the hopeful fisher- 
man or the relunctant fish? 
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For comparison, in Haeger Potteries, Inc. v. Gilner Potteries," 
where defendant’s imitation of plaintiff’s original ash tray design 
was held unfair competition, the court said: 
The “natural, proper or characteristic” action of an ash tray is 
to hold ashes. Its shape or form, so long as not substan- 
tially affecting utility for holding ashes, is clearly not fune- 
tional.*® 


These illustrations serve to point out the relative lack of certainty 
to the scope of the term functional features. 

In considering design protection under the secondary meaning 
doctrine, the common law is in effect assigning to design elements 
the same function of trademarks, namely, source identification. 
The method of acquiring rights in the design and the standard 
used to test for imitation are both adopted from trademark law 
pertaining to generic, geographic or descriptive words which are 
not ordinarily subject to exclusive appropriation as trademarks. 
Thus the design is protected only upon the basis of its functioning 
to identify a particular manufacturer.” 


Design Patents 


The design patent statute’’ represents the most ambitious 
statutory attempt to grant legal protection to the design of com- 
mercial products. The statute permits the grant of a patent for “an 
article of manufacture,” * although the courts impose the addi- 
tional requirement that the article be visible in normal use and 
not hidden or obsecure.*® But the appearance of almost any utili- 
tarian article may be protected by a design patent, e.g., a toy, 
pipe, dress, jewelry, fountain pen, and even a concrete mixer.”° 





14. 123 F. Supp. 261 (S.D. Cal. 1954). 

15. Id. at 271. 

16. The foregoing discussion was based upon federal cases. Since the decision 
in Erie R.R. v. Tompkins, 304 U.S. 64 (1938), the federal courts have recognized 
that the law to be applied in this area is state tort law. However, there are no 
substantial variations between the state decisions and the federal precedents cited, 
and most of the doctrinal development was in the federal court decisions. The applica- 
tion of state law in this area could raise some interesting conflicts of laws problems, 
but none of the modern cases have raised this point. 

17. 35 U.S.C. §171 (1952). The substantive scope of the present statute is the 
same as that of the prior statute, Rev. Stat. § 4929, 35 U.S.C. § 73 (1946 ed.). For an 
excellent statutory history up to the present codification see Hudson, A Brief History 
of the Development of Design Patent Protection in the United States, 30 J. PAT. OFF. 
soc’y 380 (1948). 

18. 35 U.S.C. §171 (1952). 

19. Application of Cornwall, 230 F.2d 457 (CCPA 1956); Application of Stevens, 
173 F.2d 1015 (CCPA 1949); Williams Calk Co. v. Kemmerer, 145 Fed. 928 (3d Cir. 
1906). 

20. In re Koehring, 37 F.2d 421 (CCPA 1930). 
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In order to qualify for a design patent the design must meet 
four requirements: (1) novelty, (2) originality, (3) be ornamental, 
and (4) display invention.” The first three present slight obstacles 
to obtaining a valid design patent. Novelty requires that there be 
sufficient difference for the average observer, considering the de- 
sign as a whole, to note that the design is new and not merely a 
modification of an existing design.** The use of standard forms 
known to everyone,” or forms used on similar items, ** or a change 
of color,* is not sufficient to constitute a novelty. Originality, at 
the least, requires that the design elements sought to be patented 
be created by the patentee,”® which will be negatived by a showing 
that they duplicate features used previously on similar articles” 
or substantially duplicate prior art.** It is difficult, however, to 
perceive any substantial distinction between novelty and orig- 
inality in the design patent cases. The issue rarely is whether 
there is any novelty or originality, but rather whether there is 
enough novelty or originality to satisfy the test of invention. 

The requirement that the design be ornamental is, however, a 
relatively distinct concept. One aspect of this is that a purely 
functional design configuration which is dictated by the use or 


function of the article is not patentable.” A design patent is not 
invalidated by the fact that the article performs a mechanical 
function as long as it embodies some form of ornamentation,*° but 
a mechanical advantage cannot be the primary function of the 
shape.** There is also a qualitative aspect to the ornamentation 
requirement in that the design should exhibit “‘at least a rudi- 


21. 35 U.S.C. §171 (1952). 

22. Application of Johnson, 175 F.2d 791 (CCPA 1949); Application of Abrams, 
205 F.2d 202 (CCPA 1953); Metallic Industries, Inc. v. Brauning, 279 Fed. 856 (8th 
Cir. 1922); Kanne & Bessant, Inc. v. Eaglelet Metal Spinning Co., 54 F.2d 131 (8.D. 
N.Y. 1931). 

23. Knapp v. Will & Brumer Co., 273 Fed. 380 (2d Cir. 1921). 

24. Imperial Glass Co. v. A. H. Heisey §& Co., 294 Fed. 267 (6th Cir. 1923). 

25. In re Cohn, 80 F.2d 65 (CCPA 1935). 

26. In re Merritt, 35 F.2d 783 (CCPA 1929); Trojan Textile Corp. v. Crown 
Fabrics Corp., 143 F. Supp. 48 (S.D.N.Y. 1956). 

27. Disxie-Vortex Co. v. Lilly-Tulip Cup Corp., 95 F.2d 461, 28 TMR 233 (2d Cir. 
1938) ; Koch Mfg. Co. v. Blue Star Auto Stores, 103 F.2d 598 (7th Cir. 1939). 

28. “[T]he words ‘invented’ and ‘new’ and ‘original’ must be construed together 
in applying the usual rule that there must be an exercise of inventive genius .. .” 
S. Dresner & Son, Inc. v. Doppelt, 120 F.2d 50, 51 (7th Cir. 1941). 

29. S. Dresner §& Son, Inc. v. Doppelt, 120 F.2d 50 (7th Cir. 1941); Applied Arts 
Corp. v. Grand Rapids Metalcraft Corp., 67 F.2d 428 (6th Cir. 1933); Smith v. Dental 
Products Co., 140 F.2d 140, 34 TMR 78 (7th Cir. 1944); Hopkins v. Waco Products, 
Inc., 205 F.2d 221 (7th Cir. 1953); Hinchman v. Jim Robbins Co., 113 F.Supp. 302 
(E.D. Mich. 1953). 

30. KR. E. Dietz Co. v. Burr & Starkweather Co., 243 Fed. 592 (2d Cir. 1917); 
Ashley v. Weeks-Numan Co., 220 Fed. 899 (2d Cir. 1915); Falcon Industries, Inc. v. 
k. 8S. Herbert Co., 128 F. Supp. 204, 45 TMR 433 (E.D.N.Y. 1955). 

31. Etter v. Watson, 147 F. Supp. 511 (D.D.C, 1957). 
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mentary aesthetic appeal,” ** or that the design be “graceful and 
pleasing.” ** The courts recognize that this aesthetic aspect of 
ornamentation is highly subjective, with few standards.** 

The invention requirement is the most important and difficult 
test for a design patent to meet if it is to succeed in either the 
Patent Office or the courts.** The statute now applies the same 
patent,’ which codified the prevailing view prior to the 1952 
test of invention to a design patent as is required of a mechanical 
amendment of the patent laws.*’ Thus, it is not sufficient that a 
proposed design be new and original, but it must be patentably 
new and original in the sense that it discloses an advance over 
the prior art not “obvious ... to a person having ordinary skill 
in the art....”** The difficulty arises from the fact that this 
is largely a subjective test with even fewer objective guideposts 
to aid judicial determination than are available with mechanical 
patents. Out of one group of eleven cases decided by Courts of 
Appeal since the 1952 amendment, only two opinions set forth any 
objective standards by which the court determined whether the 
design in question satisfied the test of invention (significantly, 
both decisions upheld the validity of the patent).*° In the rest of 
the cases the issue of invention was determined largely on the 
basis of judicial opinion as to whether the differences between 
the prior art and the patent in suit were “substantial enough to 





32. H.C. White Co. v. Morton EF. Converse §& Son Co., 20 F.2d 311, 312 (2d Cir. 
1927). The full quotation is of interest: 

“We recognize that in aesthetics there are no standards, and that the design 
need not please such sensibilities as we may personally chance to p¢ Never- 
theless, we must find that the disclosure has at least a rudimentary aesthetic appeal, 
for so we interpret the word, ‘ornamental.’ ... The plaintiff’s tricycle has neither 
proportion, ornament, nor style which could in our judgment make the remotest 
appeal to the eye.” 

33. Harris & Schafer vy. Curtiss Aerocar Co., 69 F.2d 264 (Sth Cir. 1934); Sel-O- 
Rak Corp. v. Henry Hanger §& Display Fixture Corp., 232 F.2d 176 (Sth Cir. 1956) ; 
Falcon Industries, Inc. v. R. 8S. Herbert Co., 128 F. Supp. 204, 45 TMR 433 (E.D. 
N.Y. 1955). 

34. See e.g., Cat’s Paw Rubber Co. v. Jenco, 87 F.Supp. 662 (D.N.J. 1949) ; 
Smith v. Dental Products Co., 140 F.2d 140, 34 TMR.78 (7th Cir. 1944); Cf. Franklin 
Lamp Mfg. Co. v. Albe Lamp & Shade Co., 26 F. Supp. 960 (E.D.Pa. 1939). 

35. One ten year survey of design patent litigation showed a mortality rate of 
about 80%. Walter, A Ten Year Survey of Design Patent Litigation, 35 J. PAT. OFF. 
soc’y 389 (1953). Of twelve design patent cases decided by appellate courts since 1952, 
where invention was in issue, nine patents were adjudged invalid for lack of invention. 

36. 35 U.S.C. §171 (1952). 

37. See e.g., Connecticut Paper Products, Inc. v. New York Paper Co., 127 F.2d 
423 (4th Cir. 1942); S. Dresner & Son, Inc. v. Doppelt, 120 F.2d 50 (7th Cir. 1941). 

38. 35 U.S.C. § 103 (1952). 

39. Sel-O-Rak Corp. v. Henry Hanger & Display Fixture Corp., 232 F.2d 176 (5th 
Cir. 1956), involved the imitation of a design by defendant and the failure of defendant 
to arrive at the design after many years effort. In Robert W. Brown & Co. y. De Bell, 
243 F.2d 200 (9th Cir. 1957) the court relied on the commercial success of the patented 
design and its imitation by the defendant to determine invention. 
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have required the exercise of the inventive faculty. The design 
invention requirement has been criticized by several courts as ‘‘ 
vague and indefinite standard to apply,” *’ “indefinite and sub- 
jective,” ** and “elusive guides by which to test the patentability 
of a design.” ** Judge Clark’s remarks in his dissent to the deci- 
sion in Vacheron & Constantin-Le Coultre Watches, Inc. v. Benrus 
Watch Co. indicates that it is very difficult for a design patentee 
to sustain his patent: 
[1]t is difficult for things mechanical to meet this test; it is 
substantially more difficult for mere ornamental designs to do 
so... Doubtless it is because of these quite obvious difficulties 
that, to my knowledge, our court has never sustained a design 
patent challenged for lack of novelty. If this patent eventu- 
ally survives, it will indeed mark the case as novel.* 


Few courts consider the type of product involved in relation 
to the degree of inventiveness required to create variations from 
known designs. It would seem appropriate, for example, that 
oftentimes a high degree of artistic skill may be required to pro- 
duce relatively minor variations in the design of many common 
articles, such as furniture or household appliances.** In General 


Time Instruments Corp. v. United States Time Corp.,” the court 
held the clock design in question invalid for want of invention, 
saying that it was the “talent of the adapter, rather than the art 
of the inventor.” ** The decision seems ironic in view of the fact 
that the design was executed by the well-known industrial designer, 
Henry Dreyfuss. It would be fair to say that in design patents 
covering common articles, subtle variations may well require a 
high degree of artistic inventiveness, although the point is over- 
looked by most courts in deciding whether there is patentable 
invention. 








40. Thabet Mfg. Co. vy. Kool Vent Metal Awning Corp., 226 F.2d 207, 212 (6th 
Cir. 1955). 

41. Blisscraft v. Rona Plastic Corp., 123 F. Supp. 552, 554 (S.D.N.Y. 1954). 

42. R. M. Palmer Co. v. Luden’s, Inc., 236 F.2d 496, 499 (3d Cir. 1956). 

43. Burgess Vibrocrafters, Inc. v. Atkins Industries, Inc., 204 F.2d 311, 313, 43 
TMR 945 (7th Cir. 1953). 

44, 260 F.2d 637 (2d Cir. 1958). 

45. Id. at 642-3. Novelty is used in its inventive sense in this quotation. 

46. One of the few opinions to discuss this point is Laskowitz vy. Marie Designer, 
Inc., 119 F. Supp. 541, 549, 44 TMR 661 (S.D. Cal. 1954), which upheld the validity of 
a design patent for a contour chair: 

“Chairs have existed for centuries and men of inventive ability have been at great 
pains to adopt means for fitting the human body in repose into them. Of necessity, 
therefore, the scope of invention, especially if we deal with design, is narrow.” 

47. 165 F.2d 853, 38 TMR 172 (2d Cir. 1948). 

48. Id. at 854, 38 TMR 173. 
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Regardless of one’s opinion as to the desirability of patent 
monopolies it seems abundantly clear that the invention require- 
ment in design patent law is an almost insurmountable barrier for 
the design patentee, especially with respect to the more common 
commercial article. The standard is highly subjective and offers 
almost no guideposts for lawyer, client, or court. Because some 
form of invention is a constitutional requirement for patent pro- 
tection,*® one may well doubt the efficacy of statutory design 
protection predicated upon a finding of invention. 


Copyrights 


The Copyright Act®® is a second possible source of statutory 
design protection, the nature of the product being largely deter- 
minative of the copyrightability of its design. The statute enum- 
erates the subjects of copyright,” of which the so-called “works 
of art” classification’? is the most important for the purposes of 
this comment. The leading case on the scope of this class is 
Mazer v. Stein,* wherein the Supreme Court held that a statuette 
may be copyrighted as a “‘work of art” notwithstanding the fact 
that its intended use was as a lamp base. Thus, certain designs 
may be copyrighted even though the article itself is primarily 
utilitarian. Since the decision in Mazer v. Stein, the following 
items have been held copyrightable by the courts: a doll’s head,™ 
costume jewelry,” a necklace, and a fabric pattern design.” In 
addition, the administrative interpretation of the term, “works of 
art,” has been somewhat broadened since the Mazer decision.** 

For comparison, a star-shaped photograph bearing a phono- 
graph record was held not copyrightable as a work of art in 





49. U.S. Const. art I, $8: 
“The Congress shall have power 


To promote the progress of science and useful arts, by securing for limited times 
to authors and inventors the exclusive right to their respective writings and dis- 
coveries.” [Emphasis added. ] 
50. 17 U.S.C. $§ 1-207 (1952) as amended. 
51. 17 U.S.C. $5 (1952). 
52. 17 U.S.C. $5(g) (1952). 
53. 347 U.S. 201, 44 TMR 389 (1954). 
Rushton v. Vitale, 218 F.2d 434, 45 TMR 292 (2d Cir. 1955). 
Boucher v. Du Boyes, Inc., 253 F.2d 948 (2d Cir. 1958). 
Trifari, Krussman §& Fishel, Inc. v. Charel Co., 134 F. Supp. 551 (S.D.N.Y. 


. Peter Pan Fabrics, Inc. v. Brenda Fabrics, Inc., 169 F. Supp. 142 (S.D.N.Y. 
959). For an earlier case contra see Kemp & Beatley, Inc. v. Hirsch, 34 F.2d 291 
(E.D.N.Y. 1929). 
58. 37 C.F.R. § 202.10 (Supp. 1958). 
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Bailie v. Fisher.’ In a second case, the district court and the 
Copyright Office held that the design of a watch case was not 
copyrightable as a work of art. But on appeal the Court of 
Appeals decided the copyright issue on a different point, and 
did not reach the subject matter point. The dissent by Judge 
Frank, however, would have held the design copyrightable in 
view of the Mazer decision. 

The difficulty of seeking copyright protection for commercial 
articles lies in the imprecise boundaries of the meaning of the term 
“works of art.”" It is difficult to ascertain the type of article which 
will qualify as a “work of art.”*? From the point of view of pro- 
tecting a designer it would certainly be desirable to secure copy- 
right protection for his work if at all possible. It is suggested, 
however, that the term “work of art” has sufficient historical 
meaning to exclude the usual type of commercial article. The 
Mazer case itself, even though it broadened the scope of copy- 
right protection, involved the use of a statuette as a lamp base. 
With this in mind it would seem fair to assume that only those 
commercial articles which involve the application of the tradi- 
tional art forms, such as painting or sculpture, would qualify for 
copyright protection. The adaptation of a statue to a utilitarian 
function, or the use of an artistic painting as a fabric design, or 
a cartoon caricature used as a toy, would seem to be the type of 
work subject to copyright protection. It is difficult to imagine 
the design of a can opener, or suitcase, or an electrical instru- 
ment case as being a “work of art.” While it may be true that 
there is an area within which the design of commercial products 
may be protected by copyright, it is suggested that the vast ma- 
jority of commercial products are not subject to such protection. 








59. 258 F.2d 425 (D.C. Cir. 1958). 

60. Vacheron & Constantin-LeCoultre Watches, Inc. v. Benrus Watch Co., 260 F.2d 
637 (2d Cir. 1958). For the district court decision in the same case see 155 F. Supp. 932 
(S.D.N.Y. 1957). 

61. The constitutional basis for the Copyright Act is the grant of authority to 
Congress to secure to “authors .. . the exclusive right to their respective writings...” 
U.S. Const. art I, §8. Whether a “work of art” is a writing in a constitutional sense 
has never been decided by the Supreme Court. The dissenting opinion to the Mazer 
case would have returned the case for reargument on this point, which the majority 
held was not timely raised in the case. 

62. For a collection of cases upholding the copyrightability of a wide assortment 
of articles as works of art, see Annot., 98 L. Ed. 644 (1954). 

63. A copyright requires only originality, not invention, and gives a much longer 
term of protection than a design patent. But the design patent protects against inde- 
pendent infringement whereas the copyright proects only against copying. 
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There is nevertheless a certain overlap as to subject matter 
between design patents and copyrights.“* The Mazer case ruled 
that patentability will not bar a copyright if the article meets 
the copyright requirements.® The issue as to whether the same 
design may be both copyrighted and patented, however, has never 
been determined and was not passed upon in the Mazer case. In 
dictum, several cases take the position that a designer must elect 
between a copyright or a design patent, but he may not have both 
forms of protection. The nearest to a direct holding on the point 
is In re Blood,” where the court upheld the Patent Office’s refusal 
to issue a design patent on a label which had been previously 
registered under the Copyright Act. Copyright protection has 
also been refused for the design of a device which had been dis- 
closed in drawings that were part of a mechanical patent.®* How- 
ever, none of the cases involved a suit for infringement of both 
a design patent and a copyright on the same article. 

In Vacheron & Constantin-Le Coultre Watches, Inc. v. Benrus 
Watch Co., the plaintiff did bring suit on both counts for copying 
of his watch-case design. The court did not reach the issue, for 
it ruled that an action for copyright infringement could not be 
maintained where the Copyright Office had refused to register 
the design, although the plaintiff had complied with the require- 
ments necessary for a valid copyright. The design patent count 
was remanded to the district court, which had initially entered 
summary judgment in favor of the plaintiff. 

The Copyright Office has taken the position that it will not 
register a copyright claim after a design patent has been issued 
on a work of art.” While it is conceivable that an article may 
be eligible for either a design patent or a copyright, the trend 
of judicial and administrative opinion would appear to disfavor 
such double protection for the same design even though there is 
no express statutory prohibition. The longer term of copyright 
protection would have the effect of extending the term of the 





64. The most extensive treatment of this subject is Pogue, Borderland—Where 
Copyright and Design Patent Meet, 52 Micu. L. REv. 33 (1953). 

65. Mazer v. Stein, 347 U.S. 201, 44 TMR 389 (1954). 

66. William A. Meier Glass Co. vy. Anchor Hocking Glass Corp., 95 F. Supp. 264 
(W.D. Pa. 1951); Jones Bros. Co. v. Underkoffler, 16 F. Supp. 729 (M.D.Pa. 1936) ; 
Louis De Jonge §& Co. v. Breuker §& Kessler Co., 182 Fed. 150 (E.D.Pa. 1910). 

67. 23 F.2d 772 (D.C. Cir. 1927). 

68. Korzybski v. Underwood §& Underwood, Inc., 36 F.2d 727 (2d Cir. 1929). 

69. 260 F.2d 637 (2d.Cir. 1958). 


70. 37 C.F.R. §202.10(b) (Supp. 1958). 
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design patent."* Conversely, the design patent against one who 
produces the same design independently would have the effect of 
extending the copyright protection which prohibits only actual 
copying of the copyrighted design. These factors would probably 
sarry great weight in a court decision on the coexistence of design 


patent and copyright protection in the same design. 


The Lanham Trademark Act 


A third possible source of statutory design protection, the 
Lanham Trademark Act,” should be briefly mentioned at this point. 
The Act permits registration on the Supplemental Register of a 
“eonfiguration” of goods which is capable of distinguishing the 
applicant’s goods or services and which has been in use for at least 
one year.** The Patent Office has construed this Act as referring 
to only a particular part or feature of a design and not to the 
entire design."* This construction was approved by a district 
eourt.”*> The only appellate decision involving this statute did not 
rule on the Patent Office interpretation of ‘‘configuration of goods,” 
but instead denied registration of a potentiometer case design on 
the ground that it was incapable of distinguishing the applicant’s 
goods.” 

Trademark design protection, particularly if the restrictive 
administrative construction of the statute is adopted, does not 
offer too much hope for the commercial designer. The atomistic 
scope of the Act would not give protection for an entire design. 
Further, it would probably take a highly distinctive design fea- 
ture to qualify as a trademark. The long term nature of trademark 
protection would probably influence courts to adopt a high set of 
standards before a design could receive such protection. The Act 
probably was not intended to be an important source of statutory 
design rights and is probably incapable of protecting any except 
the most unusual design elements. 








71. Copyright protection runs for 28 years with a right to renewal for a second 
28 year term. 17 U.S.C. § 24 (1952). Design patents run for 314, 7 or 14 years depend- 
ing on the fee paid by the patentee. 35 U.S.C. § 173 (1952). 

72. 60 Stat. 427 (1946), 15 U.S.C. §§ 1051-1127 (1952). 

73. 60 Stat. 435 (1946), 15 U.S.C. § 1091 (1952). 

74. See e.g., Ex parte Mars Signal-Light Co., 85 USPQ 173, 40 TMR 377 (1950). 

75. Alan Wood Steel Co. v. Watson, 150 F. Supp. 861, 47 TMR 848 (D.D.C. 1957). 

76. Application of Bourns, 252 F.2d 582, 48 TMR 992 (CCPA 1958). The appli- 
cant was also unsuccessful in obtaining a design patent on the same case, on grounds 
of non-invention, 252 F.2d 579 (CCPA 1958). 
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Proposed Federal Design Protection Legislation 


During the period of 1914 to 1959, forty-eight bills were in- 
troduced in Congress which were aimed at granting a greater 
measure of protection to industrial designs. An excellent publi- 
eation of the Copyright Office contains, in part, summaries of each 
of these bills and the action taken thereon.” Most important for 
the purposes of this Comment is the latest design protection bill 
introduced in the latest session of Congress, S. 2075."° Because 
S. 2075 is similar in many respects to a design protection bill 
introduced in the preceding session of Congress, H.R. 8873,” the 
two bills will be discussed together and their major differences 
pointed out. 

S. 2075 would grant protection to the author of ‘‘an original 
ornamental design,” which is defined as “those original elements 


of a useful article that are intended to give the article an orna- 
mental appearance.”® <A “useful” article is further defined as 
“an article normally having an intrinsic function other than merely 
to portray its own appearance or to convey information.” <A 
“lawful revision, adaptation, or rearrangement” of subject matter 
protected by the act, the Copyright or Patent laws, or subject 


matter in the public domain would also be eligible for protection 
under the act.* 

Three classes of designs would be excepted from protection: 
commonly known or staple shapes which have been in general use 
over periods of time; designs that are in the public domain, al- 
though a proviso would apparently exclude designs similar to 
subject matter in the public domain but not actually copied there- 
from from this exception; and, designs dictated solely by the funce- 
tion of the article.** 

Protection under the bill would commence when “an article 
embodying the design” was “made known” by being publicly ex- 
hibited, distributed or offered for sale, or by being sold, when 
marked with the specified notice, and provided registration of the 
design is sought within six months after the design was ‘‘made 


77. Copyright Office, Bibliography on Design Protection 44-71 (1955, Supp. 1959). 
This book together with the 1955 Bibliography constitute an invaluable source for ref- 
erence material in the design protection area. 

78. §S. 2075, 86th Cong., Ist Sess. (May 28, 1959). 

79. H.R. 8873, 85th Cong., lst Sess. (July 23, 1957). 

80. S. 2075, supra note 78, §1(b) (1). 

81. Id. $1(b) (2). 

82. Id. $3. 

83. Id. §2. H.R. 8873, supra note 79, § 2, would have excepted only those designs 
in the public domain. 
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known.’** The manner of commencing protection under 8. 2075 
is thus quite different than that of H.R. 8873 which, in addition 
to the foregoing method, would also have allowed protection to 
commence when a mock-up, model, or picture of the design was 
“made known” and would have permitted the mere filing of an 
application for registration to commence the protection.* In this 
requirement of publication of an article embodying the design, 
S. 2075 is a substantial restriction of the former bill. 

A second and very important difference between S. 2075 and 
H.R. 8873 is that while the latter bill would have given very little 
discretion to the administrator over the issuance of registration,*® 
S. 2075 grants the administrator broad powers for rejection or 
issuance of applications for registration of designs. Under S. 2075, 
when an application for registration is filed, the administrator is 
to determine “whether, on its face, the application relates to a 
design subject to protection under this Act.’*’ Should the admin- 
istrator refuse registration the applicant may request recon- 
sideration within three months of such rejection, but there is 
no provision for court review of the administrator’s refusal to 
register. In effect, therefore, the administrator is made the final 
authority for the interpretation of the act as to the scope of 
subject matter protection. Thus, the administrator would only 
determine whether a design is staple or commonly known, or in 
the public domain, or solely functional. Although courts may order 
cancellation of a design registration in “any action” involving a 
registered design,** they are not given power to order issuance 
of a registration. 

S. 2075 contains a third provision not included in H.R. 8873, 
namely, that after the administrator has determined that the 
applicant’s design is subject to the protection of the act he is to 
publish a notice of intention to register together with a picture 
of the design. Within thirty days of such publication any person 
may file an objection to the registration of the design on grounds 
“that the design is staple or commonly known,” after which the 
administrator is to decide the issue or registrability again.* 
Here again, there is no review of the administrator’s decision. 





S. 2075, supra note 78, §§ 4, 6, 9. 
H.R. 8873, supra note 79, § 4. 
Id. § 13. 

S. 2075, supra note 78, §12(a). 
Id. § 23. 

Id. §12(c¢). 
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The term of protection under 8. 2075 is limited to a single five 
year term” as compared to an initial term of five years coupled 
with the right to renew for a second five year term which was 
contained in H.R. 8873.” 

Infringement of a design protected under the bill is limited to 
copying a protected design without the consent of the owner,” 
which is the type of protection afforded by the Copyright laws as 
distinguished from protection under the Patent laws. Thus, there 
would be no liability for the independent production of a protected 
design. H.R. 8873 would apparently have had a broader protection 
in that a design “which copies or imitates the protected design, 
made without the consent of the proprietor” (Icmphasis added.)* 
would be an infringement. It is suggested that this phraseology 
does not unequivocally permit a design similar to a protected 
design but arrived at independently, as 8. 2075 does. In general, 
liability would be incurred under either bill for making, having 
made, or importing for sale or trade any infringing article with 
knowledge of the protected design, and recovery therefor would 
be by civil action with both money damages and injunctive relief 
provided.** 

With respect to design patents, both S. 2075 and H.R. 8873 
provide for termination of protection under the respective bills 
should a design patent issue for the protected design,” thus giving 
the designer an election of one or the other modes of protection 
but not both. Both bills would also amend the Copyright law to 
specifically exclude the ornamental design of the useful articles 
from copyright protection.** These provisions would thus overrule 
the Mazer v. Stein decision, discussed above. 


Conclusion 


The foregoing survey illustrates the difficulty of securing legal 
protection for the design of commercial or utilitarian articles. 
The design patent statute seems functionally unable to accomplish 
its purpose of protecting commercial design. The Copyright Act, 
even in view of Mazer v. Stein, has subject matter limitations which 
preclude protection for the majority of useful articles. Common 





90. Id. $5(a). 

91. H.R. 8873, supra note 79, § 5(a). 

92. S. 2075, supra note 78, § 8(d). 

93. H.R. 8873, supra note 79, . 

94. SS. 2075, supra note 78, §§ 8, 22; H.R. 8873, supra note 79, $§ 9, 22, 23. 
95. S. 2075, supra note 78, $ 28 (b)’ H.R. 8873, supra note 79, $ 29(b). 

96. §S. 2075, supra note 78, $ 32; H.R. 8873, supra note 79, § 33. 
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law doctrine is sufficiently rigid that further extension of its scope 
of protection is unlikely. With renewed interest in securing a 
greater measure of design protection, one may properly inquire 
into some of the basic considerations which may serve to guide 
future action. 

Fundamental to any legislative change in design protection 
should be an examination into the contributions which a commer- 
cial designer can make, both economic and aesthetic. The law 
generally regards design as a form of “‘stuck-on” ornamentation 
rather than an integral element of the article itself, whereas de- 
signers have a much loftier view of their efforts.” There are at 
least four factors which should be considered in assessing the 
worth of commercial design: 


(1) To what extent can a designer help put out a better 
product? The effects of design as related to increased usefulness, 
ease of maintenance, and operational safety should be investigated. 


(2) To what extent can commercial design contribute to a 
more efficient use of materials and labor? An examination of 
commercial design literature indicates that there may be con- 
siderable economic benefit possible from an increased use of 
industrial design. 


(3) What is the aesthetic contribution of product design? At 
the minimum, the artistic efforts of commercial designers should 
be campared with other protected creative skills which receive 
greater legal protection. 


(4) How effective is product design as a stimulus of con- 
sumer demand? Commercial design probably has a significant 
effect on demand and sales, which certainly should be considered 
in proposing legislative change. 


Secondly, assuming that commercial design may be found to 
yield substantial benefits, inquiry should be directed to the extent 
to which legal protection of design efforts is necessary in order 
to maximize the expected benefits. Perhaps competitive market 
forces are a sufficient stimulus to insure that these benefits may 
be realized. On the other hand, the added inducement of legal 
protection may be necessary, or more effective, to achieve this 








97. See e.g., Dreyfuss, The Industrial Designer and the Businessman, Harv. Bus. 
REv., Nov. 1950, p. 77. See also Bowen, Design Patents and Modern Industrial Designs, 
37 J. Pat. Orr. Soc’y 744 (1955). ; 
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end. A corollary to this point is a reassessment of the role of 
product imitation in the functioning of our competitive economy. 
Whether the common law policy of free imitation is competitively 
necessary in the light of present day conditions is at least doubtful, 
and some form of limited exclusive rights in a design does not, 
on the surface, appear harmful. 

Last, but by no means least, consideration must be given to 
the type of legal structure, if any, a systematic policy for pro- 
tection of industrial design would require. Some form of quickly 
available, registration type design statute is much preferable to 
an invention type statute in this area. The uncertainty of the 
constitutional scope of copyright power indicates that Congres- 
sional commerce clause power may have to be relied upon to 
enact new and effective design legislation. In addition, the desir- 
ability of a single unified design statute ought to be weighed 
against the existing array of conflicting statutes with their at- 
tendant overlap and confusion. 

It is suggested that we do not have a comprehensive and effec- 
tive statutory policy of protecting industrial design at the present 
time. With the introduction of S. 2075, it would seem that a 


systematic analysis of the legal and economic aspects of indus- 
trial design protection is in order. Whether or not a change is 
warranted, and if so, what kind it should be, can only be deter- 
mined by basie inquiry such as that suggested above. 
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REPUBLICATION OF RULES OF PRACTICE 
IN FEDERAL REGISTER 


The Federal Register for December 22, 1959, contains a re- 
publication of the Rules of Practice of the United States Patent 
Office in Patent Cases, the Trademark Rules of Practice, and the 
forms included with each. This republication was made at the re- 
quest of the Federal Register in order to have an official publication 
of the rules in one place. It supersedes the previous publications 
in the Federal Register of the original rules and the various amend- 
ments thereto which had been made from time to time. No changes 
have been made in any of the rules except for small editorial revi- 
sions. In the forms concerning patent cases, part 3, the wording of 
some of the forms has been revised to match the wording as it 
appears in the pamphlet edition of the rules of practice, published 
by the Patent Office. Other forms which appeared in the pamphlet 
edition and did not previously appear in the Federal Register have 
been added. 

The rules as republished in the Federal Register will not be 
published in the Official Gazette, but the next printings of the 
pamphlet editions of the Rules of Practice of the United States 
-atent Office in Patent Cases and the Trademark Rules of Practice 
will include whatever changes have been made. 


December 22, 1959. 


Rosert C. Watson 
Commissioner of Patents 


Any revisions made in the Trademark Rules of Practice will 
be duly noted in The Trademark Reporter® when republication is 
obtained.— Eb. 
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NOTES FROM OTHER NATIONS? 
Edited by L. L. Gleason 


Australia 
Insufficient Use of Surname Mark 

An application for registration of the word MasTERs as a trade- 
mark for milk and cream was filed by Masters Dairy Pty. Ltd., 
and the Patent Office objected on the ground that MasTERS was a 
surname. The applicants filed evidence of long and extensive use 
of the mark in the State of Western Australia. The official ob- 
jections were maintained, the Examiner pointing out the limita- 
tion of use of the mark to Western Australia and the fact that 
the Act of 1905-1948, under which the application was filed, did 
not provide for the registration of a mark such as this one on the 
basis of use in one State. He suggested that the application might 
be transferred to Part B as provided by the new Act of 1955-1958 
which had become effective since the application was filed early 
in 1958. The applicants then submitted the following argument in 
support of their application : 


“With reference to the official letter of the 1st April, 
1959, we have carefully considered the various provisions of 
the Trade Marks Act 1905-1948 and have been unable to find 
any provision therein which precludes the Registrar from 
granting an order under Section 16 (1) (e) with a limitation 
to one State only. There is no reference whatever in Section 
16 to any territorial limitations, while Section 33 (3) clearly 
empowers the Registrar to accept an application with or with- 
out modifications or conditions. Unless there is some case law 
or precedent of which we are not aware, we can see no sub- 
stantial reason why the Registrar should not issue an order 
deeming the mark distinctive with a limitation to Western 
Australia. 

“Tf it is merely the practice of the Trade Marks Office not 
to issue orders under Section 16 (1) (e) with a limitation to 
one State, it is submitted that such a practice is wrong, and 
clearly does not take into consideration the purpose of Section 
16 (1) (e). It is our considered opinion that the purpose of 
Section 16 (1) (e) is to provide statutory recognition for such 
common law rights as may be acquired by the proprietor of a 
trade mark which does not comply with the defintion of a 
registrable trade mark given in Section 16. The fact that the 


+ 10.—FOREIGN LAW. 
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use of the trade mark has been confined to one State only is 
not a valid reason for denying the trader the protection af- 
forded by the Act. 

“Numerous trade marks have been registered with a lim- 
itation to one State only. That being so, we fail to see why 
any distinction should be made between trade marks which 
have acquired distinctiveness and those which are inherently 
distinctive. 

“In the circumstances we request favourable reconsidera- 
tion of the application. If after due reconsideration the ex- 
aminer does not agree with the views expressed above, it 
would be appreciated if he would state what authority, stat- 
utory or otherwise, which he considers supports the statement 
made in the official letter under reply that ‘There is no pro- 
vision for the Registrar to grant an order of distinctiveness 
in terms of Section 16 (1) (e) where there is a limitation to 
one State only involved’.” 


The Registrar’s decision and his reasons for it follow (in 
part): 


“In this matter, the applicant has been informed that 
the Registrar is not prepared to make an Order under the 
provisions of paragraph (e) of sub-section (1) of section 16 
of the Trade Marks Act 1905-1948, deeming the mark sought 
distinctive of the applicant’s goods. The applicant has been 
given an opportunity to request, under the provisions of sub- 
section (5) of section 5 of the Trade Marks Act 1955-1958, that 
application 135,182 be treated as an application for registra- 
tion in Part B of the Register established by that Act, but no 
application has been made. 

“The position, therefore, is that I have before me a re- 
quest to decide whether application 135,182 should be per- 
mitted to proceed to registration on the grounds that there 
is evidence before me which would warrant my making an 
order deeming MAsTERs distinctive of the applicant’s goods. 

“T cannot accept the agent’s contention that I am bound 
to register application 135,182 in such a way that the effect 
of the registration can be limited to the State of Western 
Australia because long and extensive use of the mark in the 
State of Western Australia has made it distinctive of the 
applicant’s goods in parts of that State. 

“T am prepared to concede that the applicant has shown 
that the mark sought is well known in respect of the goods 
claimed in important parts of the State of Western Australia. 
Masters, however, is a fairly common surname and [ think that 
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there is a heavy onus on a person to prove that he is entitled 
to appropriate a surname for his own exclusive use as a 
trade mark. The applicant has not discharged this onus. 
In the Perfection case 27 R.P.C. 433, the aspect of long and 
extensive use in a localized area was considered, but it was 
found that even an impressive reputation for a mark in a 
localized area was no warrant for a mark to be deemed dis- 
tinctive over a greater area. 

“Although the Trade Marks Act 1955-1958 contains a 
provision which permits the Registrar to deem a mark dis- 
tinctive of an applicant’s goods in respect of a particular area, 
and register the application so that the registration will be 
effective only for that area, the Trade Marks Act 1905-1948 is 
without this provision. 

“This application was lodged under the Trade Marks Act 
1905-1948, and no application has been made to treat applica- 
tion 135,182 as an application for registration of the mark 
sought in Part B of the Register, established by the Trade 
Marks Act 1955-1958. 

“The position is that I am entitled to finalize this matter 
on the material which is now before me and I have decided not 
to allow the applicant any further opportunity to prosecute the 
application. 

“T have decided that the word mastTers is an obvious 
surname and that it is accordingly not qualified for registra- 
tion as a trade mark under the provisions of paragraphs (a), 
(b), (c) and (d) of subsection (1) of section 16 of the Act. 
Despite the evidence which has been placed before me, I con- 
sider that the applicant has failed to establish a case which 
would warrant my making an Order under the provisions of 
paragraph (e) of sub-section (1) of section 16 of the Trade 
Marks Act 1905-1948 that the mark sought be deemed a dis- 
tinctive trade mark and I accordingly refuse to make such 
an Order. 

“T refuse application 135,182.” 


Italy 
Service Marks Now Registrable 

In accordance with Law No. 1,178 dated December 24, 1959, 
effective February 1, 1960, it is now possible to register Service 
Marks in Italy. 

The International Classification, consisting of 34 classes, has 
been in force in Italy for several years, and the following classes 
have now been added in respect of Service Marks: 
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35—Advertising and business 
36—Insurance and financial 
37—Construction and Repair 
38—Communication, Radio and Television 
39—Transportation and Storage 
40—Material Treatment 

41—Education and Entertainment 
42-Services not included in other classes. 


Japan 


Trademark Renewals 


According to the new Japanese trademark law which will 
become effective April 1, 1960, the duration of all registrations 
will be limited to 10 years. The term is 20 years under the present 
law. A renewal application may be filed in Japan up to one year 
prior to the end of the term of the registration, and renewal ap- 
plications filed before April 1, 1960 will be dealt with as applica- 
tions under the present law and will be granted for 20-year terms. 


Spain 
Decisions on Use of Mark and Classification of Goods 

A trademark registration may be canceled by Court decision 
because of non-use of the mark in Spain for a period of five consec- 
utive years (unless satisfactory evidence of force majeur which 
prevented use is produced by the registrant). A Spanish Court 
has ruled that when a registration is renewed, a new term for use 
of the mark is started and the trademark owner is entitled to the 
full term of five years from the renewal date within which to 
recommence use of the mark. (Decision of Civil Court May 29, 
1959.) 

Two decisions of the Contentious Administrative High Court 
in February, 1959, were to the effect that possibility of conflict 
between two marks as to goods should be decided strictly on the 
basis of similarity between the goods and the probability of con- 
fusion between the goods, even if they did not fall in the same class 
of the official classification. 


Comments on Common Market in Europe 

In the belief that United States trademark owners have a 
great interest in matters relating to the “Common Market” in 
Europe, the following comments are reprinted from a recent issue 
of the Monthly Report of the Trade Marks, Patents and Designs 
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Federation of London. They appertain to an article by Freidrich- 
Karl Beier which appeared in the October, 1959 issue of La Pro- 
priété Industrielle. In this article Herr Beier discussed problems 
arising from the Common Market provisions of the Rome Treaty 
in connection with geographical indications of source and appel- 
lations of origin. 


“Herr Beier sets out in his article to examine in what 
measure the actual protection given by the Six to this branch 
of industrial property is in accord with the principles and 
objects of the Treaty and then proceeds to consider how ex- 
isting legal national differences can be levelled out so that 
free movement of goods within the Common Market area 
may be achieved. 

“He reaches the general conclusion that the protection 
accorded by the member states in these matters is not incon- 
sistent with the Treaty provisions where the protection is a 
matter of public law (que cette protection ait un caractere de 
droit public, penal ou civil). He instances the practice of 
forbidding the importation of goods marked in a false or 
misleading manner and provisions in legal systems requiring 
goods to carry a specific indication of origin. 

“Article 30 of the Treaty which prohibits quantitative 
restrictions on importations presents no difficulty here, since 
prohibitions and restrictions necessary for the protection of 
industrial and commercial property are excluded from its 
operations by section 36. 

“With regard to Article 85 et seq. his view is that these 
provisions are of much less importance in this connection than 
in relation to patents and trademarks. The right to use an 
indication of source or an appellation of origin is of course 
not itself affected. Furthermore there is nothing in the nature 
of the right to prohibit others from manufacturing the same 
or similar products. This is certainly the general position 
in respect of industrial goods, but even in the case of products 
of the soil there are nearly always available similar products 
from a different region which meet the same economic needs. 
Even where the products of the soil must, by their nature, 
emanate from a particular region, so that in practice the local 
producers have a sort of natural monopoly, it would, accord- 
ing to the writer, amount only rarely to a dominant position 
in the Common Market likely to affect trade between member 
states (Art. 86). 

“Article 85 prohibits all measures which limit competition. 
such as price fixing, the limitation or control of production, 
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the allocation of markets ete. Obviously these kinds of trade 
restrictions could arise out of agreements between firms han- 
dling products with geographical indications of source or 
appellations of origin. For instance an association of brew- 
eries in Bavaria could agree to limit their export in the 
countries of the Six to keep up the price, or to parcel out 
the market, or to fix different prices for different countries. 
This sort of thing is of course the mischief at which the Article 
is directed. These however are not cases where restrictions 
have been imposed by an exploitation of the right to use the 
words ‘Bavarian Beer’. The use of the description for the 
purpose of trade restrictions is, in the writer’s opinion, not 
generally likely to happen. The reason for this is that, unlike 
trademarks, the right to use a geographical indication of 
source does not confer an exclusive right to use the descrip- 
tion, so that, for instance, anyone brewing beer in Bavaria 
would be entitled to use the words ‘Bavarian Beer.’ 

“Another consideration is the inappropriateness of any 
license system in this context. Herr Beier also refers to Ar- 
ticle 42 which except as may be determined by the Council 
excludes agricultural products from the provisions of the 
Treaty relating to competition. This applies to most appel- 
lations of origin (in particular those concerning wine) and 
many indications of source. 

“The problems of national adjustments in relation to 
industrial property and the Treaty which face the Six are 
indeed formidable, especially in the field of patents and trade- 
marks. What about geographical indications of source and 
appellations of origin? 

“Because of the natural and legal bond which attaches 
the geographical indication of source to the place or country 
of production it is generally speaking true to say that the pos- 
sibility of several different independent users of the indica- 
tion in the different countries of the Six is unlikely. Never- 
theless, in Herr Beier’s opinion, collisions are possible. He 
refers in particular to cases where the territory or river which 
gives its name to the product extends or flows across the 
frontiers of several member states (e.g. the Moselle), to 
cases where a geographical denomination used in one of the 
member states as an indication of source is protected in an- 
other of those states as a trademark belonging to a particular 
enterprise, and the cases (which he regards as the most im- 
portant) where a designation protected in one country is 
treated in one or more of the other countries as a generic 
name.” 
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BOOK REVIEW 


TRADEMARK Law AND Procepure. By Edward C. Vandenburgh III. 
Indianapolis, Indiana, Bobbs-Merrill Company, Ine., 1959. 
Pp. 640. $15.00. 


This book is a useful ready reference aid. It is pre- 
sented by its author and the publisher not as an exhaustive 
treatise for trademark experts but for those who have to deal 
with trademarks occasionally. It is intended to clarify some of 
the misconceptions of businessmen and others and to provide 
practical information relating to basic problems of the choice 
and protection of marks. The fundamentals are treated in an inter- 
esting manner. It covers the nature of the different kinds of marks 
used in business, how rights are acquired and may be lost, the 
differences between strong and weak marks, problems of infringe- 
ment and other aspects of trademark rights. Nearly half of the 
text is devoted to Patent Office practice with respect to Federal 
registration of marks and the ex parte and inter partes proceed- 
ings incident thereto. An outline of practical suggestions for main- 
tenance and preservation of regular business records covering 
volume of sales, advertising expense, specimen labels, catalogs, 
price lists, records showing first use, correspondence and records 
covering policing of trademarks and for establishing records in 
connection with registered and unregistered marks is included. 

The text is well documented with citations to cases and articles. 

The Appendix contains the 1946 Act (annotated to the text), 
extracts from other laws relevant to the field, forms and related 
data. The materials are well put together and the book should 
prove a handy tool. 


Water J. Hauipay 
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RECENT PUBLICATION 


Hanpsook or MatertAL TRADE NAMEs. SuPPLEMENT III ro THE 1953 
Epition. By O. T. Zimmerman and Irvin Lavine. Dover, New 
Hampshire, Industrial Research Service Inc., 1960. Pp. X, 400. 
$16.00. ($17.00 outside of U.S. A.) 


Supplement III of the 1953 edition of the ““Handbook of Ma- 
terial Trade Names” (reviewed in 43 TMR 359, 46 TMR 1496 and 
48 TMR 24) has now been published. This contains descriptions 
of new products of companies previously represented in the Hand- 
book or in Supplements I and II, and products of many companies 
which were not previously listed. Like Supplements I and II, Sup- 
plement III is a completely new volume. 

As in the previous volumes symbols are used to indicate if a 
product is registered, unregistered or generic. Trademarks regis- 
tered in Canada, Germany and Great Britain are also identified. 
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ARTICLES 

Consumer Image Creation. 
AMF Meets Public—With Happy Results. (Printers’ Ink, February 12, 1960, pp. 
33, 37.) 
American Machine & Foundry Co.’s diversification into consumer goods puts indus 
trial manufacturer into contact with public. 


Kenya. 
The Trade Marks Rules, 1956, effective January 1, 1957. (Patent and Trade Mark 
Review, Vol. 58, Nos. 2-4, November—January, pp. 31-43; pp. 63-70; pp. 938-94.) 


McTiernan, Charles E, 
Employees and Trade Secrets. (Journal of the Patent Office Society, Vol. 41, No. 
12, December, 1959, pp. 820-839. ) 


Schmidt, Wilson E. 
Some Antitrust, Trade, and Investment Aspects of Foreign Licensing: An Economic 
Analysis. (The Patent, Trademark, and Copyright Journal of Research and Edu 
cation, Vol. 3, No. 4, Winter, 1959, pp. 416-424.) 

LEGAL NOTES 

Eastman Kodak Co. v. Velveray Corp. 
Federal Jurisdiction—District Court has Jurisdiction to Grant Declaratory Relief 
to Alleged Trade-Mark Infringer Threatened with Common Law Action by Regis 
trant. (Virginia Law Review, Vol. 45, No. 7, November, 1959, pp. 1233-1236.) 


Electrix Ld. vy. Electrolux Ld. 
Great Britain. Trademarks. Phonetic Equivalents of Non-Distinetive Marks Not 
Registrable. Decision of House of Lords. (Patent and Trade Mark Review, Vol. 
58, No. 2, November, 1959, pp. 23-27.) 


United States v. Bethlehem Steel Corp. 
Antitrust: Mergers: Clayton Act, Section 7. (Cornell Law Quarterly, Vol. 45, No. 
1, Fall, 1959, pp. 96-104.) 

Carl Zeiss, Heidenheim an der Brenz v. VEB Carl Zeiss Jena and Dia Feinmechanik 
Optik. 
Confiscation of Enterprise in the Soviet Zone—Effect on Trade Name and Trade 
marks in Western Germany—lInjunctive Relief and Damages. (The American 
Journal of International Law, Vol. 53, No. 3, July, 1959, pp. 687-692.) 





* Copies of these articles and legal notes are available for reference in the Association’s 
library. 
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PART Il 


THE SEVEN-UP COMPANY v. O-SO GRAPE COMPANY et al. 


No. P-2217 —D. C., S. D. Illinois, N. Div. — September 30, 1959 
— 123 USPQ 520 


8.4—COURTS—MOTIONS 
Motion under Rule 42(b) F.R.C.P. by defendants for a separate trial on the 
laches issue was granted where from the pleadings and affidavits it appears that 
a decision in favor of defendants on the laches issue would dispose of all issues 
of the case, with the possible exception of unfair competition issues. 
7.17—REMEDIES—INFRINGEMENT—LACHES 
Laches may create an estoppel when a long period of delay in asserting one’s 
rights is accompanied by factors which would render it unconscionable to permit 
the claim of right to be asserted. 
7.15—REMEDIES—INFRINGEMENT—DEFENSES 
Even clear-cut infringement of a registered mark, if it is permitted to con- 
tinue for a long period of time, may be immune from an injunction because the 
mark has become generic or abandoned, or due to acquiescence which creates a 
presumptive public awareness that a particular commodity is sold by two or more 
persons under similar or identical trademarks. 


Action by The Seven-Up Company v. O-So Grape Company, Bubble Up 
Corporation, and Bubble Up International, Ltd., for trademark infringe- 
ment and unfair competition. Defendants move for separate trial of 
laches defense. Motion allowed. 


Woodson, Pattishall & Garner, of Chicago, Illinois, for plaintiff. 

Hill, Sherman, Meron, Gross & Simpson, of Chicago, Illinois, and Eugene 
R. Johnson and Miller, Westervelt & Johnson, of Peoria, Illinois, for 
defendants. 


Mercer, Chief Judge. 

By its complaint in this cause, filed March 20, 1959, plaintiff, The 
Seven-Up Company, prays injunctive relief and an accounting by defend- 
ants for profits growing out of alleged infringement of plaintiff’s trademark 
7 up and alleged unfair competition. In summary, the complaint alleges: 
Since 1928 plaintiff has used its registered trademarks 7 up and alsc SEVEN 
UP, in the marketing and exploitation of a soft drink; that plaintiff has 
expended large sums of money in advertising, marketing and promoting 
the sale and public acceptance of its product under the 7 up trademark; 
that plaintiff has achieved a general public acceptance of its product and 
a valuable good will, both of which are symbolized by its said trademark; 
and that, at a date subsequent to plaintiff’s adoption and registration of 
its said trademarks, defendants have commenced the manufacturing and 
marketing of a soft drink of a flavor and type similar to plaintiff’s product 
under the trademark BUBBLE UP. It is further alleged that defendants’ 
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BUBBLE UP trademark is invalid and that defendants’ use of that mark 
constitutes an infringement of plaintiff’s 7 up mark and unfair competition. 

Defendants answered, denying the material allegations of the com- 
plaint and averring, inter alia, the affirmative defense of laches as a bar to 
plaintiff’s claims. The cause is now before the court upon defendants’ 
motion under Rule 42(b), F.R.Civ.P., for a separate trial of the issue of 
laches in advance of trial of other issues in the cause. 

The court is vested with a large discretion to order a separate trial of 
any issue in a pending suit “in furtherance of convenience or to avoid 
prejudice”, Rule 42(b), the exercise of which is unassailable in the absence 
of a clear abuse of discretion. Chicago, R. I. & P. R. Co. v. Williams, 245 
F.2d 397; Bowie v. Sorrell, 209 F.2d 49; Shippers Pre-Cooling Service v. 
Macks, 181 F.2d 510; See, to same effect, Meyercheck v. Givens, 180 F.2d 
221, 223. By its nature, this case is one peculiarly susceptible to the sepa- 
ration of its several issues for trial. Defendants aver that the proof on 
their defense of laches will be largely documentary evidence which will 
be uncontested. They estimate that that issue could be completely disposed 
of in one or two trial days, and they contend that a finding of laches against 
plaintiff would operate to dispose of all other issues in the case. That 
estimate of economy in time appeals to the court if it appears likely that 
a decision on the laches issue in favor of defendants would probably be 
decisive of all issues in the case. It is to be anticipated that trial of the 
case, ensemble, would require a number of trial days. The court is not 
disposed to order a separate trial of the issues, however, unless it is to be 
reasonably anticipated that disposition of the laches issue in defendants’ 
favor would place this litigation at rest. 

Whether or not the latter result would be anticipated to follow a 
resolution of the laches issue in defendants’ favor depends upon an evalua- 
tion of the uncontradicted statements and averments, material to that 
issue, in the light of reported decisions addressed to the effect of proof 
of laches upon trademark litigation. Such statements and averments re- 
late principally to a history of the conduct of the parties, respectively, 
as the same has a bearing upon the issue of laches. For purposes of this 
memorandum, the following composite summary of defendants’ verified 
answer, defendants’ Rule 42(b) motion and the affidavits attached to that 
motion will suffice to promote an understanding of the questions involved. 

On December 23, 1952, defendant, O-So Grape Company, entered into 
a contract with defendant, Bubble Up Corporation, for the purchase from 
Bubble Up of the trademark BUBBLE Up and the goodwill and business 
relating to that mark in the marketing and exploitation of a soft drink. 
Shortly thereafter, O-So Grape Company, pursuant to that contract pur- 
chased the said mark and business from Bubble Up Corporation for the 
sum of approximately $300,000. Prior to its execution of that contract, 
O-So Grape Company, which is hereinafter referred to as Company, caused 
an investigation to be made by its house counsel and trademark counsel 
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as to the value and validity of the BUBBLE Up mark and registry thereof. 
That investigation revealed that the mark BUBBLE UP was registered in 
the United States Patent Office under No. 141,244 on April 21, 1921, by 
the Sweet Valley Products Co., of Sandusky, Ohio, for use in connection 
with the marketing of a soft drink. Thereafter, in 1937, one Leroy O. 
Schneeberger, doing business as Bubble Up Company of St. Louis, Missouri, 
purchased the mark BUBBLE UP, together with the business and the good 
will pertaining thereto from Sweet Valley. On February 22, 1938, Schnee- 
berger, d/b/a Bubble Up Co., as aforesaid, secured United States Trade- 
mark Registration No. 354,840 covering the mark BUBBLE UP in conjune- 
tion with a representation of conventional bubbles as a trademark for a 
soft drink. 

On October 2, 1942, plaintiff filed two suits in the United States Dis- 
trict Court at St. Louis, Missouri, against the Cheer Up Sales Company 
and The Natural Set Up Sales Corporation, respectively, in which plaintiff 
alleged, respectively, that the registered trademark CHEER UP, for a soft 
drink, and the registered mark NATURAL SET UP, for a soft drink, infringed 
plaintiff’s trademark 7 up, and also SEVEN uP. On August 16, 1943, while 
the above two cases were pending, plaintiff filed in the same court, a suit 
against Schneeberger, doing business as Bubble Up Company, alleging 
that the trademark BUBBLE UP was invalid and that that mark infringed 
plaintiff’s mark 7 up. The Cheer Up case was tried and on July 6, 1944, 
a judgment was entered finding, and holding that plaintiff’s trademarks 
were not infringed by the mark CHEER Up. Thereafter, plaintiff prosecuted 
the Cheer Up case to four further adverse decisions, the latter of these 
being a denial of plaintiff’s petition for writ of certiorari by the United 
States Supreme Court on October 14, 1946. See Seven Up Co. v. Cheer Up 
Sales Co., 148 F.2d 909, 65 USPQ 237 (35 TMR 174), certiorari denied 
326 U.S. 727, 67 USPQ 360. Seven Up Co. v. Cheer Up Sales Co., 153 
F.2d 231, 68 USPQ 250 (36 TMR 93), certiorari denied 329 U.S. 717, 71 
USPQ 328. 

After the adverse Cheer Up decisions, plaintiff abandoned and dis- 
missed its suits against the marks NATURAL SET UP and BUBBLE UP, although 
the latter case was at issue. In the approximately 13 years elapsed between 
plaintiff’s dismissal of its suit against Schneeberger, defendant corpora- 
tions received no notice or claim by plaintiff, either orally or written, 
that the trademark BUBBLE UP was invalid or that that mark infringed 
plaintiff's 7 up marks, until March 17, 1959, when plaintiff filed in the 
United States Patent Office a petition to cancel defendants’ BUBBLE UP 
registrations. Three days later this suit was filed. 

Also, during the interim period of approximately 13 years, between 
plaintiff’s dismissal of the St. Louis suit and the filing of this cause, 
officers and agents of both plaintiff and defendants attended numerous 
national and state soft drink bottlers’ conventions at which both plaintiff 
and defendants had large and prominent displays of their respective 
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BUBBLE UP trademark is invalid and that defendants’ use of that mark 
constitutes an infringement of plaintiff’s 7 up mark and unfair competition. 

Defendants answered, denying the material allegations of the com- 
plaint and averring, inter alia, the affirmative defense of laches as a bar to 
plaintiff’s claims. The cause is now before the court upon defendants’ 
motion under Rule 42(b), F.R.Civ.P., for a separate trial of the issue of 
laches in advance of trial of other issues in the cause. 

The court is vested with a large discretion to order a separate trial of 
any issue in a pending suit “in furtherance of convenience or to avoid 
prejudice”, Rule 42(b), the exercise of which is unassailable in the absence 
of a clear abuse of discretion. Chicago, R. I. & P. R. Co. v. Williams, 245 
F.2d 397; Bowie v. Sorrell, 209 F.2d 49; Shippers Pre-Cooling Service v. 
Macks, 181 F.2d 510; See, to same effect, Meyercheck v. Givens, 180 F.2d 
221, 223. By its nature, this case is one peculiarly susceptible to the sepa- 
ration of its several issues for trial. Defendants aver that the proof on 
their defense of laches will be largely documentary evidence which will 
be uncontested. They estimate that that issue could be completely disposed 
of in one or two trial days, and they contend that a finding of laches against 
plaintiff would operate to dispose of all other issues in the case. That 
estimate of economy in time appeals to the court if it appears likely that 
a decision on the laches issue in favor of defendants would probably be 
decisive of all issues in the case. It is to be anticipated that trial of the 
case, ensemble, would require a number of trial days. The court is not 
disposed to order a separate trial of the issues, however, unless it is to be 
reasonably anticipated that disposition of the laches issue in defendants’ 
favor would place this litigation at rest. 

Whether or not the latter result would be anticipated to follow a 
resolution of the laches issue in defendants’ favor depends upon an evalua- 
tion of the uncontradicted statements and averments, material to that 
issue, in the light of reported decisions addressed to the effect of proof 
of laches upon trademark litigation. Such statements and averments re- 
late principally to a history of the conduct of the parties, respectively, 
as the same has a bearing upon the issue of laches. For purposes of this 
memorandum, the following composite summary of defendants’ verified 
answer, defendants’ Rule 42(b) motion and the affidavits attached to that 
motion will suffice to promote an understanding of the questions involved. 

On December 23, 1952, defendant, O-So Grape Company, entered into 
a contract with defendant, Bubble Up Corporation, for the purchase from 
Bubble Up of the trademark BUBBLE UP and the goodwill and business 
relating to that mark in the marketing and exploitation of a soft drink. 
Shortly thereafter, O-So Grape Company, pursuant to that contract pur- 
chased the said mark and business from Bubble Up Corporation for the 
sum of approximately $300,000. Prior to its execution of that contract, 
O-So Grape Company, which is hereinafter referred to as Company, caused 
an investigation to be made by its house counsel and trademark counsel 
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as to the value and validity of the BUBBLE UP mark and registry thereof. 
That investigation revealed that the mark BUBBLE UP was registered in 
the United States Patent Office under No. 141,244 on April 21, 1921, by 
the Sweet Valley Products Co., of Sandusky, Ohio, for use in connection 
with the marketing of a soft drink. Thereafter, in 1937, one Leroy O. 
Schneeberger, doing business as Bubble Up Company of St. Louis, Missouri, 
purchased the mark BUBBLE UP, together with the business and the good 
will pertaining thereto from Sweet Valley. On February 22, 1938, Schnee- 
berger, d/b/a Bubble Up Co., as aforesaid, secured United States Trade- 
mark Registration No. 354,840 covering the mark BUBBLE UP in conjune- 
tion with a representation of conventional bubbles as a trademark for a 
soft drink. 

On October 2, 1942, plaintiff filed two suits in the United States Dis- 
trict Court at St. Louis, Missouri, against the Cheer Up Sales Company 
and The Natural Set Up Sales Corporation, respectively, in which plaintiff 
alleged, respectively, that the registered trademark CHEER UP, for a soft 
drink, and the registered mark NATURAL SET UP, for a soft drink, infringed 
plaintiff’s trademark 7 up, and also SEVEN uP. On August 16, 1943, while 
the above two cases were pending, plaintiff filed in the same court, a suit 
against Schneeberger, doing business as Bubble Up Company, alleging 
that the trademark BUBBLE UP was invalid and that that mark infringed 
plaintiff’s mark 7 up. The Cheer Up case was tried and on July 6, 1944, 
a judgment was entered finding, and holding that plaintiff’s trademarks 
were not infringed by the mark CHEER up. Thereafter, plaintiff prosecuted 
the Cheer Up case to four further adverse decisions, the latter of these 
being a denial of plaintiff’s petition for writ of certiorari by the United 
States Supreme Court on October 14, 1946. See Seven Up Co. v. Cheer Up 
Sales Co., 148 F.2d 909, 65 USPQ 237 (35 TMR 174), certiorari denied 
326 U.S. 727, 67 USPQ 360. Seven Up Co. v. Cheer Up Sales Co., 153 
F.2d 231, 68 USPQ 250 (36 TMR 93), certiorari denied 329 U.S. 717, 71 
USPQ 328. 

After the adverse Cheer Up decisions, plaintiff abandoned and dis- 
missed its suits against the marks NATURAL SET UP and BUBBLE UP, although 
the latter case was at issue. In the approximately 13 years elapsed between 
plaintiff’s dismissal of its suit against Schneeberger, defendant corpora- 
tions received no notice or claim by plaintiff, either orally or written, 
that the trademark BUBBLE UP was invalid or that that mark infringed 
plaintiff’s 7 up marks, until March 17, 1959, when plaintiff filed in the 
United States Patent Office a petition to cancel defendants’ BUBBLE UP 
registrations. Three days later this suit was filed. 

Also, during the interim period of approximately 13 years, between 
plaintiff’s dismissal of the St. Louis suit and the filing of this cause, 
officers and agents of both plaintiff and defendants attended numerous 
national and state soft drink bottlers’ conventions at which both plaintiff 
and defendants had large and prominent displays of their respective 
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products. On several occasions agents of plaintiff and defendants had 
conversations and written correspondence respecting common problems 
of the industry and respecting their use of their respective marks, to the 
end that the “Up” suffix should not become generic in the soft drink field; 
BUBBLE UP was nationally advertised in a number of periodicals, including 
the magazine “Life”; BUBBLE UP was advertised, exploited, distributed 
and sold openly in the public market both in the United States and in 
foreign countries; and plaintiff knew and was aware of defendants’ ac- 
tivity in the sale and promotion of their product. 

Since Company purchased the mark BUBBLE UP and the good will and 
business connected therewith the growth of the business has steadily pro- 
gressed. On December 23, 1952, the product BUBBLE Up was marketed in 
interstate commerce in 26 States of the United States. In 1953, the first 
year of Company’s ownership and operation of the business sales of BUBBLE 
UP, expressed in terms of seven-ounce bottles, totaled 35,000,000 bottles. 
In 1958, shortly prior to the filing of this suit, BUBBLE UP was bottled and 
sold in 45 states and a number of foreign countries and sales of the 
product, expressed in terms of seven-ounce bottles, exceeded 144,000,000 
bottles. In December, 1952, BUBBLE UP was bottled and distributed by 101 
franchised and licensed bottlers in comparison with 253 franchised bottlers 
of the product at the time this suit was brought. Licensed bottlers holding 
a franchise for defendants’ product have invested in excess of $5,000,000, 
in the development and exploitation of the product BUBBLE UP, in addi- 
tion to sums in excess of $1,000,000 expended by defendants and their li- 
censed bottlers for advertising during the interim period of more than 
6 years since December, 1952, when Company purchased the business. 
Defendants aver that all such investments would be practically a total 
loss should their BUBBLE UP mark be now destroyed. 

Benjamin R. Koch, who is Executive Vice President of each of the 
defendant companies, states by his affidavit in support of the pending mo- 
tion that he has been familiar with the soft drink bottling business for all 
of his business career, and that he has knowledge of the value and sig- 
nificance of an established, nationally-recognized, soft drink trademark; 
that, in the bottling business, it is virtually impossible to obtain new 
licensees and franchised bottlers for a soft drink, the trademark of which 
is in litigation, for the reason that such prospective licensees would be 
unwilling to risk the substantial investment required for exploitation of 
a franchise of that nature so long as there is any doubt as to the validity 
of the product’s trademark ; that he believes that plaintiff filed the present 
suit against defendants for the real purpose of embarrassing and harassing 
the defendants in the steady growth of their enterprise as a competitor of 
plaintiff’s product; and that the long delay in instituting this suit has not 
been the result of any action of any of defendants, or their officers or agents. 

The affidavit of Eugene R. Johnson, who is Secretary-General Counsel 
of defendant corporations, attested several contacts between himself and 
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agents of plaintiff during the period from 1953 to the time of filing this 
suit relating to common problems in the trade and the use of their trade- 
marks, and further attests the fact that no notice or claim was ever as- 
serted by the plaintiff against the BUBBLE Up mark prior to the filing of 
this suit. The latter affiant further states that defendants have already 
been, and will be, hampered in their defense of this suit by plaintiff’s 
delay for the reasons that many witnesses having knowledge of material 
facts are now deceased, that witnesses interviewed are now hazy on their 
memory of material facts which occurred more than 16 years ago, and 
that correspondence, documents, records and advertising matter which 
would aid defendants’ preparation of a defense to the claim have been 
long since destroyed. 

The above summary of facts, taken largely from defendants’ verified 
answer to the complaint, and from the affidavits of defendants’ Executive 
Vice President and Secretary-General Counsel, is not intended as a com- 
plete resumé of all averments and verified statements of record which relate 
to the laches defense, but only as a sufficiently detailed summary thereof as 
will give direction to discussion of the question whether the laches defense, 
if the same be proved, would dispose of all issues of this case. If those aver- 
ments and statements are a fair summary of the evidence upon which 
defendants will rely to support their laches defense in the absence of con- 
tradiction, for present purposes, it must be assumed that those documents 
do fairly summarize the evidence to be adduced by defendants on that 
issue, it would appear that a decision in favor of defendants on the laches 
issue would dispose of all issues of this case, with the possible exception 
of any issues relating to unfair competition in defendants’ use of current 
advertising. Moreover, consideration of those facts in the light of the 
applicable legal principles discussed below, convinces the court that it 
might also be inequitable and unjust to deny defendants’ motion for a 
separate trial of the laches issue. 

Laches may create an estoppel when a long period of delay in asserting 
one’s rights is accompanied by factors which would render it unconscionable 
to permit the claim of right to be asserted. George J. Meyer Mfg. Co. v. 
Miller Mfg. Co., 24 F.2d 505, 507. That rule governs trademark infringe- 
ment litigation as well as other chancery cases unless there is proof that 
an accused trademark has been, and is being, so used as to constitute a 
deliberate and continued attempt of one person to palm-off his goods on 
the purchasing public as the goods of another. In the latter event it 
appears that the courts act to protect the public interest, not the stale 
rights of the party claimant. Sezlehner v. Eisner & Mendelson Co., 179 
U.S. 19, is a good illustration of that postulate. There the plaintiff had 
adopted and continuously used, the name HUNYADI, which was, originally, 
a wholly arbitrary symbol, as a part of its trademark in the marketing of 
mineral waters. Subsequently, defendant entered the market, bottling and 
selling the same type of mineral water under a trade name containing 
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the name HUNYADI. Plaintiff made no protest against defendant’s infring- 
ing use of plaintiff’s arbitrary symbol until after the passage of some 20 
years. Upon those facts the Court held that laches barred the plaintiff 
from all relief on account of the defendant’s infringement of the mark 
HUNYADI, but enjoined the defendant from its further use of a label for 
its bottles which was a Chinese copy of a label used by plaintiff in mar- 
keting an identical commodity. 

The same result, with one exception, was reached in French Republic 
v. Saratoga Vichy Spring Co., 191 U.S. 427. There, plaintiff marketed 
mineral water under the trademark vicHy water. The Court held that 
the plaintiff was entitled to no relief, reasoning as follows: the mark vicHy 
used by plaintiff in marketing its water was, initially, a valid trademark; 
that plaintiff’s acquiescence for a period of some 30 years in defendant’s 
use of the word vicHy in its trade name for similar waters barred plain- 
tiff’s claim of an exclusive right to use the mark vicHy; and that all relief 
should be denied to plaintiff since defendant had adopted and used in its 
marketing of the water a distinctive label which was reasonably calcu- 
lated to apprise the purchasing public of the source of defendant’s product. 

Acquiescence by a party claiming an exclusive right to a trademark 
in a long-standing infringing use by another of a similar mark may also 
create as between the parties, on the one hand, and as between the parties 
and the public, on the other, new correlative rights which the courts will 
not disturb. In Pflugh v. Eagle White Lead Co., 185 F. 769 (1 TMR 101), 
the plaintiff alleged trademark infringement and unfair competition in 
defendant’s marketing of white lead products. The plaintiff owned a regis- 
tered trademark for white lead products upon which a pictorial eagle 
was a prominent feature and a registered mark for such products con- 
sisting of the printed word EaaLe. After plaintiff’s registration of its 
marks, defendant began marketing white lead products under the trade 
name GOLD EAGLE, employing in conjunction therewith on its package labels 
a pictorial eagle. It also appeared that the pictorial eagle was used by 
other competitors in the white lead field, and that such use by defendant 
and others had continued for a period of some 14 years before suit was 
filed against the defendant. The trial court found that plaintiff’s claim 
for an accounting was barred by its laches, but further found that defend- 
ant’s use of GOLD EAGLE and the pictorial eagle constituted an infringe- 
ment of the plaintiff’s marks. Further use by defendants of its GOLD EAGLE 
trade name and the pictorial eagle in the marketing of white lead was 
enjoined. 

On appeal, the judgment granting injunctive relief was reversed, the 
court holding that laches and plaintiff’s acquiescence in defendant’s use 
of its GOLD EAGLE name were a bar to any relief. In pertinent part, the 
court said, 185 F. at pages 772-773 (1 TMR at 104-105): 


“In view of these facts, of the asserted and exercised right of 
the respondents to use the eagle during this period of fourteen years, 
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of the acquiescence of the complainant in that use, and of the further 
fact that the respondents’ label is so different that by no possibility 
could it be mistaken for complainant’s trademark * * * it is clear the 
complainant is not entitled to the relief prayed for. The simple fact 
is that the eagle is not the exclusive trademark of its white lead. It 
is equally the trademark of the respondents, and as the trademark of 
the respondents, under adverse claim of right the latter have pre- 
sumably during these 14 years gone on extending their trade under 
that brand. The continued, persistent, and adverse use of the eagle 
by the respondents * * * during all these years, shows an abandon- 
ment of an exclusive claim by the complainant. And on such aban- 
donment new rights have meanwhile arisen on the part of the public. 
The trade of the respondents has been continued and built up further 
upon their trade label, on which an eagle appeared. 

“We are not unmindful of Menendez v. Holt, 128 U.S. 524, * * * 
that mere failure to enforce trade mark rights will not preclude 
injunctive relief when it is sought. But those were cases where, as 
said in Menendez v. Holt, supra, there was nothing ‘in the nature of 
an estoppel, nothing which rendered it inequitable to arrest at this 
stage any further invasion of complainant’s right.’ In this case there 
is. The complainant notified the respondents of its alleged rights; the 
respondents positively asserted their adverse rights; the complainant 
acquiesced in the respondents building up their trade under their 
label for 8 years without further objection; then complainant notified 
again and again, but respondents stood their ground and continued 
for 6 years more to build up their adverse trademark rights before 
complainant again broke its silence by asserting an exclusive right by 
filing this bill. 

“Under such facts it would, in our judgment, be inequitable to 
arrest at this stage the respondent’s trade * * *.” 


It thus appears that plaintiff’s contention that laches may bar the right 
to an accounting, but never the right to injunctive relief against further 
use of an infringing mark, is only half correct. Even clear-cut infringe- 
ment of a registered mark, if it is permitted to continue for a long period 
of time, may be immune from mandate of an injunction for the reason 
that the mark has become generic, French Republic v. Saratoga Vichy 
Spring Co., supra, or for the reason that the exclusive right to use of the 
mark has been abandoned, Sazlehner v. Eisner & Mendelson Co., supra, 
or for the reason that the actions of a merchant in the use of an infringing 
mark, together with the knowledge of such use and acquiescence therein 
by the owner of the infringed mark, are such as to create, in equity, a 
presumptive public awareness that a particular commodity is sold by two 
or more persons under similar or identical trademarks giving use to new 
correlative rights which a court of equity will not disturb. Pflugh v. Eagle 
White Lead Co., supra; Anheuser-Busch, Inc. v. Du Bois Brewing Co., 
175 F.2d 370, 375, 81 USPQ 423, 427 (39 TMR 573). 

It is impossible to reconcile all that courts have said relative to the 
effect of laches on the right to injunctive relief against an infringing trade- 
mark, but the rationale of pertinent cases is that the question of whether 
injunctive relief against infringement will be granted or withheld depends 
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upon a weighing of all relevant proof in each particular case. Thus, where 
elements of both laches and estoppel were present in a trademark infringe- 
ment suit, injunctive relief was neverthelss granted upon a finding that 
the defendant’s adoption of the infringing mark constituted a studied 
attempt to trade on the reputation and good will of the plaintiff to the 
detriment of the public. A. EZ. Staley Mfg. Co. v. Staley Milling Co., 253 
F.2d 269, 116 USPQ 546 (48 TMR 730). Compare, France Milling Co. v. 
Washburn-Crosby Co., 7 F.2d 304: injunctive relief was denied upon evi- 
dence that France’s GOLD MEDAL trade name for pancake mix was adopted 
without any intent to trade upon Washburn’s GOLD MEDAL trademark for 
wheat flour, and upon evidence of Washburn’s knowledge of, and acqui- 
escence in, France’s use of GOLD MEDAL for more than 10 years. On the other 
hand, if it appears that injunctive relief would be inequitable and would 
work an injustice, such relief will be denied on proof of laches, even as 
against an infringing use of an identical trade name. E.g., Thomas J. 
Carroll & Son Co. v. McIlvaine & Baldwin, 183 F. 22; Dwinell-Wright Co. 
v. White House Milk Co., 132 F.2d 822, 56 USPQ 120 (33 TMR 2). An- 
heuser-Busch, Inc. v. Du Bois Brewing Co., 175 F.2d 370, 81 USPQ 423 
(39 TMR 573). 

The plaintiff in the Carroll case, supra, was a liquor wholesaler in 
the Baltimore area. The defendant was a liquor wholesaler in the New 
York area. Each adopted the name BALTIMORE CLUB for one of its blended 
whiskeys, and each used that name for approximately 20 years before suit 
was brought for trademark infringement. In denying plaintiff injunctive 
relief, the court stressed the following factors: (1) good-faith adoption 
of the trade name by defendant; (2) the establishment by defendant dur- 
ing the 20 year period of a substantial business under the BALTIMORE CLUB 
trade name; (3) the use by defendant of a distinctive label, not likely to 
be confused with plaintiff’s BALTIMORE CLUB label; (4) the embarrassment 
of defendant in its defense because of long delay; and (5) plaintiff’s knowl- 
edge of, and acquiescence in, defendant’s use of the trade name over a 
long period of time. 

In Dwinell-Wright Co. v. White House Milk Co., supra, the plaintiff 
had used the trade name WHITE HOUSE, coupled with a pictorial represen- 
tation of the White House in Washington, in the sale of coffee and tea 
from about 1888. In 1910, it registered both the name and pictorial rep- 
resentation of the White House as trademarks for its products. Defendant, 
a subsidiary of A & P Tea Company, used the trade name WHITE HOUSE, 
together with a pictorial representation of the White House in Washing- 
ton, on its labels used in marketing condensed milk. Defendant’s user, 
dating back through predecessors to the year 1917, was known to plaintiff 
as early as 1920, approximately 16 years before the suit was brought for 
trademark infringment. During that period of time, plaintiff had mar- 
keted its products through the A & P stores, it had knowledge that WHITE 
HOUSE milk and its WHITE HOUSE products were both sold by A & P and 
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that, at times, plaintiff’s and defendant’s products were advertised by 
A & P in the same advertising format. In affirming a judgment 
denying injunctive relief to the plaintiff, the court stressed the inequity 
of destroying defendant’s business in the light of the facts of the case. 
The able opinion of Judge Learned Hand is worthy of quotation in per- 
tinent part but to do so would unduly lengthen this opinion. 

So too, in Anheuser-Busch, Inc. v. Du Bois Brewing Co., 175 F.2d 
370, 81 USPQ 423 (39 TMR 573), injunctive relief was denied to the owner 
of an infringed trademark upon proof of almost 35 years delay in the 
owner’s assertion of an exclusive right to the use of the mark. Anheuser 
and its predecessors had used the trademark BUDWEISER in the marketing 
of beer beginning in 1876. In 1905 Du Bois, a small brewer, began market- 
ing some of its beer under the name DU BOIS BUDWEISER. In 1908 Anheuser’s 
predecessor filed a suit to enjoin Du Bois’ use of the BUDWEISER name but 
it voluntarily dismissed the suit the following year. Nothing more was 
done by Anheuser and its predecessors until a second suit for injunctive 
relief was filed by Anheuser in 1940. The trial court entered judgment 
enjoining Du Bois from the further use of the BUDWEISER name. That 
judgment was reversed (one judge dissenting), the court holding that 
Anheuser had been grossly remiss in the following particulars, to-wit: (1) 
Dismissal of the 1908 suit, followed by a delay of more than 30 years 
before again asserting an exclusive right to use of the mark; (2) An- 
heuser’s acquiescence in Du Bois’ use of the BUDWEISER name; (3) the 
acquisition by Du Bois in its marketing area of a substantial good will 
in the name DU BOIS BUDWEISER; and (4) the dulling of Du Bois’ ability 
to defend the suit by the passage of time and the death of some key 
witnesses; and that those factors made it unjust and inequitable to enjoin 
Du Bois’ further use of the mark. 

Finally, before leaving this field of discussion, it is appropriate to 
note the language of the court in Valvoline Oil Co. v. Havoline Oil Co., 
211 F. 189, 195 (4 TMR 257), as follows: 

“But it cannot be equitable for a well-informed merchant with 
knowledge of a claimed invasion of right, to wait to see how successful 
his competitor will be and then destroy with the aid of a court decree, 
much that the competitor has striven for and accomplished—espe- 
cially in a case where the most that can be said is that the trademark 
infringement is a genuinely debatable question.” 

See also, Pflugh v. Eagle White Lead Co., 185 F. 769, 772 (1 TMR 101); 
France Milling Co. v. Washburn-Crosby Co., 7 F.2d 304, 306 (15 TMR 185). 

Plaintiff urgently insists that every adjudicated infringement of a 
registered mark will be enjoined, irrespective of the proof of laches, to 
protect the public from confusion and deception; that, therefore, proof 
of laches in this case would still leave the infringement issue for decision. 
That contention is not wholly correct. The principle to be distilled from 
the reported cases is that continued use of an infringing mark may be 
enjoined, irrespective of the existence of laches, when the circumstances 
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of the particular case require that result; and protection of the public is 
merely one element which influences that decision. Neither G. W. Cole 
Co. v. American Cement & Oil Co., 130 F. 703; Rosenberg Bros. & Co. v. 
Elliott, 7 F.2d 962 (15 TMR 479), nor Jenkins Bros. v. Kelly & Jones Co., 
227 EF. 211 (6 TMR 53), upon which plaintiff’s principal reliance is placed, 
involved any issue of laches. Neither is particularly helpful here. 

Moreover, it is error to assume that the public right to, and need for, 
protection is a constant factor. On the contrary the depth of such public 
right and the existence of such need vary as the circumstances of the use 
of an infringing mark vary from case to case. They also vary correla- 
tively with the similarity, or lack of similarity, of the particular competing 
marks being considered. 

In Rosenberg Bros. & Co. v. Elliott, supra, the complainant manufac- 
tured men’s clothing under the registered and nationally-known trademark 
FASHION PARK. Defendant, who operated a retail store for men’s hats and 
caps, began using a FASHION PARK label on his products and in his adver- 
tising after complainant’s mark became nationally accepted. Defendant’s 
use of the mark was enjoined. Under similar facts in the Anheuser-Busch 
case, supra, i.e., the use in a restricted marketing area of an infringing 
mark which was essentially identical to a prior-right, nationally known, 
competing mark, the same court indicated that laches and the lapse of 
time had created a public awareness of the infringing use which abated 
the likelihood of public confusion. If you add to the facts of the Rosenberg 
case protracted delay in the plaintiff’s assertion of its rights, after knowl- 
edge of the infringing use, and other factors which existed in the Anheuser 
case, it would require more naivete than I possess to assume that the de- 
cision in Rosenberg would nevertheless have been the same. 

It is obvious also that the likelihood of publie confusion, and the 
correlative need for public protection may be great on an exact or near 
duplication of marks, as, for example, in the competing marks, BLUE RIBBON 
and BLUE RIBBON on paper products, Oakford Co. v. Kroger Co., 157 F.Supp. 
453, 116 USPQ 430 (48 TMR 941), FASHION PARK and FASHION PARK used 
on men’s clothing, Rosenberg Bros. & Co. v. Elliott, supra; sTALEY and 
STALEY or STALEYS used on animal feeds, A. E. Staley Mfg. Co. v. Staley 
Milling Co., supra; KELLY VALVE and STANDARD KELLY VALVE used on faucet 
valves, Jenkins Bros. v. Kelly & Jones Co., supra; ALADDIN used on kerosene 
lamps and ALADDIN used on portable electric lamps, Mantle Lamp Company 
of America v. Aladdin Mfg. Co., 78 F.2d 426, 26 USPQ 166 (25 TMR 427) ; 
STRONGHOLD and STRONGHOLD used on ribbed nails, Independent Nail & 
Packing Co. v. Stronghold Screw Products, 205 F.2d 921, 98 USPQ 172 
(43 TMR 182) ; certiorari denied 346 U.S. 886, 99 USPQ 491; spice ISLANDS 
and SPICE LAND used on spice products, Spice Islands Co. v. Spice Land 
Products, 262 F.2d 356, 120 USPQ 64 (49 TMR 336) ; and copPERTONE and 
COPPER TAN used on sun-tan oils, Douglas Laboratories Corp. v. Copper Tan, 
210 F.2d 453, 100 USPQ 237 (44 TMR 657). That likelihood and need 
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is lessened, eventually to the point of disappearance as the visual and 
auditory similarity between competing marks decreases, as, for example, 
in the competing marks 3-1N-1 and Bia 4 used on oils, G. W. Cole Co. v. 
American Cement & Oil Co., supra; A°LURE and JANTZEN CURVALLURE used 
on brassieres, Warner Brothers Co. v. Jantzen, Inc., 249 F.2d 3538, 115 
USPQ 258 (48 TMR 337); HEAD-ON BASSER and MILLSITE BASSOR used on 
fishing plugs, James Heddon’s Sons v. Millsite Steel & Wire Works, 128 
F.2d 6, 53 USPQ 579 (32 TMR 410); and 7 up and CHEER UP used on 
soft drinks, Seven Up Co. v. Cheer Up Sales Co., 148 F.2d 909, 65 USPQ 
237 (35 TMR 174) ; certiorari denied 326 U.S. 727, 67 USPQ 360. 

In the final analysis, even on a clear-cut case of infringement, delay 
of the owner of the infringed mark to assert his right and protracted 
acquiescence in the infringing use of a similar, or even identical, mark, 
may create a presumptive public advisement of the facts sufficient to have 
negatived the likelihood of confusion, and may even establish a public right 
to have the status quo maintained. Pflugh v. Eagle White Lead Co., supra, 
185 F. at page 772 (1 TMR at p. 104). Cf., Anheuser-Busch, Inc. v. Du Bots 
Brewing Co., supra, 175 F.2d at page 375, 81 USPQ at 427 (39 TMR at 
p. 582); Thomas J. Carroll & Son Co. v. Mcllvaine & Baldwin, supra. 
Compare suggestion of Judge Learned Hand in the White House case, 
supra, 132 F.2d at page 825, 56 USPQ at 122 (33 TMR at p. 4), that delay 
and acquiescence might not bar injunctive relief against an infringing 
mark “in the case of deliberate and continued palming off * * *.” 

Nothing said in this memorandum is intended by the court to express 
any opinion as to the merits of the laches defense or of any other issue in 
the case. An appraisal of the question, whether a decision on the laches 
issue would dispose of this litigation should defendants prevail, neces- 


sarily requires an analysis and evaluation of the case law in the field in 
the light of undisputed facts averred in support of defendants’ motion for 
a separate trial of that issue. One concomitant of that necessary analysis 
is the possible impression that the court has herein pre-judged the merits 
of the laches defense. That impression is not a true one; judgment on the 
merits of that defense must abide an evaluation of the evidence adduced 


on the trial thereof. 

It appears to the court that the defense of laches, if proved, would 
act as a bar to essentially all of plaintiff's claims. From the standpoint 
of both the court and the parties, it is better to fight the battle which 
might win the war, than to by-pass the battle and fight the whole war as a 
means for determining whether, in the first instance, the battle should 
have been fought. 

Invoking the broad discretion vested in the court by Rule 42 (b), 
defendants’ motion for a separate trial of the laches issue will be allowed 
and all further proceedings in the cause, whether on deposition or other- 
wise, will be held in abeyance pending the trial of that issue, and it is 
hereby so ordered. 
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THE GILLETTE COMPANY v. ED PINAUD, INC. 


No. 140-149 —D. C., S. D. New York — December 7, 1959 — 
123 USPQ 531 


7.15—REMEDIES—INFRINGEMENT—DEFENSES 
Plaintiff’s acquiescence for several years in defendant’s use of the word TONI- 
CREAM on women’s hair lotion barred plaintiff from a preliminary injunction in 
trademark infringement suit. 
7.17—REMEDIES—INFRINGEMENT—LACHES 
While laches may not be sufficient to bar a permanent injunction, it may well 
be a bar to preliminary relief. 
8.3—COURTS—PRELIMINARY INJUNCTION 
The grant or denial of a preliminary injunction rests in the sound discretion 
of the court upon consideration of all the facts and circumstances. 
8.4—COURTS—MOTIONS 
Although motion for preliminary injunction was denied due to laches, doubt 
of plaintiff’s success at trial and plaintiff’s failure to show defendant’s inability 
to respond in damages, preference for an early trial was granted. 


Action by The Gillette Company v. Ed Pinaud, Inc., for trademark 
infringement and unfair competition in which defendant counterclaims 
for declaratory judgment that trademark registrations are invalid. Plain- 
tiff moves for preliminary injunction. Motion denied. 


Stephen H. Philbin, of New York, N. Y. (Rowland V. Patrick, of Bos- 


ton, Massachusetts, and Morris I. Leibman and Richard H. Prins, 
of Chicago, Illinois, of counsel) for plaintiff. 

Blum, Moscovitz, Friedman & Blum (Asher Blum of counsel) of New 
York, N. Y., for defendant. 


BrYAN, District Judge. 

This is an action for trademark infringement and unfair competition. 
Plaintiff manufactures and sells a line of products for women’s hair under 
the name TONI, and a hairspray called ADORN, BY TONI. Defendant manu- 
factures and sells hair preparations for both men and women and a hair- 
spray under the name TONICREAM, among others. 

Plaintiff moves to restrain defendant, pending the trial of the action, 
from using the name TONICREAM in the marketing of defendant’s hair spray, 
alleging that such conduct infringes upon its trademark registration of 
the name TONI, is causing confusion and mistake and is deceiving purchasers 
as to the source of origin of TONICREAM. 

The complaint is in three counts. The first, under the Lanham Act, 
15 U.S.C. § 1051 et seq., alleges infringement of several United States 
trademark registrations of the name TONI covering home permanent waving 
kits and other women’s hair preparations. The second count is for common 
law trademark infringement on the same facts. The third count, also on 
the same facts, is for unfair competition. Jurisdiction is laid under 15 


U.S.C. § 1121, and 28 U.S.C. §§ 1338, 1332(a) (1). 
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The amended answer denies infringement and unfair competition, 
asserts defendant’s ownership of a trademark registration of TONICREAM 
issued under the Trademark Act of 1920, alleges priority over plaintiff by 
a predecessor of defendant, and claims laches, acquiescence and estoppel. 
Defendant also sets up a counterclaim seeking to have plaintiff’s TONI 
registrations declared invalid if it be held that ToNicrEAM infringes 
them. A reply denies all the material allegations of the counterclaim. 

There is relatively little dispute as to the facts. 

The TONI business began in 1944 with the introduction by the Toni 
Company, a Minnesota corporation, of the ToNI home permanent wave kit 
for waving women’s hair without heat. This product, through wide adver- 
tising and the slogan WHICH TWIN HAS THE TONI met with phenomenal 
success and was soon being marketed on a nationwide basis. Plaintiff pur- 
chased the Toni business in January 1948 for a large sum and has con- 
tinued it as one of its divisions. 

The name TONI written in script was registered as a trademark cov- 
ering the home permanent wave kit by plaintiff's predecessor on Septem- 
ber 11, 1945 under the Act of February 20, 1905 alleging continuous use 
since August 1, 1944. Thereafter there were other registrations of TONI 
covering hair curlers and hair waving lotions under the 1905 Act. The 
name in slanting script was also registered for the home permanent wave 
kit under the Lanham Act on September 21, 1948, and there were further 
registrations of the name under that Act on October 18, 1949 covering 
a shampoo, and on May 30, 1950 covering a “creme” hair rinse. Plaintiff’s 
right to use the TONI registrations for the home permanent wave kit and 
the hair rinse have become incontestable under § 15 of the Lanham Act, 
15 U.S.C. § 1065. Plaintiff also registered the name aporNn for cream 
and lotion hair preparations on January 17, 1956, and for a hair spray 
on May 14, 1957. The name aAporN is presently used by the plaintiff on 
its hair spray preparation as ADORN—Self-styling Hairspray—By TONT. 

There is no doubt that the ToNI products are sold throughout the 
country on a large scale, that many millions have been spent on adver- 
tising and promoting them and that they are very widely known throughout 
the extensive women’s hair care field. 

The name TONICREAM was registered for face lotions and hair lotions 
by defendant’s predecessor, Pinaud, Incorporated, on May 7, 1944 under 
the Act of 1920' with continuous use claimed since 1939. Pinaud, Incor- 
porated, was an American affiliate of a well-known French cosmetic house 


1. Defendant’s mark was denied registration under the Trademark Act of 1905, 
since the examiner felt that it was merely a misspelling of the descriptive words TONI- 
CREAM. A trademark consisting of descriptive words may not be registered under the 
Act of 1905 but may be registered under the Act of 1920. Compare §5 of the Act of 
1905, with §1(b) of the Act of 1920. Registration on the 1920 register is less advan- 
tageous than registration on the 1905 register. For this reason, and because a mark 
cannot be registered under the Act of 1920, if it is registrable under the Act of 1905, 
many marks registered after 1920 are registered under the Act of 1905. See generally 
Armstrong Paint v. Nu-Enamel Corp., 305 U.S. 315, 39 USPQ 402 (29 TMR 3). 
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which had done business for many years under the name Pinaud, Ine. It 
appears that in 1939 some 1,000 jars of a product called TONI-CREAM were 
imported by defendant’s predecessor from France. The claim is made 
that further imports from France were interrupted by the war. When 
the mark was registered in the United States Patent Office in 1944 the 
verified application stated that “the mark has been in bona fide use for 
not less than one year in interstate commerce by the applicant.” 

In 1947 defendant’s predecessor assigned its good will and various 
trademark registrations, including TONICREAM to defendant Ed Pinaud, 
Ine. In 1948, shortly after the acquisition of the business, defendant 
merged with Nestle LeMur Co., Inc. which also manufactured hair products, 
and began to manufacture and market TONICREAM hair preparations which 
it advertised widely. The principal product was a hair tonic for men, 
used mainly in barber shops. In 1954, however, the defendant widened 
the use of the mark TONICREAM and introduced TONICREAM LOTION SHAMPOO 
and TONICREAM HAIR CONDITIONER GROOMER, a hair lotion for “men, women 
and children.” By this time Toni was marketing a wide line of home 
permanent kits and women’s hair preparations. 

While the complaint in this action is directed to the use of TONICREAM 
on all hair preparations in the retail field, the present motion for prelim- 
inary relief is confined to the use of TONICREAM on defendant’s hair spray. 

According to plaintiff, some time prior to 1957, hair sprays in pres- 
surized cans designed to permit a woman to set her hair at home, began to 
cut deeply into the home wave market. In 1957 plaintiff commenced mar- 
keting its own hair spray under the caption ADORN—Self-styling Hair- 
spray—BY TONI. Some months later, early in 1958, defendant began mar- 
keting a hair spray under the name “TONICREAM Curl Magic Hair Beauty 
Spray” or “TONICREAM Magic Net Hair Beauty Spray”. The words MAGIC NET 
have also been registered by defendant in the United States Patent Office. 
It was the introduction of defendant’s TONICREAM hair spray which precipi- 
tated the present action. 

There is dispute between the parties as to the properties of hair 
spray. Defendant claims that hair spray is merely a hair lotion in a pres- 
surized can which enables it to be sprayed on the hair instead of being 
applied by hand. Plaintiff takes the position that hair spray is a new 
and different product which is a substitute for and directly competes with 
the home permanent wave. In support of its position plaintiff points to 
claims made by the defendant in its advertising and promotional ma- 
terial, couched in the extravagant language usual in this field, indicating 
that its hair spray has curling or waving, as well as setting properties. 
These questions cannot be resolved on the affidavits before me. 

The labels and packaging of the two hair spray products are quite 
dissimilar. It does not appear that there was any attempt on the part 
of the defendant to imitate the plaintiff’s label and package in design, 
eolor, or otherwise. 
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The only possible source of confusion of origin lies in the use of the 
word TONICREAM by defendant as suggesting that its hair spray is a product 
of the Toni Company. 

There is substantial evidence that there has been confusion, largely 
among retailers in the trade who would be presumed to be more aware 
of the difference than the ultimate consumer, as to whether the origin 
of defendant’s hair spray is the Toni Company. Moreover, a number of 
retailers selling defendant’s TONICREAM hair spray have referred to it in 
their advertising and promotional matter as TONI-CREAM, or aS TONI CREAM, 
or aS TONI-CREME, or merely as TONi. 

Defendant, on the other hand, claims that its hair spray is merely the 
hair lotion which it had marketed for many years under the registered 
name TONICREAM applied by spraying from a pressurized can. It says that 
through registration and use it legitimately acquired the right to use the 


name TONICREAM on women’s hair lotions and is now doing no more than 
that. It asserts that plaintiff can no more object to TONICREAM hair spray 
than it can to TONICREAM hair lotion. 

While the papers before me indicate that the plaintiff has the stronger 
position on these issues, they cannot be finally resolved without a trial. 


Defendant also contends that plaintiff, having acquiesced in defend- 
ant’s use of the word TONICREAM on women’s hair lotion for several years, 
is guilty of laches which bars it from relief. Whether or not the defense 
of laches is ultimately determined to bar final relief, in my view it at least 
bars plaintiff from the preliminary injunction which it seeks on this motion. 

It appears that defendant under the name TONICREAM has been mar- 
keting its hair lotion, primarily for men, since 1948 and for women since 
1954. Plaintiff admits that it knew of defendant’s TONICREAM mark since 
1946 and of the marketing of its TONICREAM hair lotion since 1948. It also 
knew that TONICREAM hair lotion for women was being marketed since 1954 
when defendant made a public announcement to this effect. Yet at no time 
until after defendant put its TONICREAM hair spray on the market early in 
1958 did plaintiff make any protest to the defendant or take any action 
whatsoever indicating that it claimed any violation of its rights. It slept on 
any rights which it might have had with respect to the use of TONICREAM for 
women’s hair lotion for at least four years. 

As I have pointed out, defendant claims that its hair spray is merely 
its hair lotion sold in the conventional pressurized can so that it can be 
applied by spraying rather than by hand. It further says that in mar- 
keting its spray it is legitimately continuing to exploit the good will which 
it had built up by its prior use of the TONICREAM name in the hair care 
field generally, and particularly in the women’s hair care field. 

On this application plaintiff does not convincingly negative this claim. 
Even though the volume of sales of the TONICREAM women’s hair care prod- 
ucts was relatively small in comparison with the enormous TONI volume, 
it cannot be said that the failure of the plaintiff to make any objection 
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whatsoever to the use of the name TONICREAM in this field did not lull the 
defendant into a justifiable sense of security under which it entered the 
hair spray market. In the absence of protest of any kind from the plaintiff 
the defendant placed its hair spray on the market under a mark which, 
at least on its face, was valid and to which plaintiff had never objected. 
Defendant widely advertised and extensively promoted this product and 
built up a substantial volume of sales in it. 

It is true that plaintiff reacted with alacrity to the introduction of 
the TONICREAM hair spray in 1958, by promptly making the claim that its 
rights were being invaded. But by that time such damage as may have 
been caused by its acquiescence and inaction for some four years had al- 
ready been done. The defendant’s hair spray product had already been 
developed, placed on the market and promoted and advertised. 

In trademark cases the defense of laches may frequently be sufficient 
to bar damages but will rarely bar a final injunction.” Menendez v. Holt, 
128 U.S. 514; Mandee Fabrics, Inc., v. Slifka, D.C.S.D.N.Y., 97 F.Supp. 
187, 89 USPQ 27; Cohn & Rosenberger v. Kaufman & Ruderman, 280 App. 
Div. 241, 113 N.Y.S.2d 62, 94 USPQ 13 (42 TMR 662). But see Thomas J. 
Carroll & Son Co. v. McIlvaine & Baldwin, 2 Cir., 183 F. 22 (denying 
preliminary injunction). 

On the other hand, while laches may not be sufficient to bar a perma- 
nent injunction it may well be a bar to preliminary relief. A preliminary 
injunction is sought upon the theory that there is an urgent need for speedy 
action to protect the plaintiff’s rights. By sleeping on its rights a plaintiff 
demonstrates the lack of need for speedy action and cannot complain of 
the delay involved pending any final relief to which it may be entitled after 
a trial of all the issues. Chase Brass & Copper Co. v. Chase Metalcraft 
Corp., D.C.S.D.N.Y., 19 F.Supp. 966, 35 USPQ 186 (27 TMR 622); Burke 
v. Bishop, 2 Cir., 144 F. 838; International Latex Corp. v. Revlon Products 
Corp., 3 Mise.2d 487, 107 USPQ 336 (46 TMR 117); Ronson Art Metal 
Works v. Savoy of London, 130 N.Y.S.2d 500 aff’d 283 App. Div. 940, 131 
N.Y.S.2d 302. 

Here plaintiff, knowing of defendant’s continued use of the word 
TONICREAM in the women’s hair care field, acquiesced in such use for four 
years. Against a background of such acquiescence defendant developed its 
TONICREAM hair spray product and marketing. The plaintiff’s course of 
conduct indicates plainly that there is no real urgency at this time which 
requires preliminary relief. Moreover, lack of urgency is further indicated 
by plaintiff’s delay of over six months between the commencement of the 


2. The parties do not make any reference to whether federal law or New York 
law is applicable on the questions presented. However, it makes no difference which is 
applicable since both are in substance the same. On the choice of law problem gen- 
erally see Speedry Products, Inc. v. Dri-Mark Products, Inc., 2 Cir., F.2d , 123 
USPQ 368; Maternally Yours v. Your Maternity Shop, Inc., 2 Cir., 234 F.2d 538, 110 
USPQ 462 (46 TMR 1509); Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc., 
2 Cir., 204 F.2d 233, 97 USPQ 246 (43 TMR 934). 
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action and the making of the present motion. During this period plaintiff 
could have been far advanced toward final adjudication of the issues. 
International Latex Corp. v. Revlon Products Corp., supra. 

This is not a case of flagrant or fraudulent violation of the trademark 
or patent laws or of conduct with deliberate intention to confuse or deceive 
where injunctive relief might be granted despite long acquiescence by the 
plaintiff. My-T Fine Corp. v. Samuels, 2 Cir., 69 F.2d 76, 21 USPQ 94 
(24 TMR 141) (reversing denial of preliminary injunction). For cases 
involving permanent injunctions see Wesson v. Galef, D.C.S.D.N.Y., 286 
F. 621 (12 TMR 100); National Lead Co. v. Wolfe, 9 Cir., 223 F.2d 195, 
105 USPQ 462 (45 TMR 963), cert. den. 350 U.S. 883, 107 USPQ 362; H. A. 
Metz Laboratories v. Blackman, 153 Mise. 171, 182 (24 TMR 504). 

Defendant here had, at the least, an arguable right to its registered 
mark. It has made no attempt to copy the TONI packaging or to imitate 
the distinctive script in which the word TONI is usually written. Moreover, 
after the plaintiff’s protest in 1958 the defendant changed its package so 
as to display more prominently the name PINAup for the ostensible pur- 
pose of making confusion less likely. 

It is scarcely necessary to review what is required to be shown to 
obtain a preliminary injunction. Probability of success on the trial and 
irreparable damage resulting from the denial of the motion are essential. See 
Speedry Products, Inc. v. Dri-Mark Products, Inc., 2 Cir., ——F.2d , 
123 USPQ 368, and cases cited therein for the most recent review of the 
subject by the Court of Appeals for this circuit. 

The grant or denial of preliminary relief of this nature rests in the 
sound discretion of the court upon consideration of all the facts and 
circumstances. American Visuals Corp. v. Holland, 2 Cir., 219 F.2d 223, 
104 USPQ 222; Huber Baking Co. v. Stroehmann Bros. Co., 2 Cir., 208 F.2d 
464, 99 USPQ 429 (44 TMR 429) ; Burlington Mills Corp. v. Roy Fabrics, 
D.C.S.D.N.Y., 91 F.Supp. 39, 85 USPQ 449, aff’d, 182 F.2d 1020, 86 USPQ 
426 (40 TMR 551). 

Here in view of the laches and acquiescence of the plaintiff, the doubt 
as to the probability of plaintiff’s success at the trial, in the light of the 
variety of issues which require determination, and plaintiff’s failure to 
show that defendant is unable or unlikely to be able to respond in damages 
for any damage plaintiff may have suffered, plaintiff will not be granted a 
preliminary injunction. 

However, in my view the plaintiff should have an early trial and I 
recommend that the case be granted a preference. An application pur- 
suant to the calendar rules of this court should be made on this basis. 

Plaintiff’s motion for a preliminary injunction is denied. 

Settle order on notice. 
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SIPPIT CUPS, INC. v. MICHAEL’S CREATIONS, INC., et al. 


No. 19965 —D. C., E. D. New York — January 22, 1960 — 
124 USPQ 213 


8.4—COURTS—MOTIONS 

Defendants’ motion to vacate plaintiff’s notice to take deposition of defendants 
by oral examination in a suit for trademark infringement, false marking under the 
Patent and Trademark Acts, and unfair competition, where motion was based upon 
possible self-incrimination under the Patent Act, was granted as to the individual 
defendants in connection with the patent cause of action, but was denied with respect 
to the trademark and unfair competition causes of action, and was denied with 
respect to the corporate defendant. 


Action by Sippit Cups, Inc., v. Michael’s Creations, Inc., Meyer Saffer, 
and Mildred Saffer for trademark infringement, under section 292 of Patent 
Act, under 15 U.S.C. 1125(a), and for unfair competition. Defendants’ 
move to vacate notice to take deposition. Motion granted in part and 
denied in part. 


Watson, Leavenworth, Kelton & Taggart (Robert C. Nicander, Leslie D. 
Taggart, and Herbert Blecker of counsel) of New York, N. Y., for 
plaintiff. 

Friedman & Goodman (Abraham Friedman and Abraham Goodman of 
counsel) of Brooklyn, N. Y., for defendants. 


Byers, District Judge. 

This is a motion to vacate a notice to take the deposition of the de- 
fendants above named by oral examination of the two individuals so 
designated. In connection with the notice, a subpoena was served, calling 
for 

(1) Samples of plastic cups with attached straws which have 
ever been manufactured or sold by the defendants or each of them. 

As to this, the subpoena should be limited to the period of time during 
which the plaintiff has publicly used the trademark sipprr which was reg- 
istered in the United States Patent Office on April 21, 1959. 

(2) All documents, records, papers and books showing the sales 
of plastic cups with attached straws by defendants or each of them 
in each year since defendants or each of them began selling plastic cups. 


As to this, the subpoena should be limited as indicated under (1). 


(3) Copies of all advertising by the defendants of such articles 
“and of all advertising by others in defendants’ possession or control.” 


As to this, the subpoena will be limited to the period of time indicated 
under (1), and further, to advertising matters issued by or on behalf of 
the defendants. 

Decision is required as to the contention that in a suit under Section 
292 of the Patent Act (formerly known as a qui tam action) a defendant 
may claim immunity from yielding discovery on the theory that the action 
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is penal in nature and therefore the subject-matter is privileged within 
the meaning of Federal Rules of Civil Procedure 26(b). 

Other arguments asserted to be germane to this subject will be 
discussed. 

The devices involved are plastic cups with attached straws. 

Four causes are pleaded in the complaint, which was verified July 27, 
1959, namely: 

1. That plaintiff and its predecessor have been engaged in manufac- 
turing and selling the said cups under the trademark sippir which has 
gained public recognition. 

That the said trademark was registered in the United States Patent 
Office on April 21, 1959. 

That defendants are selling plastic cups with straws attached bearing 
the notation SIP ’N DRINK and are thus infringing plaintiff’s trademark as 
registered April 21, 1959. 

2. The qui tam cause based upon the defendants’ alleged sale in inter- 
state commerce of such plastic cups with attached straws, bearing the 
notation, “Pat. No. 2,355,010” in packages which bear the word “Patented.” 

3. Action under the Trademark Law, 15 U.S.C. §§ 1051, et seq., and 
particularly § 1125(a) and 28 U.S.C. § 1338 (the provision concerning the 
jurisdiction of district courts in such matters). 

The recital is that the plaintiff is a licensee under U. S. Patent No. 
2,885,134 as the result of which 

“Plaintiff’s said products have been and now are known and recog- 

nized by the trade and by the purchasing public as the ‘patented’ 

cup with the attached straw.” 
Further, that the defendants’ complained of conduct in using the word 
“Patented” and “Pat. No. 2,355,010” constitutes false representation and 
that such products have been transported in commerce in violation of the 
Trademark Act (15 U.S.C. § 1125(a)) to the plaintiff’s damage. 

4. The defendants’ conduct as above pleaded constitutes unfair com- 
petition with the plaintiff. 

The answer denies many substantial allegations in the complaint and 
in addition, four defenses are pleaded; also, five counterclaims. The latter 
require no discussion save the statement that they assert rights against 
the plaintiff based upon the same statutes which the latter has invoked. 
In effect, these counterclaims set forth a tu quoque series of assertions. 

The Fourth counterclaim seeks a declaratory judgment against plain- 
tiff in favor of the defendants which is in effect repeated in the Fifth 
counterclaim. 

A reply was served, containing appropriate denials. 

Some understanding of the nature and apparent scope of the con- 
troversy is a necessary preliminary to this decision. It seems that the 
defendants have already had discovery from the plaintiff by means of 
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the deposition procedure (Plaintiff’s brief, page 3) which, in light of the 
issues raised in the counterclaims, leaves something to be desired in the 
matter of consistency on the part of the defendants, if that should have 
any bearing upon the disposition of the motion. 

The defendants urge: 


(a) As to the Second cause (qui tam), this is to be regarded as a 
penal action. 

It is true that such has been the designation stated in the cases cited 
by defendants. The leading one is Newgold v. American Electrical Novelty 
& Mfg. Co., 108 F. 341 (1901), in which the opinion was rendered by 
Judge Addison Brown in the Southern District of New York. 

The later citations add nothing by way of exposition to what he wrote, 
which was based upon a discussion of discovery in a qui tam action for 
false labeling of certain articles as purporting to be patented, in view 
of Section 724 of the U. S. Revised Statutes. 

He clearly held such a case to be penal in character and denied dis- 
covery to the plaintiff for that reason. 

It seems to this court that there is a clear distinction between the word 
“penal” as so used, and the word “criminal.” The difference may not be 
presently important but what was written by Mr. Justice Gray for the 
Supreme Court in Huntington v. Attrill, 146 U.S. 657 at 676, may be 
profitably consulted in the effort to avoid a semantic quicksand. The court 
was considering the legal effect of a New York State judgment, sought to 
be enforced in Maryland, which was based upon a statutory violation by 
the defendant in signing and filing a false certificate concerning the 
capital stock of a certain corporation. In deciding that the judgment 
should receive full faith and credit in Maryland—which would not have 
been true as to a criminal offense—the opinion says: 


“As the statute imposes a burdensome liability on the officers for 
their wrongful act, it may well be considered penal, in the sense that 
it should be strictly construed. But as it gives a civil remedy, at the 
private suit of the creditor only, and measured by the amount of his 
debt, it is as to him clearly remedial. To maintain such a suit is not 
to administer a punishment imposed upon an offender against the 
State, but simply to enforce a private right secured under its laws 
to an individual. We can see no just ground, on principle, for holding 
such a statute to be a penal law, in the sense that it cannot be enforced 
in a foreign state or country.” 


The foregoing distinction is deemed to be presently apposite, and thus 
by a parity of reasoning, this court concludes that an action under Section 
292 of the Patent Act, which may lead to the imposition of a penalty, is 
not a criminal cause. 

In this connection, the cases of Schwebel v. Bothe, 40 F. 478, and 
Huston v. Buckeye, etc., 145 F. Supp. 600,* are not helpful. The first is 


* Editor’s Note: Also reported at 107 USPQ 138. 
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clearly distinguishable on the facts, and the headnote in the second is 
deemed to be erroneous. 

It seems to be apparent that the reasoning upon which the privilege 
would be based against self-incrimination in a criminal case, would equally 
apply to one who may be subject to the penalty contemplated by this 
statute, so far as the individual defendants are concerned, and it is there- 
fore held that as to the Second cause they are immune from the discovery 
process under said Rule 26(b). 

The same ruling, however, is not thought to apply to the corporate 
defendant, with reference to which the most recent statement by the Su- 
preme Court is found in Curcio v. United States, 354 U.S. 118 at 122, thus: 

“It is settled that a corporation is not protected by the consti- 
tutional privilege against self-incrimination. A corporate officer may 
not withhold testimony or documents on the ground that his corpora- 
tion would be incriminated. Hale v. Henkel, 201 U.S. 43. Nor may 
the custodian of corporate books or records withhold them on the 
ground that he personally might be incriminated by their production. 

Wilson v. United States, 221 U.S. 361; Essgee Co. v. United States, 

262 U.S. 151.” 


See also, United States v. Guterma, No. 123 October Term, U. S. Court 
of Appeals for the Second Circuit, Decision of November 20, 1959, in 
which the opinion states: 

“With regard to the records of the Chatham Corporation, it is 
well settled that the privileges of neither the Fifth Amendment 
(Wilson v. United States, 221 U.S. 361 (1911) ; Christianson v. United 
States, 8 Cir., 1955, 226 F.2d 646) nor the Fourth Amendment (Lagow 
v. United States, 2 Cir., 1946, 159 F.2d 245) can be extended to 
Guterma. ‘When a man chooses to avail himself of the privilege of 
doing business as a corporation, even though he is its sole share- 
holder, he may not vicariously take on the privilege of the corpora- 
tion under the Fourth Amendment * * *’ Lagow, supra, at 246.” 


These quotations support the view that the granting of discovery 
against the corporation within the purpose of the Federal Rules of Civil 
Procedure can no more be thwarted in an action to recover a penalty 
provided by law, than would be possible under a criminal prosecution 
as such. 

The motion as to the corporate defendant is therefore denied. 


(b) The remaining argument for the defendants is that the First, 
Third and Fourth causes are so closely interwoven with the fabric of the 
Second, that the motion must be granted as to them for that reason. This 
is not seen to be so. 

The First cause is that the defendants’ trademark sip ’N DRINK in- 
fringes the plaintiff’s registered trademark sippit. The averments of the 
complaint in this respect are denied in the answer. In order to sustain 
its burden of proof, the plaintiff is entitled to discovery from the de- 
fendants, and as to this cause the motion is denied. 
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The Third cause charges a violation of that section of the Trademark 
Act which proscribes false designations and descriptions. The substance 
of paragraph 26 of the complaint has heretofore been stated. The material 
part of the statute is to the effect that one who adopts such a false desig- 
nation “shall be liable to a civil action by any person doing business in 
the locality falsely indicated as that of origin or in the region in which 
said locality is situated, or by any person who believes that he is or is 
likely to be damaged by the use of any such false description or repre- 
sentation.” (15 U.S.C. § 1125(a).) 

The plaintiff deems itself to come within the protection afforded by 
this statute. 

It will be seen that liability is purely civil and would attach, if the 
plaintiff were to succeed, by recovering a judgment for damages. In other 
words, there is no penalty, statutory or otherwise, prescribed as is the 
ease in reference to the qui tam cause. That difference sufficiently distin- 
guishes the two causes as pleaded, and thus avoids the impact of the 
privilege upon which the individual defendants rely. 

It is argued that discovery may not be had as to this cause for the 
reason that the results thereof would be available to support the qui tam 
cause. This assumes that discovery will indeed yield that which the plaintiff 
asserts will support the allegations of the complaint. This is an assump- 
tion in which the court is not in a position to indulge. 

If it should prove to be correct, it is not a reason for denying to the 
plaintiff the opportunity to prepare and try its trademark case, which 
opportunity is the object of the rules concerning discovery. 

It was stated on the argument, that the courts do not look with favor 
upon qui tam actions. I do not so read the cases. Congress has enacted 
both the Patent Act and the Trademark Act, and it is not seen to be the 
office of a court to minimize the operation of the sections of the statutes 
here involved, by adopting a construction designed to defeat their purposes. 

It is of equal moment to both of these parties that the true facts be 
established as to whether misrepresentation has indeed been practiced as 
set forth in the various pleadings; that is more important than the possible 
bearing of discovery in the Third cause upon the allegations of the qui 
tam action. 

The Fourth cause is based upon the same alleged state of facts as 
has been discussed, and charges the defendants with unfair competition 
by virtue of those allegations. For reasons stated in connection with 
the Third cause, the defendants’ arguments are not persuasive, and as to 
the Third and Fourth causes, the motion is denied. 

Motion granted as to the individual defendants in connection with 
the Second cause of action; otherwise denied. 

Settle order. 
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RADIO STATION KTLN, INC., et al. v. STEFFEN 


No. 18491 — Colorado Sup. Ct.— November 9, 1959 — 
123 USPQ 564 
7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 
AND COMMERCIAL NAMES 

Plaintiff, Mrs. Steffen, was the principal performer on defendants’ radio 
station KTLN where she was known as KAYTEE ELLEN. Since defendant had devel- 
oped a vested and valuable property interest in its trade name in a business where 
the sound of the initials were of special importance, plaintiff could not have been 
held to have established a separate and severable property interest in a trade name 
which, when spoken, is indistinguishable from defendants’ call letters KTLN. 


Error to District Court of City and County of Denver, Colorado, 

Black, J., in action for unfair competition. Reversed. 

Shafer & Newcomb, of Denver, Colorado, for plaintiffs in error Radio Sta- 
tion KTLN, Inc., and Shirley Wray. 

Wayne D. Williams, of Denver, Colorado, for plaintiff in error John L. 
Buchanan. 

Albert L. Vogl, Frank C. Lowe, and William F. Reynard, all of Denver, 
Colorado, for defendant in error. 


SUTTON, Justice. 


Defendant in error, who was plaintiff below, recovered judgment in 
May of 1957 against plaintiffs in error for $13,300.00. The judgment 
also enjoined the corporate defendant from using the name KAYTEE ELLEN, 
and further included a body judgment against defendants Buchanan and 
Wray ordering commitment in the County Jail for thirty days if the 
judgment be not paid. 


The basic issue in this case concerns the ownership of the name KAYTEE 
ELLEN. From 1950 to 1954 Mrs. Steffen was the principal performer on a 
radio program broadcast over Radio Station KTLN in Denver, Colorado. 
On this program she was identified as Kaytee Ellen, and the evidence 
indicates that during this period she appeared publicly as Kaytee Ellen 
at functions that were separate and distinct from the operation of radio 
station KTLN. There is a sharp conflict in the testimony as to who thought 
up the phonetic name Kaytee Ellen, each party claiming that he or she 
had proposed it. However, that is immaterial because it was conclusively 
shown that the radio station had incorporated and used the exclusive 
name KTLN long before the program in question was started. 

In 1954 the station discharged Mrs. Steffen and hired defendant 
Shirley Wray, who continued to broadcast under the name of Kaytee Ellen. 
Mrs. Steffen alleges that she not only conceived the name Kaytee Ellen 
to use on the program but that it had become her professional and trade 
name; further that the act of defendants in wilfully and maliciously appro- 
priating it entitles her to the relief granted. 
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The trial court found that plaintiff is the owner of the name KAYTEE 
ELLEN and that the defendants have no right, title and interest in and to 
said name. Defendants contend that the name, being the phonetic spelling 
of the station’s call letters KTLN, belongs to the station. 

In the determination of property interests in trademarks or names, 
we are guided by concepts that have been developed to protect the owner 
of a trademark or name and the public at large from unfair competition, 
confusion in the public’s mind and false or misleading claims. Courts 
have been diligent in protecting these property interests, and have gone 
far to widen the scope of equitable relief. See Colorado National Company 
v. Colorado National Bank of Denver (1934), 95 Colo. 386, 36 P.2d 454 
(24 TMR 561). 

It is clear that if the plaintiff or any individual had attempted, in 
1950, before being hired by KTLN, to broadcast over any other radio sta- 
tion in the Denver area using the name KAYTEE ELLEN, that radio station 
KTLN would most certainly have been entitled to an order enjoining such 
a use as an illegal infringement upon the trade name of the station and 
as unfair competition. See Bamberger Broadcasting Service v. Orloff 
(1942), 44 F.Supp. 904, 53 USPQ 228 (32 TMR 276), and Thomas Patrick, 
Inc. v. KWK Inv. Co. (1947), 357 Mo. 100, 206 S.W.2d 359, 76 USPQ 77 
(38 TMR 211). We do not see how employment by the station and then 
her claimed right after discharge to use the name elsewhere changes the 
principle involved. 

Illustrative of the well reasoned decisions allowing such injunctions 
to issue is Esso, Inc. v. Standard Oil Co. (8th Cir. 1938), 98 F.2d 1 at 5, 
38 USPQ 295, 298 (28 TMR 386), in which the court, in holding that the 
Standard Oil Company (Indiana) was entitled to an injunction prohibting 
Esso, Inc. from using the letters Esso, reasoned as follows: 


“Tt is urged that the word Esso is not so similar to the trademarks, 
STANDARD OIL, S 0, and s 0 c O as to be confusing. It is the accepted 
rule that similarity of sound, as well as appearance, of the words 
or letters may constitute infringement (citing cases). ESSO, when pro- 
nounced, is indistinguishable from s 0. The initials of the Standard 
Oil Company are the source from which these marks and brands were 
derived, and we surmise the value of the brand Esso lies in the fact 
that it suggests STANDARD OIL. 


This reasoning is equally applicable to the instant case. Radio Station 
KTLN having developed a vested and valuable property interest in its trade 
name, the sound of the initials being of special import to a business in 
which the chief contact with the public is aural rather than visual, plain- 
tiff cannot be held to have established a separate and severable property 
interest in a trade name that, when spoken, is indistinguishable from the 
eall letters KTLN. 
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In addition to its name as spoken, the radio station also has other 
noninfringeable rights in its trade name. For example, its right to the 
use of this name cannot be held to have been divested simply because of 
a variation in spelling used or claimed by another after its rights became 
fixed. Whether spelled KAYTEE ELLEN, KATIE ELLEN, K. T. ELLEN Or KTLN, 
this trade name belonged to the radio station, and there it remained when 
Mrs. Steffen’s employment was terminated. This is so because no one has 
the right to represent his goods or services as those of another, and uses 
which may reasonably be heid to confuse the public as to responsibility of 
ownership, are enjoined as a fraud. See Esso, Inc. supra. 

In view of our holding it is not necessary to determine other ques- 
tions presented, such as estoppel, damages, malice, and as to whether Mrs. 
Steffen was an employee as contended by the radio station or an inde- 
pendent contractor as she asserts. 

The judgment is reversed and the cause remanded to the trial court 
with directions to enter judgment for the defendants. 


Mr. Justice Day and Mr. JUSTICE FRANTZ concur. 
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PHARMACEUTICALS, INC. v. UNITED WHELAN CORPORATION et al. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co. —November 24, 1959 — 
123 USPQ 565 
7.114—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE 
TERMS 
Since both plaintiff’s and defendants’ trademarks, SOMINEX and SOMNIFAC are 
generic terms, both based on the Latin “somnus” meaning sleep, and since the 
products of the parties are sleeping pills, any name containing a part or all of 
the Latin root could not be criticized, however, defendants’ course of conduct in the 
manufacture and sale of its product goes beyond the purview of fair competition. 
Plaintiff failed to establish that defendants’ GETRIN unfairly competes with 
plaintiff’s GERITOL, both for medicines for older people, since the names appear to 
be descriptive of the products sold, others are using similar names, and there is 
not a sufficient showing that defendants in manufacturing and selling this product 
did so with the intention of confusing the public. 
7.212—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS 
OF GOODS 
When all or a number of elements are so combined by the imitator that the 
casual intending purchaser is likely to be deceived and led to believe the goods 
of defendant are those of plaintiff, it is within the province of equity to interfere. 
7.23—REMEDIES—UNFAIR COMPETITION—EVIDENCE 
The proper test to be applied in unfair competition suit is whether the public 
is likely to be confused, not a side by side comparison test. 


Action by Pharmaceuticals, Inc., v. United Whelan Corporation et al. 
for unfair competition. Judgment for plaintiff in part and defendants 
in part. 


Henry Edward Schultz of New York, N. Y. for plaintiff. 
Aranow, Brodsky, Bohlinger, Einhorn & Dann of New York, N. Y. for 
defendants. 


KLEIN, Justice. 

The plaintiff in this action seeks a permanent injunction, and inci- 
dental relief, basing its complaint on the alleged simulation of plaintiff’s 
product SOMINEXx by defendants’ product somNiFac and the alleged simu- 
lation of plaintiff’s product GerIToL by defendants’ product GETRIN. 

Both parties stipulated to waive findings of fact and conclusions of 
law. It was also stipulated that the defendant corporations, for the pur- 
poses of this litigation, are one and the same and may be treated as one 
litigant. 

Plaintiff’s product SOMINEX according to the evidence, was first used 
in May, 1955, and up to June, 1959, the volume of sales was over $10,000,000 
and advertising expenditures during that period were over $6,000,000. 
Defendants’ product SOMNIFAC was first marketed in 1959. It seems 
clearly established that the defendant originated its product to compete 
with SOMINEX and, in fact, purchased the pills in question from plaintiff’s 
supplier. This fact, standing alone, would not subject defendants to any 
liability. Our free-enterprise system is based on fair and open competi- 
tion between those in the same or similar lines of business. Even the obvious 
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similarity between the names SOMINEX and SOMNIFAC, if there were nothing 
more, would not justify intervention by a court of equity. These are 
generic terms, both based on the Latin “somnus” meaning “sleep,” and since 
the product was intended to be used to induce sleep, any name containing 
a part of all of the Latin root could not be criticized. However, defendants’ 
course of conduct in the manufacture and sale of its product goes far 
beyond the purview of “legitimate” competition. 

Defendants’ pill is a two-tone blue and white tablet identical in all 
respects with the plaintiff’s product, except that recently the plaintiff’s pill 
has been stamped with an “S.” The shape of the bottles and the colors 
used on the labels are virtually the same. The make-up and material 
printed on the labels are quite similar and in many instances identical. It 
is quite clear from the evidence that the defendant has incorporated in 
its product practically every feature which the public would be likely to 
recognize in the plaintiff’s product. 

As has been pointed out, plaintiff has expended many millions of 
dollars to advertise its product, particularly through radio and television 
programs, which have achieved great popularity with the public, and has 
thus established a substantial market for its product, as indicated by the 
volume of sales, in a four-year period, of over $10,000,000. 

When all or a number of elements are so combined by the imitator 
that the casual intending purchaser is likely to be deceived and led to 
believe the goods are those of the plaintiff, it is within the province of 
equity to interfere. Pocket Books, Inc. v. Meyers, 292 N.Y. 58, 60 USPQ 469 
(32 TMR 120). 

The trend of the law, both statutory and decisional, has been to extend 
the scope of the doctrine of unfair competition, whose basic principle is 
that commercial unfairness should be restrained whenever it appears that 
there has been a misappropriation, for the advantage of one person, of a 
property right belonging to another. See Dior v. Milton, 9 Mise.2d 425, 
110 USPQ 563 (47 TMR 35), aff'd 2 A.D.2d 878, 113 USPQ 210; 
N.Y. General Business Law, section 368-c; Federal Trademark Act, 1946; 
Vaudable v. Montmartre, Inc., 123 USPQ 357 (49 TMR 1212). 

The proper test to be applied is whether the public is likely to be con- 
fused. In making purchases, the customer does not have the two sets of 
labels before him nor are the bottles side by side. The purchaser must rely 
upon his recollection of the product he intends to purchase. There is no 
doubt that the purchaser on a close examination of the defendant’s prod- 
uct and a comparison with the product of the plaintiff might find certain 
differences. However, purchases are not made in that manner and such 
a test would be unfair. Martini & Rossi v. Consumers’-People’s Products, 
57 F.2d 599, 10 USPQ 156 (21 TMR 509). 

In eases such as this the protection of the law is not reserved for 
experts but is for the public which includes the ignorant, the unthinking 
and the credulous, who, in making purchases do not stop to analyze but 
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are governed by appearances and general impressions. Florence Mfg. Co. 
v. Dowd & Co., 178 F. 73, 75 (1 TMR 289); Lever Bros. Co. v. Eavenson 
d& Sons, 157 Mise. 297, 301 (25 TMR 648). 

It is the combination of features as a whole rather than a difference in 
some of the details which must determine whether the competing product 
is likely to cause confusion in the mind of the public. 

The plaintiff is clearly entitled to relief in view of what appears to 
be the deliberate copying by the defendants of the salient features of 
the plaintiff’s product soMINEX, for the purpose of obtaining for its product 
the benefits of the advertising and the public demand for SOMINEX. 

As to plaintiff’s product GERITOL, the evidence is not so clear, and in 
the opinion of the court plaintiff has failed to establish by a fair pre- 
ponderance of the evidence that the defendants’ product GETRIN unfairly 
competes with GERITOL. GERITOL and GETRIN are derived from geriatrics, 
which in turn is based on the Greek root “geras,” meaning old age, and 
‘“iatries,’ which together constitute the subdivision of medicine concerned 
with old age and its diseases. Since the product itself was intended to 
appeal to older people, or persons suffering debilities associated with ad- 
vancing age and its concomitants, a trade name such as here used by both 
parties would appear to be descriptive of the product sold. The proof 
adduced at the trial, in fact, shows that products named GERATONIC, GERA- 
PAN, GERIAT, GERATON and GERATIN are presently being manufactured and 
sold by defendants and others in this field. The expression “tired blood” 
is emphasized by the plaintiff in advertising its product and is not used 
by the defendants. The colors on the labels, in fact the form of label itself 
used by the defendants, as well as the shape of the bottle, has been used 
by them on other products prior to the introduction of “Geritol.” It must 
be noted also that prior to the manufacture of “Geritol” similar products 
with almost identical names were marketed by others than the defendants 
which contained identical ingredients with GERITOL. All in all, there is 
not a sufficient showing that defendants, in manufacturing and selling this 
product, did so with the intention of confusing the public so that it would 
purchase its product when actually intending to purchase plaintiff’s 
product. 

It thus appears that the plaintiff is not entitled to injunctive relief 
so far as defendants’ product GETRIN is concerned and the second cause 
of action is accordingly dismissed on the merits. 

The plaintiff is entitled to judgment on its first cause of action in 
accordance with the foregoing. Settle judgment providing for appro- 
priate injunctive relief, and for an accounting to ascertain the amount 
of damages, if any, occasioned by the defendants’ wrongful acts of unfair 
competition. 

The foregoing constitutes the decision of the court as required by the 
pertinent provisions of the Civil Practice Act. 
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ORIGINAL SOUND RECORD COMPANY, INC. v. 
UNITED TELEFILM RECORDS, INC. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co. — December 1, 1959 — 
123 USPQ 567 


8.3—COURTS—PRELIMINARY INJUNCTION 
Temporary injunction granted restraining defendant from using the title 
GOODIES BUT OLDIES and VOLUME No. 2 on records where plaintiff had previously 
sold records under the title OLDIES BUT GOODIES and defendant never had sold a 
prior volume. 


Action by Original Sound Record Company, Inc. v. United Telefilm 
Records, Inc., for unfair competition. Plaintiff moves for temporary in- 
junction. Motion granted. 


KLEIN, Justice. 

Plaintiff moves for a temporary injunction restraining the use by the 
defendant of the title GooDIES BUT OLDIES in connection with any pho- 
nograph record, group of phonograph records, or phonograph record 
album, or any other title similar thereto, and restraining the sale of its 
products so entitled, and requiring the recall of all such records previously 
released and distributed to retail stores and others and held for retail sale. 
Plaintiff’s release of a long-playing record entitled OLDIES BUT GOODIES 
occurred on February 21, 1959. From that day until November 6, 1959, 
plaintiff had sold approximately 63,000 copies and realized approximately 
$253,000. Defendant’s release occurred in October or November, 1959. 
Defendant was organized as a Delaware corporation in February of 1959 
and filed a certificate of doing business in New York on May 20, 1959. 
Apart from the use of the title complained of, that defendant in its issue 
states that it constitutes volume two, whereas it was, in fact, the first issue 
under that name. In a market of this character, property rights developed 
in a period of approximately five months should, in appropriate circum- 
stances, be afforded protection. Plaintiff establishes clear legal right to 
temporary injunctive relief. That portion of the application seeking a 
recall of records will be satisfied if upon the copies now in the hands of 
distributors there will be appropriately removed or obliterated all ref- 
erence to the volume number (volume number 1 may be used) and the 
title GOODIES BUT OLDIES (any dissimilar title may be superimposed). Bond 
is fixed in the sum of $5,000. Settle order. 
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L & C HARDTMUTH, INC. v. FABRIQUE SUISSE DE CRAYONS 
CARAN D’ACHE S.A. 


Trademark Trial and Appeal Board — December 4, 1959 — 
123 USPQ 546 


2.24—REGISTRABILITY—RELATED COMPANY USE 
Stipulation recites that opposer and third party are related companies in that 

both have substantially the same stockholders, the same directors and officers, and 
occupy the same premises, however, it does not follow that the two companies are 
related within the meaning of the statute so that the use of a mark by one company 
inures to the benefit of the other. 

2.9—REGISTRABILIT Y—CONFUSING SIMILARITY 
Marks Products 


TECHNOGRAPH (Applicant) Pencils, lead and lead-holders. 
TECHNICOLOR (Opposer ) Pencils. 

TECHNICRAYON Pencils. 

TECHNIFLEX Colored pencils. 


RAPIDOGRAPH Ball point pens, fountain pens 
and mechanical pencils. 


Opposition dismissed. Record fails to show that opposer enjoys any trademark 
rights in RAPIDOGRAPH or TECHNICOLOR. Applicant’s mark TECHNOGRAPH does not 
so resemble TECHNICRAYON or TECHNIFLEX, previously registered for pencils, as to 
be likely, when applied to applicant’s goods, to cause confusion. 


Opposition proceeding No. 37,903 by L. & C. Hardimuth, Inc. v. Fab- 
rique Suisse de Crayons Caran d’Ache S.A., application Serial No. 30,315 
filed May 20, 1957. Opposition dismissed. 


Alexander, Maltitz, Derenberg & Sullivan, of New York, N. Y., for L. & C. 
Hardtmuth, Ine. 

Emory L. Groff and Emory L. Groff, Jr., of Washington, D.C., for Fabrique 
Suisse de Crayons Caran d’Ache S.A. 


Before LEEpDs, Assistant Commissioner, and WALDSTREICHER an! LEFKOWITZ, 
Members. 


LEEDs, Assistant Commissioner. 

An application has been filed by Fabrique Suisse de Crayons Caran 
d’Ache S.A., a Swiss corporation, to register TECHNOGRAPH for pencils, lead 
and lead-holders, the application being based upon ownership of a Swiss 
registration. 

Registration has been opposed by L. & C. Hardtmuth, Inc., registrant 
of TECHNICRAYON for pencils of all kinds,’ TECHNIFLEX for colored pencils,’ 
and asserted user of RAPIDOGRAPH for ball point pens, fountain pens and 
mechanical pencils. 


1. Reg. No. 375,022, issued Feb. 6, 1940. 
2. Reg. No. 558,728, issued May 13, 1952. 
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The record consists of the application and a stipulation of facts with 
two exhibits on behalf of opposer. 

According to the stipulation, opposer is primarily a manufacturer of 
pencils, leads and lead-holders. The stipulation and the records of the 
Patent Office show that the registrations of TECHNICRAYON and TECHNIFLEX 
for pencils are owned by opposer; and although opposer alleged that it uses 
RAPIDOGRAPH as a trademark for pens and pencils, the stipulation and the 
records of the Patent Office show that the registration of the mark is owned 
by Koh-I-Noor Pencil Company, Inc.’ It also appears from the stipulation 
and from the Patent Office records that a registration of TECHNICOLOR for 
pencils which issued to opposer in 1937 * was assigned to Technicolor Cor- 
poration on March 31, 1950, and opposer is “authorized to use the TECHNI- 
COLOR trademark for pencils and related goods by virtue of an exclusive 
license granted to it by Technicolor Corporation (formerly known as Tech- 
nicolor Motion Picture Corporation) under date of February 7, 1957.” 

The stipulation recites that opposer and Koh-I-Noor Pencil Company, 
Inc., are “related companies in that they both have substantially the same 
stockholders; have the same directors and officers; and occupy the same 
premises.” It does not follow from this statement, however, that the two 
companies are “related companies” within the meaning of the trademark 
statute so that use of a mark by one company inures to the benefit of the 
other company. 

A catalog of Koh-I-Noor Pencil Company, Inc., products pictures TECH- 
NICRAYON pencils and RAPIDOGRAPH pens. It does not include TECHNIFLEX 
or TECHNICOLOR pencils. There is in the record no catalog or other exhibit of 
opposer showing any of the marks. 

Since the record fails to show that opposer enjoys any trademark rights 
in RAPIDOGRAPH or TECHNICOLOR, the only question for determination is 
whether or not applicant’s mark TECHNOGRAPH so resembles TECHNICRAYON 
or TECHNIFLEX previously registered for pencils as to be likely, when applied 
to applicant’s goods, to cause confusion, mistake or deception of purchasers. 

Considering the nature of the marks when applied to the goods, it is 
concluded that the resemblance is not such as to cause confusion, mistake 
or deception with resultant damage to opposer. 


DECISION 


The opposition is dismissed. 


3. Reg. No. 613,177, issued Sept. 27, 1955. 
4. Reg. 346,341, issued May 18, 1937. 
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ZIMMERMAN v. HOLIDAY INNS OF AMERICA, INC. 


Trademark Trial and Appeal Board — December 4, 1959 — 
123 USPQ 549 


2.27—REGISTRABILITY—SERVICE MARKS 
Where controls over the nature and quality of lodging and meals in motels are 
uniformly performed under the control of a single entity in locations in a plurality 
of states, they are necessarily rendered in interstate commerce. 
5.6—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Motion for leave to file an amended petition for cancellation denied where- 
upon petitioner’s own showing it appears that respondent can qualify as owner of 
its marks, and that petitioner lacks standing to contest respondent’s right of 
registration. 


Cancellation proceeding No. 7,294 by Eugene W. Zimmerman v. Holiday 
Inns of America, Inc., Registration Nos. 592,539, 592,540, and 592,541 issued 
July 13, 1954. Petition dismissed at 123 USPQ 86. On petition for recon- 
sideration. Petition denied. 


Synnestvedt & Lechner, of Philadelphia, Pennsylvania, for Zimmerman. 
Mason, Fenwick & Lawrence, of Washington, D.C., for Holiday Inns of 
America, Ine. 


Before LrEEps, Assistant Commissioner, and BarmLEy and LEFKOWITz, 
Members. 


BaILeEy, Member. 


Eugene W. Zimmerman has filed a petition for reconsideration of the 
decision of the Trademark Trial and Appeal Board dismissing the petition 
to eancel for failure to state facts on which relief can be granted (123 USPQ 
86) ; and has moved for leave to file an amended petition to cancel. 


Petitioner contends that “providing meals and lodgings in motels are 
services which are inherently incapable of being rendered in commerce,” 
wherefore it is asserted that a mark for such services, even if performed 
in a plurality of states, cannot meet the statutory requirement of use in 
connection with commerce. 

The control that may be exercised over the nature and quality of the 
services of providing lodgings and meals in motels at the places of ultimate 
performance constitutes a major factor of the whole of the services thus 
rendered. Where, therefore, such services or the like are uniformly per- 
formed under the control of a single entity in locations in a plurality of 
states, they necessarily are being “rendered in commerce”; and the rights 
of the prior user of a mark therefor have long been given protection, under 
the common law, against infringement or unfair competition. See: Quality 
Courts United, Inc. v. Quality Courts, Inc., 109 USPQ 92 (46 TMR 567) 
(DC Pa., 1956). It follows that such a mark, if otherwise eligible, is regis- 
trable under the statutory recognition now accorded service marks by the 
Act of 1946. 
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Petitioner has alleged that respondent made no use of its mark in other 
than a single state until after the filing of the applications resulting in the 
registrations sought to be canceled, and that the applications were defective 
in failing to comply with a formal requirement of the Trademark Rules of 
Practice. Petitioner admits, however, that respondent was the first user 
of the notation in controversy and that respondent through licensees or 
other related companies has been making use thereof in a large number of 
states. Upon petitioner’s own showing, it accordingly appears that re- 
spondent can qualify as owner of its marks under the statute, and that 
petitioner lacks standing to contest respondent’s right of registration. 

The proposed amended petition in substance does not differ materially 
from the original. 


DECISION 


The motion is denied; and except to the extent indicated herein, the 
petition for reconsideration is denied. 
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ANGEL SOFT TISSUE MILLS, INC. v. CORN PRODUCTS COMPANY, 
assignee of LAUREL PRODUCTS, INC. 


Trademark Trial and Appeal Board — December 7, 1959 — 
123 USPQ 551 
5.6—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Petition for cancellation must plead that registration is inconsistent with an 
equal or a superior right of the petitioner to use the same or a like term in con- 
nection with goods similar or commercially related to those of the registrant. 
5.4—CANCELLATION PROCEDURE—DEFENSES 
Motioa to dismiss petition for cancellation granted where it appears from the 
pleadings that petitioner fails to pussess any proper interest in the matter of 
respondent’s right to maintain its registration of NUSOFT. 


Cancellation proceeding No. 7,363 by Angel Soft Tissue Mills, Inc., v. 
Corn Products Company, assignee of Laurel Products, Inc., Registration 
No. 594,076 issued August 24, 1954. Petition dismissed. 


Eric Y. Munson, of New York, N.Y., for Angel Soft Tissue Mills, Ine. 

Mildred Oncken and Woodson, Pattishall & Garner, of Chicago, Illinois, 
and Estabrook & Philpitt, of Washington, D.C., for Corn Products 
Company. 


Before BaiLEy, LEACH, and LEFKOw1Tz, Members. 


BatLEy, Member. 

Angel Soft Tissue Mills, Inc. has filed a petition to cancel the regis- 
tration of NusorT, for rinse for clothing having the property of causing 
clothing to feel smooth and soft, owned by Corn Products Company. 

It is alleged in the petition that since October 3, 1957, several years 
subsequent to issuance of the registration sought to be canceled, petitioner 
has continuously used the trademark Nusort for facial tissues, and is owner 
of a registration therefor ;* respondent has charged petitioner with in- 
fringement and unfair competition as a result of petitioner’s use of NUSOFT 
on facial tissues; and that respondent’s registration is invalid because 
NUSOFT is descriptive of respondent’s goods. 

Respondent has moved for dismissal of the petition for failure to 
state a claim on which relief can be granted. 

To state a claim upon which relief may be granted in a cancellation 
proceeding, it must be pleaded that the registration is inconsistent with 


an equal or a superior right of the petitioner to the use of the same or a 
like term in connection with goods similar or commercially related to those 
of the registrant. These requirements necessarily apply in any proceeding 
in which cancellation of a registration is sought, regardless of whether or 
not the petitioner may have been charged with a violation of rights evi- 
denced by the registration. See: Price Vacuum Stores, Inc. v. Admiral 


1. Reg. No. 594,076, issued Aug. 24, 1954, on the Principal Register. 
2. Reg. No. 674,672, issued Feb. 24, 1959, on the Supplemental Register. 
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Corporation, 106 USPQ 172 (45 TMR 1234) (CCPA, 1955); and Joseph 
Dizon Crucible Company v. Richard Best Pencil Company, Inc., and cases 
therein cited, 99 USPQ 170 (Comr., 1953). 

Petitioner has attacked the registration here in question solely on the 
asserted ground that the mark NuSoFT is descriptive of respondent’s goods. 
It is not alleged directly or indirectly that petitioner has a superior right 
to use NUSOFT as a trademark or that petitioner has used or intends to use 
NUSOFT to describe its own products. In fact, petitioner asserts no use or 
right to the use of NusorT other than as a trademark; and respondent ad- 
mittedly is the prior user thereof. It therefore fails to appear from its 
pleading that petitioner possesses any proper interest in the matter of re- 
spondent’s right to maintain its registration. See: Minnesota Mining & 
Manufacturing Company v. Minnesota Linseed Oil Paint Company (by 
change of name, Minnesota Paints, Inc.) ; Same v. Same; Minnesota Linseed 
Oil Paint Company (by change of name, Minnesota Paints, Inc.) v. Min- 
nesota Mining & Manufacturing Company, 108 USPQ 314 (46 TMR 470) 
(CCPA, 1956); The Goheen Corporation (Vita-Var Corporation, assignee 
substituted) v. The White Company, 53 USPQ 52 (32 TMR 241) (CCPA, 
1942) ; J. Rosenholz, Inc. v. Annetta Dresses Inc., 74 USPQ 299 (Comr., 
1947); and The Englander Company, Inc. v. Contour Chair-Lounge Co., 
Inc., 120 USPQ 233 (TT&A Bd., 1959). 


DECISION 


The motion is granted ; and the petition to cancel is dismissed. 
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HOME DECORATORS, INC. v. THE PRESTIGE GROUP LIMITED 


Trademark Trial and Appeal Board — December 7, 1959 — 
123 USPQ 553 


2.30—REGISTRABILITY—SUGGESTIVE MARKS 
The “weak mark” doctrine regarding marks which connote quality and which 
have been registered by others for many different types of merchandise does not 
so severely restrict the rights of the owner of such a mark as to sanction the 
registration thereof by a subsequent user for the same or closely related goods. 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
PRESTIGE (Applicant) Cutlery, forks and spoons, none 
being of precious metal or 
coated therewith, and for cook- 
ing vessels, baking pans, can- 
isters, top of stove oven units, 
strainers and sifters. 


PRESTIGE and PRESTIGE (Opposer ) Silver plated flatware. 
PLATE 
Opposition sustained. The goods of the parties are in part competitive and 
otherwise comprise closely related utensils for preparing and serving food. Also, 
opposer has manufactured goods similar to applicant’s under other marks, and 
distributed such items as premiums to its customers. It is therefore concluded 
that confusion of purchasers is likely to occur. 


Opposition proceeding Nos. 37,774 and 37,883 by Home Decorators, 
Inc., v. The Prestige Group Limited, applications Serial Nos. 24,524 and 
24,523, filed February 15, 1957. Oppositions sustained. 


Thomson & Roessel, of Pittsford, New York, for Home Decorators, Ince. 
Roy E. Petherbridge, of Chicago, Illinois, for The Prestige Group Limited. 


Before LEACH, WALDSTREICHER, and LEFKOWITz, Members. 


Leacu, Member. 

Applications have been filed by The Prestige Group Limited to register 
PRESTIGE for cutlery, forks and spoons, none being of precious metal or 
coated therewith,! and for cooking vessels, baking pans, canisters, top of 
stove oven units, strainers and sifters.* Each of the applications is based 
upon applicant’s ownership of a corresponding British registration, rather 
than upon use of the mark in this country. 

Registration has been opposed by Home Decorators, Inc., registrant of 
PRESTIGE’ and PRESTIGE PLATE,* both for silver plated flatware. 

Opposer’s record shows that it has, since as early as 1945, continuously 
used PRESTIGE alone and/or in association with the word PLATE as a trade- 


Ser. No. 24,523, based on British Reg. No. 654,696, issued Dec. 17, 1946. 
Ser. No. 24,524, based on British Reg. No. 652,099, issued Sept. 30, 1946. 
Reg. No. 659,795, issued Mar. 25, 1958. 

Reg. No. 416,948, issued Oct. 9, 1945. 
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mark for silver plated flatware and carving sets. Opposer also sells under 
other of its marks stainless steel flatware, plastic and china dinnerware, 
crystal, copper and chrome cookware, and other related products, and it 
distributes as premiums to its customers such items as cutlery sets, salad 
serving sets, beverage pitchers, electric skillets, Dutch ovens, and the like, 
some of which bear opposer’s marks while others bear the marks of its 
suppliers. Opposer’s various products are marketed throughout the entire 
United States direct to the consumer by means of door to door canvassing ie 
by approximately three thousand independent sales representatives. Its ; 
PRESTIGE silver plated flatware has been extensively advertised on television 

and in many nationally distributed consumer magazines. 

Applicant has taken no testimony, but a catalogue of its goods shows * 
that it uses PRESTIGE for chrome plated cookware, stainless steel cutlery, . 
including steak knives and carving sets, and numerous other kitchen 
utensils. 

Since applicant does not dispute that opposer is the prior user of 
PRESTIGE, there remains to be considered only the question of likelihood of 
confusion. 

Applicant’s position as set forth in its brief appears to be that PRESTIGE 
is a “weak” mark because of its inherent connotation of quality, and of 
the fact, as shown by the record, that it has been registered numerous times 
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for many different types of merchandise. On that basis applicant argues 

that opposer is entitled to protection against the subsequent use of PRESTIGE ee 
by another only for the identical goods in connection with which it has used | a 
the mark. The “weak mark” doctrine to which applicant’s argument adverts Be 


does not so severely restrict the rights of the owner of such a mark, or 
sanction the registration thereof by a subsequent user for the same or 
closely related goods.°® | 
In the present case, the goods of the parties are in part competitive 
and otherwise comprise closely related utensils for preparing and serving Ri 
food. Such goods are adaptable for sale through the same trade channels, 
and the ultimate purchasers thereof are the same. Under these circum- 
stances, it is concluded that confusion or mistake or deception of pur- 
chasers is quite likely to occur, with resulting damage to opposer. 
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DECISION 


The oppositions are sustained, and registration to applicant is refused. 








5. Cf. Coca Cola Company v. Koke Company, 254 U.S. 143 (10 TMR 441); Per- ty 
fectform Corporation v. Perfect Brassiere Co., Inc., 117 USPQ 433 (48 TMR 1456) a 
(CA 3, 1958) ; Mishawaka Rubber and Woolen Manufacturing Company v. Bata Narodni R 
Podnik (by change of name, Svit Narodni Podnik), 105 USPQ 432 (45 TMR 1110) ie 
(CCPA 1955); Admiral Corporation v. Price Vacuum Stores, Inc., et al., 109 USPQ ea 
451 (46 TMR 842) (DC Pa., 1956) ; and General Mills, Inc. v. Kaplan Rice Mills, Inc., fut 


88 USPQ 564 (41 TMR 458) (Comr., 1951). 
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HOME DECORATORS, INC. v. EKCO PRODUCTS COMPANY 


Trademark Trial and Appeal Board — December 7, 1959 — 
123 USPQ 554 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
PRESTIGE (Applicant) Bathroom, kitchen and closet 
accessories, namely, racks, 
hooks, shelf brackets, towel 
rings, soap dishes, toothbrush 
holders and toilet paper roll 
holders. 


PRESTIGE and PRESTIGE (Opposer ) Silver plated flatware. 
PLATE 


Opposition dismissed. Since the word PRESTIGE possesses an inherent conno- 
tation of quality and has been registered many times for many different kinds of 
merchandise and since the products of the purchasers are not of the character 
which purchasers would attribute to a common origin, it is concluded that con- 
fusion of purchasers is not likely to occur. 


Opposition proceeding No. 37,871 by Home Decorators, Inc., v. Ekco 
Products Company, application, Serial No. 33,396 filed July 9, 1957. Oppo- 


sition dismissed. 


Thomson & Roessel, of Pittsford, New York, for Home Decorators, Inc. 
Roy E. Petherbridge, of Chicago, Illinois, for Ekeo Products Company. 


Before LEACH, WALDSTREICHER, and LEFKOWITz, Members. 


Leacu, Member. 

Ekeo Products Company seeks to register PRESTIGE for bathroom, 
kitchen and closet accessories, namely, racks, hooks, shelf brackets, towel 
rings, soap dishes, toothbrush holders and toilet paper roll holders on an 
application filed by a predecessor. Use since June 18, 1957, is alleged. 

Registration has been opposed by Home Decorators, Inc., registrant 
of PRESTIGE’ and PRESTIGE PLATE,” both for silver plated flatware. 

Opposer’s record shows that it has, since many years prior to applicant’s 
asserted date of first use, continuously used PRESTIGE alone and/or in asso- 
ciation with the word PLATE as a trademark for silver plated flatware 
and carving sets. PRESTIGE silver plated flatware has been extensively 
advertised by opposers on television and in many nationally distributed 
consumer magazines. 

The only issue presented is whether or not applicant’s use of PRESTIGE 
for kitchen, closet and toilet accessories is likely to cause confusion or 
mistake or deception of purchasers. 


1. Reg. No. 659,795, issued Mar. 25, 1958. 
2. Reg. No. 416,948, issued Oct. 9, 1945. 
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The word PRESTIGE possesses an inherent connotation of quality, and, 
as shown by the record, it has been registered many times for many dif- 
ferent kinds of merchandise. 

While the products of both parties may be found in certain kinds of 
retail stores, they are not likely to be displayed or sold together therein, 
and they are not of a character which purchasers would be likely to 
attribute a common origin. 

Considering the nature of the mark PRESTIGE, and the difference be- 
tween the goods, it is concluded that confusion or mistake or deception 
of purchasers is not likely to occur. 


DECISION 


The opposition is dismissed. 
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IN RE RED DEVIL TOOLS 


Trademark Trial and Appeal Board — December 9, 1959 — 
123 USPQ 555 


2.7—REGISTRABILITY—COLOR MARKS 
It is a general rule that color arbitrarily applied to the surface of goods, even 
though it may be capable of distinguishing, is not registrable on the Principal 
Register in the absence of a convincing showing that the color is to distinguish 
the goods rather than to enhance the appearance thereof. 


Application for trademark registration by Red Devil Tools, Serial No. 
684,758 filed April 1, 1955. Applicant appeals from decision of Examiner 
of Trademarks refusing registration. Affirmed. 


Walter C. Ross, of Springfield, Massachusetts, for applicant. 


Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 


LEACH, Member. 
An application has been filed to register on the Principal Register the 
following design for glass cutters. 


, 
’ 

ote Bl oe ae} 
“wid bed 00 


The drawing is lined to indicate the color silver, and use of the mark since 
November 16, 1954 is alleged. 

It is stated in the application that the mark “consists of the color silver 
applied to the ball shaped tip at the free outer end of the handle of the 
glass cutter, and the color silver applied as a narrow band around the 
outer end of said handle adjacent said ball shaped tip.” 

Registration has been refused on the ground that the subject matter 
of the application is merely a decorative dressing for applicant’s goods. 

Applicant has appealed. 

It is a general rule that color arbitrarily applied to the surface of goods, 
even though it may be capable of distinguishing, is not registrable on the 
Principal Register in the absence of a convincing showing that the primary 
function of the color is to distinguish the goods rather than to enhance the 
appearance thereof. See: Ex parte Ohio Knife Company, 117 USPQ 449 
(48 TMR 1276) (Comr., 1958); Ex parte The Hudson Coal Company, 109 
USPQ 66 (46 TMR 642) (Comr., 1956); and Ex parte The Athletic Shoe 
Company, 102 USPQ 417 (45 TMR 110) (Comr., 1954). 

In the present case, applicant asserts that it is a common practice for 
manufacturers of tools to use color markings as trademarks for their goods, 
and that purchasers of applicant’s glass cutters rely upon the silver colored 
marking in question in identifying the goods as to source. Applicant has not 
submitted any evidence in support of these assertions, notwithstanding that 
it was afforded an opportunity to do so. 
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In the absence, therefore, of any evidence to the contrary, it is con- 
cluded that the silver marking sought to be registered would be regarded 
by purchasers as merely a decorative dressing for applicant’s goods, rather 
as an identifying and distinguishing device. 


DECISION 


The refusal of registration is affirmed. 


IN RE NATIONAL OVERALL DRY CLEANING CO., doing business as 
NATIONAL OVERALL CLEANERS 


Trademark Trial and Appeal Board — December 9, 1959 — 
123 USPQ 556 


2.30—REGISTRABILITY—SUGGESTIVE MARKS 
While JOB FITTED may suggest that applicant supplies work clothes suitable 

for any particular job, it does not appear that the notation has any particular 
meaning as applied to services of the character rendered by applicant, and sug- 
gestive marks are not unregistrable on the Principal Register. 















Application for service mark registration by National Overall Dry 
Cleaning Co., doing business as National Overall Cleaners, Serial No. 25,714 
filed March 7, 1956. Applicant appeals from decision of Examiner of Trade- 
marks refusing registration. Reversed. 


Harold E. Cole, of Boston, Massachusetts, for applicant. 
Before LEAcH, WALDSTREICHER, and LErKowiTz, Members. 


LEFKOWITZ, Member. 
An application has been filed to register the mark reproduced below for 
the rental, cleaning, and repair of working uniforms and industrial gar- 
ments, use since December 24, 1956 being asserted. 









) 

) 

p 

r The words WORK CLOTHEs have been disclaimed. ‘4 
5 The Examiner of Trademarks has refused registration on the ground ee | 
1 that the expression JOB FITTED WORK CLOTHES, forming a part of applicant’s lal 
t mark, is merely descriptive of applicant’s services; and, that in the absence 
t of a disclaimer of the entire notation, the mark is not registrable on the as 


Principal Register. 
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Applicant has appealed. 

It fails to appear that the notation Jos FITTED has any particular mean- 
ing as applied to services of the character rendered by applicant; and 
while it may suggest that applicant supplies work clothes suitable for any 
particular job, suggestive marks are not unregistrable on the Principal 
Register. 


DECISION 


The refusal of registration is overruled; and the mark should be pub- 
lished in accordance with Section 12(a). 


IN RE MEREDITH PUBLISHING COMPANY 


Trademark Trial and Appeal Board — December 9, 1959 — 
123 USPQ 557 


2.33—REGISTRABILITY—TITLE 
Section titles of a magazine may be registered on the Principal Register under 
certain circumstances, however, applicant only showed that a certain percentage of 
readers of its magazine read the section entitled, YOUR PET AND MINE, and such 
evidence is insufficient to establish that the magazine section title in question per- 
forms a trademark function. 


Application for trademark registration by Meredith Publishing Com- 
pany, Serial No. 33,727 filed July 15, 1957. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. See also 
46 TMR 1150. 


Bair, Freeman & Molinare, of Chicago, Illinois, for applicant. 


Before LEACH, WALDSTREICHER, and LEFKow1Tz, Members. 


WALDSTREICHER, Member. 

An application has been filed to register YOUR PET AND MINE for a maga- 
zine section in a periodic publication. Use since March, 1951 is asserted. 

Registration has been refused on the ground that the subject matter of 
the application, a title for a section of a magazine, merely identifies and 
distinguishes one section in that magazine from other sections contained in 
the same magazine and, hence, is not a mark used on “goods” within the 
meaning of the statute. 

Applicant has appealed. 

Sections of magazines may be articles of commerce if they are sold as 
such. In the present case, the purported product of applicant constitutes 
a section in a magazine of which applicant is the publisher. The “goods” 
are actually magazines and it is apparent that the section title is not used 
to identify and distinguish applicant’s magazine from magazines published 
by others but rather is used merely to differentiate between one section from 
other sections of applicant’s magazine. 
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While it may be that under certain circumstances, section titles of a 
magazine may be registered on the Principal Register, the only showing 
made by applicant is a report assertedly showing that a certain percentage 
of the readers of its magazine read the section for which the title is used. 
Such evidence is quite insufficient to establish that the magazine section title 
in question performs a trademark function. 


DECISION 


The refusal of registration is affirmed. 
























IN RE THE TODD COMPANY, INC. 


Trademark Trial and Appeal Board — December 11, 1959 — 
123 USPQ 562 


2.23—REGISTRABILITY—PROHIBITED MARKS 
If the trademark does, in fact, serve a functional purpose, registration would 
be precluded. 
2.1—REGISTRABILITY—IN GENERAL 
An over-all surface decoration appearing on the reverse face of checks, bank 
money orders, and other items which applicant sells is not deemed to be a “device” 
capable of distinguishing applicant’s goods within the meaning of Section 23 of 
the statute. 





eRe 





Application for trademark registration by The Todd Company, Inc., 
Serial No. 14,417 filed August 22, 1956. Applicant appeals from decision 4 
of Examiner of Trademarks refusing registration. Affirmed; Leach, Mem- 6j 
ber, dissenting with opinion. 


D. Ellis Kressler and Benjamin Barish, of Detroit, Michigan, for applicant. 


Before LEEps, Assistant Commissioner, and LEAcH and WALDSTREICHER, 
Members. 
LEEDs, Assistant Commissioner. 
An application has been filed for Supplemental Registration of the 
following: 






xx § SST TENA AN INS 


Sasa 









rte gm SS] PAT TTA A AN AN 
SANT NT ESI SSSI E22 a) 





The goods are identified as “Safety Paper Products, including checks, bank 
money orders, identification cards, birth certificates, passports, export li- 
censes, merchandise coupons, stock certificates, operators’ licenses, and gift 
certificates,” and use since October 22, 1914, is asserted. 
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The application recites. “The trademark consists of a repeating pattern 
of green parallel lines having overlapping offset portions, substantially as 
illustrated in the accompanying drawing. The drawing is lined for the 
eolor green.” 

Registration has been refused on the ground that what is presented for 
registration is not capable of distinguishing applicant’s goods since (a) 
it is functional, and (b) it is a surface decoration or ornamentation rather 
than an identifying symbol or device distinguishing applicant’s goods in a 
trademark sense. 

It is not entirely clear from the record that the design presented for 
registration performs any real utilitarian purpose or function or that it was 
adopted for that purpose, so this ground of refusal requires no comment. 
If the design does, in fact, serve a functional purpose, registration clearly 
would be precluded by Alan Wood Steel Company v. Watson, Commissioner 
of Patents, 113 USPQ 311 (47 TMR 843), (D.C. D.C., 1957). We turn, 
therefore, to the second ground. 

It cannot be denied that what is presented for registration is an 
over-all surface decoration appearing on the reverse face of checks, bank 
money orders, and the other items which applicant sells. When a POLKA 
pot band was before the Court of Customs and Patent Appeals in In re 
Swift &@ Company, 106 USPQ 286 (45 TMR 1356) (1955), the Court quoted 


first from Columbia Mill Company v. Alcorn, 150 U.S. 460 (S.Ct., 1893), 
concerning the function or purpose for which a mark is adopted, and 
then from its earlier decision in In re Burgess Battery Company, 46 USPQ 
39, 40 (30 TMR 392, 395) (1940), as follows: 


“We think it is apparent from the record that appellant’s alleged 
trademark is a mere ‘dress’ which gives a distinctive external appear- 
ance to appellant’s goods; that it is such distinctive appearance 
which is recognized by ‘some’ of the purchasing public as indicating 
appellant’s goods; and that appellant’s design is merely a colored label 
or dress of black and white alternating stripes, the office of which 
(design) is not to point out distinctly the origin or ownership of the 
articles to which the label is affixed * * *.” 


The Court then stated in the Swift case, 106 USPQ at 288 (45 TMR at 
1359) : 


“The Burgess Battery case, supra, stands for the proposition that 
that which is only the attractive dress of an article, although it be 
distinctive in its appearance and sometimes recognized by purchasers 
as an indication of origin, does not have as its primary function an 
origin-authenticating purpose, and is hence not a trademark entitled 
to federal registration under the statute. Since the line distinguish- 
ing between mere ornamentation and ornamentation which is merely 
an incidental quality of a trademark is not always clearly ascertain- 
able, the application of legal principles to fit one situation or the other 
requires proper reflection upon the impression likely to govern the 
ordinary purchasers in the marketplace.” 
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What is the impression which is likely to govern the ordinary pur- 
chaser here? Ordinary purchasers are banks, municipal, county, State 
and Federal governments, corporations which issue merchandise coupons, 
stock certificates and the like. In purchasing safety paper products from 
applicant, such purchasers would be likely to be primarily impressed with 
the various safety features which guard against counterfeiting and altera- 
tion. They would then be likely to look to the word mark PROTODGREENBAC 
for purposes of identification in reordering. If they notice, the design on 
the reverse face of the forms, they are not likely to consider it as an 
identification of origin of the documents on which it is printed. 

The affidavits in the record, two of which are substantially identical, 
indicate that the affiants (who have purchased applicant’s products over 
a long period of years) recognize payroll forms made from paper bearing 
the design sought to be registered as originating from applicant “because 
of the known long and extensive use,” but such mere recognition is insuf- 
ficient to support registrability. See: In re Simmons Company, 120 USPQ 
341 (49 TMR 1323) (TT&ABd., 1959); In re Aircraft-Marine Products, a 
Inc. (by change of name, AMP Incorporated), 120 USPQ 539 (TT&ABzd., 
1959) ; Butler Manufacturing Company v. Kilby Steel Company, 111 USPQ ss 
191 (47 TMR 125) (Comr., 1956); and Kilby Steel Company v. Butler 
Manufacturing Company, 122 USPQ 98 (TT&ABd., 1959). 

When this same subject matter was before the Commissioner a number 
of years ago on an application filed by this applicant’s predecessor, it was 
held unregistrable, the Commissioner stating: 


“The device shown on the drawing is not a proper trademark; 
it has functions other than that so obvious as to virtually conceal any |i 
function it might have as identifying the maker of the paper * * * 
the eye or attention cannot get a hold on it, nor the memory retain it.” 



















Although this involved an application to register under the Act of 


1905, it seems clearly apparent that if “the eye or attention cannot get a it 
hold on it, nor the memory retain it,” the design is not capable of distin- (a 
guishing. ee 


The over-all pattern or design on the reverse face of safety paper made : 
into checks, bank money orders, stock certificates and the like, is not deemed 
to be a “device” capable of distinguishing applicant’s goods within the a 
meaning of Section 23 of the statute. e 


DECISION 





The examiner properly refused registration, and his refusal is affirmed. 
LeacH, Member, dissenting. 
Since registration is sought on the Supplemental Register, the issue 
to be determined is not whether the design in question in fact serves to 


—aTelCUCOCrlCl Tl OO OU 


1. Ez parte G. W. Todd § Co., 122 Ms.D. 482 (7 TMR 398). 
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identify applicant’s safety paper products and distinguish them from like 
goods of others, but whether such design is capable of doing so. 

The record shows that applicant has for more than forty years con- 
tinuously applied the repeating pattern of green parallel lines to the back 
surfaces of certain of its safety paper products for the stated purpose of 
distinguishing the same from similar products of its competitors. 

The record further shows that it has long been a practice of other 
manufacturers of safety paper products to utilize distinctive over-all sur- 
face designs as a means for distinguishing their particular products, and, 
in their advertising material, to advise prospective purchasers that such 
designs are intended for that purpose. 

Considering applicant’s long continuous use of the design, and the 
practices in the trade as above set forth, it is my opinion that the said 
design is capable of distinguishing applicant’s goods, and should therefore 
be registered. 








Part Iil 


IN RE SCHENECTADY VARNISH COMPANY, INC. 
(Tm. Bd. 2/27/59) 120 USPQ 413 


2.32—REGISTRABILITY—SYMBOLS 
Registration refused. The application showed a design without word- 
ing, but the labels and advertising showed that in use the design served as 
a background display for the word SCHENECTADY. The evidence did not 
indicate that the average customer would regard the background design 
standing alone as an unmistakable, certain and primary means of iden- 


tification of the commercial origin of the goods. 





IN RE COMMONWEALTH ENGINEERING COMPANY OF OHIO 
(Tm. Bd. 2/27/59) 120 USPQ 415 


2.1—REGISTRABILITY—IN GENERAL 
Registration of CREATIVITY THROUGH CHEMISTRY for booklets refused, 

because it is the title of a single publication and was adopted, not to distin- 

guish this from publications of others, but merely as the title of a booklet 


publicizing applicant’s engineering services. 





IN RE ALLIED CHEMICAL CORPORATION 
(Tm. Bd. 2/27/59) 120 USPQ 415 
2.11I—REGISTRABILITY—DESCRIPTIVE TERMS 
Registration of SUPER sPUN for mineral fiber insulation refused as the 


term is inherently descriptive of the goods and there is no evidence in 
the record that it distinguishes applicant’s rock wool from similar products 


of others. 





NOPCO CHEMICAL COMPANY v. KAY-FRIES CHEMICALS, INC. 


(Tm. Bd. 12/4/59) 123 USPQ 545 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
KAY-FRIES KF (Applicant) Industrial chemicals, chemical 


CHEMICALS, INC. and design intermediates and industrial 
acids. 


(Opposer ) Chemical composition for use as 
a defoamer and sheet forma- 
tion aid in the pulp and pa- 
per industries. 


K F and NOPCOK F 


209 





THE TRADEMARK REPORTER Vol. 50 T. M.R. 


Opposition and petition to cancel dismissed. Since products of both 
parties are ordinarily purchased by company purchasing agents familiar 
with sources of supply of industrial chemicals and since the average pur- 
chasers of the products are not the same, it is concluded that the marks 
when applied to the goods are not likely to cause confusion. 


VELVERAY CORPORATION v. CHARLES PINDYCK, INC. 
(Tm. Bd. 12/4/59) 123 USPQ 548 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 


VELVETERRY (Applicant) Cotton fabrics in the piece, in- 
fants’ gowns, kimonos, bibs, 
bathrobes and layette spe- 
cialty items. 


VELVERAY (Opposer ) Piece goods, for women’s and 
children’s suits, skirts, jackets, 
dresses and blouses, for sheet 
plastic film, and for a service 
consisting of decorating and 
printing fabrics. 


Opposition dismissed. Purchasers of applicant’s infants’ wear and 
customers of opposer’s printed fabrics and plastic film are not the same, 
although hang tags furnished by opposer are likely to cause its mark to 
come to the attention of the same class of purchasers who buy applicant’s 
products. Since it is not unusual for businessmen to adopt marks including 
the same suggestive component for use on goods of the same general 
character, it was concluded that there is no likelihood of confusion. 


ILLINOIS TOOL WORKS v. WALDES KOH-I-NOOR, INC. 
(Tm. Bd. 12/7/59) 123 USPQ 550 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 
QAF (Applicant) Fasteners of the bolt and nut 
type. 


Q FASTENERS (Opposer ) Cowl fasteners and parts there- 
of. 


Opposition sustained. Although the fasteners of the parties are spe- 
cifically different, they are of a character that may be contained in the 
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line of a single manufacturer of fastening devices, and since it is opposer’s 
practice to utilize different symbols in association with the letter “Q” 
to distinguish various types of its fasteners, it is concluded that pur- 
chasers are likely to assume that applicant’s gar fasteners are additional 
products in opposer’s line of Q FASTENERS. 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Documents filed with answer to notice of opposition to establish 
a date of use prior to that alleged in application could not be considered 
since they were not identified nor introduced into evidence. 


VALLEY PAPER COMPANY v. RIVERSIDE PAPER CORPORATION 
(Tm. Bd. 12/8/59) 123 USPQ 555 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
RIOPAQUE (Applicant) Sulphate writing opaque paper. 


REALOPAKE (Opposer ) Writing and other types of pa- 
per. 


Opposition sustained. The marks are strikingly similar in sound, and 
it is believed that this similarity is such that confusion in trade is rea- 
sonably likely to oceur. 


CHANEL INDUSTRIES, INC. v. RAVEL PERFUME CORP. 
(Tm. Bd. 12/9/59) 123 USPQ 557 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 


RAVEL NO. 9 (Applicant ) Perfumery, colognes and toilet 
water. 


CHANEL (Opposer ) Cosmetics. 


Opposition sustained. The marks have substantial similarity in sound, 
appearance and general make-up, and applicant’s actions create a pre- 
sumption of an intent to confuse. 
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W. R. GRACE & CO. v. AUTOLENE LUBRICANTS COMPANY 
(Tm. Bd. 12/9/59) 123 USPQ 559 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 
PDA (Applicant ) Water reducing agent in pow- 
der form for addition to con- 
erete mixes. 


(Opposer ) Highly complex organic com- 
pound especially suited for 
use in the preparation of high 
early-strength hydraulic ce- 
ment and in the manufacture 
of conerete and cement and 
concrete products. 


Chemicals used as dispersing 
agents in the preparation of 
dispersions of pigments, col- 
ors, caleareous, and alumi- 
nous substances. 


Opposition sustained. Since the goods of the parties are of a char- 
acter which can be and are produced by a single manufacturer, it is 
concluded that the similarities between “PDA” and “TDA” are such that 
purchasers are likely to assume that the goods to which they pertain 
have a common origin. 


GUARDIAN ELECTRIC MANUFACTURING CO. v. GUARDIAN 
LIGHT COMPANY 


(Tm. Bd. 12/9/59) 123 USPQ 560 


2.9—-REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 


GUARDIAN (Applicant) Outdoor type electric lighting 
fixtures, lamp holders for spot 
and flood lamps, reflector flood 
lamps, poles for supporting 
lighting fixtures and sign 
lighting units 


GUARDIAN (Opposer ) Electro-magnets, relays, sole- 
noids and switches. 


Opposition sustained. The record shows that confusion or mistake as 
to source has resulted from the use by the parties of the identical trade- 
mark for electrical goods. 
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FLEXONICS CORPORATION v. T. R. FINN & COMPANY, INC. 
(Com'r 2/19/59) 120 USPQ 401 


2.9—REGISTRABILIT Y—CONFUSING SIMILARITY 
Marks Products 


SOUNDZORBER (Registrant- Rubber pipe. 


FLEXZORBER Applicant) Flexible metal tubing used in 
air conditioning and refrig- 
eration units. 

VIBRA-SORBER (Petitioner- Metal conduits, piping, hose and 

Opposer ) tubing, including flexible tub- 
ing, and fittings therefor. 


Opposition to FLEXZORBER and petition for cancellation of SOUNDZORBER 


both dismissed. zoRBER is highly suggestive and not unusual in marks for 
absorbers. Though the goods of these parties are competitive and sold for 


the same general purpose to the same average purchasers, there is no like- 
lihood of confusion. 


LEVER BROTHERS COMPANY v. PETROLEUM SPECIALTY COMPANY 
(Com'r 2/19/59) 120 USPQ 402 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
SHUX (Applicant ) Hand cleaner for removing 
grease, paint, tar, grime, ink 
and carbon black. 
(Opposer ) Soaps, soap powders, and liquid 
detergent. 


Opposition dismissed. The differences in the marks coupled with the 
differences in the goods are sufficient to avoid all likelihood of confusion. 


3.1—REGISTRATION PROCEDURE—APPLICATION 
Application must be amended to identify goods in accordance with 
the record. 
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D’ARRIGO BROS. CO. OF CALIFORNIA v. FAIRCHESTER 
PACKING CO., INC. 


(Com'r 2/19/59) 120 USPQ 404 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
DANNY BOY (Applicant) Fresh tomatoes. 
ANDY BOY (Opposer ) Fresh vegetables, deciduous and 


citrus fruits, and canned 
fruits and vegetables. 


Opposition sustained, as marks are so similar (especially in view of 
use by telephone) that confusion and mistake will be inevitable. 


TATTOO, INC. v. SAVILLE PERFUMERY LIMITED 
(Com'r 2/24/59) 120 USPQ 404 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
TUTU (Applicant) Perfumes, toilet waters, face 
and powders, taleum powders, cos- 
TUTU with picture metic creams for body, face 
of ballerina and hands, cosmetic lotions, 
rouge, lipsticks, and mascara. 


TATTOO (Opposer) Lipsticks, rouge, and line of cos- 
and representation of metic products. 
Polynesian dancing girls 


Opposition dismissed. Although the marks might sound somewhat 
alike, the importance of sound similarity must be tempered with the 
ordinary meaning of the words where the marks are ordinary words 
arbitrarily used. Here the apparent similarities in sound are negatived 
by the vastly different mental associations stimulated by the two words 
and there is no likelihood of confusion. 


2.13—REGISTRABILITY—EVIDENCE 

The registrations constitute prima facie evidence of opposer’s owner- 
ship of the marks, validity of the registrations and opposer’s exclusive 
right to use the marks shown therein, and are evidence of current use by 
registrant. 
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MIDWEST HOMES, INC. v. MIDWEST HOUSES, INC. 
(Com'r 2/24/59) 120 USPQ 406 


3.6—REGISTRATION PROCEDURE—INTERFERENCE 
Marks Products 
MIDWEST HOUSES (First Prefabricated homes. 
applicant) 


MIDWEST HOMES (Second Prefabricated houses. 
applicant) 


Since the goods are the same and the marks are, for all practical 
purposes, the same, the only question for determination is which, if either, 
party has superior rights in the mark for the goods. Priority in tech- 
nical trademark use does not give registrable right against earlier right 
to continue use of MIDWEST as distinguishing feature of trade name. 


LIBRASCOPE, INCORPORATED v. AMPLIFIER CORPORATION 
OF AMERICA 
(Com'r 2/24/59) 120 USPQ 408 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
MAGNERASER (Applicant) Demagnetizing equipment. 


NOISERASER (Opposer ) Magnetic tape demagnetizers. 


Opposition dismissed, there being no probability of confusion in view 
of differences in sound and appearance of the marks. 


MICHIGAN MUSHROOM COMPANY v. BARRETT, doing business as 
DON BARRETT COMPANY 


(Com'r 2/25/59) 120 USPQ 408 
2.27—REGISTRABILITY—SERVICE MARKS 
2.9—REGISTRABILIT Y—CONFUSING SIMILARITY 

Marks Products 


DONN FRESH with (Applicant) Fresh produce brokerage and 
caricature of boy distributing services. 


DAWN FRESH (Opposer ) Canned mushrooms, fresh froz- 
en fruits, berries, vegetables 
and fish, fresh vegetables, and 
other canned foods. 


Opposition sustained, since both parties are engaged in selling fresh 
produce and marks are confusingly similar. 
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THE GENERAL TIRE & RUBBER COMPANY v. DURACOTE CORPORATION 
(Com'r 2/25/59) 120 USPQ 409 


2.9—REGISTRABILIT Y—CONFUSING SIMILARITY 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 


DURA-TRIM (Applicant) Plastic films and coated fabrics 
for wall coverings. 


DURATEX (Opposer ) Imitation leather and textile 
rugs, carpets and upholstery 
fabrics. 


DURATOP Waterproofed textile fabrics. 
DURALIN Artificial leather. 


DURA KALF Artificial leather. 


Opposition dismissed. Considering the suggestive nature of the marks, 
the differences in end uses of the goods, and probable differences in trade 
channels and purchasers, the resemblance of applicant’s mark to any of 
opposer’s is not so great as to be likely to cause confusion. 


GLOVER v. YETT 
(Com'r 2/27/59) 120 USPQ 410 


2.3—REGISTRABILITY—ASSIGNMENTS 

Although there was a purported assignment from petitioner to regis- 
trant, it did not require petitioner to discontinue use of the mark. Peti- 
tioner did not discontinue until charged with infringement after termina- 
tion of the relationship. In the circumstances of use the contract was 
either a license or an invalid naked transfer, and petitioner’s rights remain 
equal if not superior to registrant’s rights. 


5.3—CANCELLATION PROCEDURE—DAMAGES 


Petition for cancellation granted. Since petitioner holds rights equal 
if not superior to those of registrant, damage to petitioner will be presumed. 
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ADMIRAL CORPORATION v. MAGNAFLUX CORPORATION 
(Com'r 2/27/59) 120 USPQ 412 
2.91—REGISTRABILITY— CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 
ADMIRAL (Applicant ) Outboard motor boats. 
ADMIRAL (Opposer ) Radio receiving sets and parts, 
amplifiers, phonographs, re- 


corders, reproducers, electric 
flat irons, waffle irons, ete. 


Opposition sustained, because opposer’s mark is well-known and pur- 
chasers seeing same mark on applicant’s boats are likely to associate the 
mark with opposer and to purchase the boats on the strength of opposer’s 
reputation, assuming that the goods all come from a single producer or 
from producers in some way associated with each other. 





